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500.5 Scope or RELIEF 


EE ET a ee ee ae 
ETRE ce ReneS cer Ee TT ee ee 
ER ALL ee nee ee ET ae 
I a i csiueuictian om 
500.55 Contempt Proceedimgs 22.............cnc.nececccccsccccecessoccececececeesececeeescecssecseeeesensneesees 
RELI Ten ne 
I a eunieesanis 

500.58a Preliminary Injunction. -.--.-cccccccoccecccccceeccocceececveeeeseseesceeses 

LD 


gerne NS Ee Ne ner ro eS En oe Fe oe 


I 


I i a slain 
I 
RESETS ELE SESE SS A De aT Oe ee 
I a a attainment 


AST SEES ee eee ee ee COT 
500.75 Declaratory Judgment Suits 22... ecececcesesesesceceesnsceeeecessessseseeneeceens 
ne IIIS iliac cidilasainnaiinieanelilinineneeameniiansaminiiinnaninte 


I aia tliiemesdibertnacmnimatibneniib 
500.76c Laches and Acquiescence 2.2... ......c.-ccccesecccecc-csccccensnccececessecesesees 
ARERR Rte Tae ae ee Se Ee 
BERET RD a em RET SEE ee 


I I I hsb sa ca ccc nc dca sa acadaesuscecataidomeed a nicacbuesabiniasiaslassts 
I, aii cacas ssc cacisensesincasccceseesdsccscnidsncenceaninseasennaccennion 


600. CONFUSING SIMILARITY (Also see Patent Office Section 400) 


ae ESRB Se SRE NN See OO ER ee a A ee 
GOD Z GORPORTMGE STMTEAR DE AREG nccccincccesciiescccsisciccccscecececsescccscesessecnsctsosescacsessesessscsecssssenes 
GOO.3 Nor COmmrustnGiy Srectc am MAARIS niincccnccccccccscccccccccccccsccccccscscccscsscccsscscecseccsscosseessoscesess 


Naa gece dada acta ps iianicestrusci as aces borate bcuceabsoeus sopobanstciublesnbiuen 


700. EFFECT OF REGISTRATION 
I a censccnccueatiianedial 


nn sc a icc paliciaaetoteasensenenanc taabuaaie cusses ausimeiauiatesieissalctusimbsstabeisiist 
I ne NO ss ccscceiccancesdeccncpnesncsecccccesineenccciessancibcccanccisstuccesibieaesients 
ELSE Ee ee 
Ey III acsicinctennenisesmansinieionensinininiaceiensinnanisinintebinnintaaigiintionaensoninnenuintinnae 
NN a ins a racicicacinceheetctniaianabactcndbidbstalledatbuiscbibenenilesbnniiiaseiscanesvide 
oe CII 5. ccccsiacniouiassionsdsb nents sels ginsioaais cabana naa beeiiunsenteelasinsnnsiicctbiinsiianat 


I I at cca pil causa dcabsttpadadesidicicesablivepeaeninesset 


750. OWNERSHIP OF TRADEMARK RIGHTS 
I I 2 a caicclaln cc wpatacsa ionic caine uaa esnips eo ioamine cena euaticenaelaiinenuanaeinadan 
I ii sastsicccesscseccsevscnacesevcencnsabedscesspeeinssistninnsctastanscecbiabbcsinisecatmmnninnnnaacentnsaanes 


141 
142 





Vol. 53 TMR PART II—DIGEST OF CASES 


750.3 


Oe ee Tae 


SR ITED scinsiinusieniienclabiidiilaii ini a a 


800. OTHER STATUTES 
I aR ices iia 


I a a 


800.5 
800.6 


800.7 
800.8 


SUES, IIIs tia 
IE PO iinet ci 
I hacen a lca eT 


STATE STATUTES 


I a ic ci ii i 
I a kA a 


HeSe Pee ee eON ESOS SSS SOE EREEeeseweeeeneeee ee eeeeeeeeeneeeeeeseeeseseseeeeeseesceesececeeceseeeeececececece 











42 ANNUAL INDEX, 1963 Vol. 53 TMR 


DIGEST OF CASES 


100. FEDERAL TRADEMARK ACTS 
(Construction of Statutes) 


100.3 Act or 1946 Articles: 785, 871, 975, 984 


100.30 In General 


The Trademark Act of 1946 does not afford any relief to petitioner under the dilution 
doctrine. 473 


100.32 Section 2 


Application to register DURA-HYDE for plastic material of leather-like appearance made 
into shoes was opposed by two leather tanning companies whose leather products are used, 
inter alia, for shoes. Opposers contended that the term HyYbDE is misdescriptive, being the 
phonetic equivalent of “hide” which indicates products made of animal hide. They claimed that 
the prefix pURA merely accentuates this misdescription and that they would be damaged by 
inability to use the term “hide” to identify their products. In defense applicant introduced a 
large number of third-party registrations which included the term HYDE or HIDE usually for 
non-leather products with a leather-like appearance. Held: opposition dismissed. Applicant 
markets its shoes as imitation leather; indeed, its labels bear the legend “Outwears leather 
3 to 1.” Under the circumstances, the mere fact that “hyde” can connote leather in some cir- 
cumstances does not render the mark misdescriptive. Further, it is not deceptive within the 
meaning of Section 2(a). 


Petition by Metalworking Publishing Co., owner of registrations METAL-WoRKING for 
periodicals and METALWORKING for a trade journal, to cancel Jenkins Publishing Company’s 
supplemental registration of WESTERN METALWORKING for a trade journal in the same industry. 
Held: the Board’s decision to cancel is affirmed. “Titles of publications must not be considered 
any differently than the trademarks for other products.” Appellee had obtained a Principal 
Register registration under Section 2(f) for its.mark, thus indicating that METALWORKING had 
acquired a secondary meaning, and it can no longer be treated by others as if it were a 
commonplace word. The mere inclusion by appellant of the word WESTERN in its title does not 
obviate confusion; indeed many space buyers might think this a western edition of appellee’s 
journal. Appellant submitted a long list of trade magazines illustrating that many publishers 
distinguish their publications from rival publications merely by the use of a geographical 
designation. However, this list does not prove that in every situation marks which differ only 
in this fashion will be free of a likelihood of confusion. 1019 


Application to register COLT-HYDE for vinyl fabrics used as leather substitutes opposed by 
Steinberg Brothers, a tanner and seller of leather including horsehides. Held: opposition 
sustained. “Colt” in association with the term “hide” is used to describe leather produced from 
the skins of young horses. Applicant’s COLT-HYDE products are grained to simulate leather and 
the use of that mark on them would imply to customers “that they are leather piece goods 
made from the hides of young horses.” Moreover, even if applicant’s manufacturer customers 
are not deceived, “ultimate purchasers who have decided preference for products made of 
genuine leather might well be misled.” coLt-HyYDE is, therefore, deceptively misdescriptive within 
Section 2(e) (1) of the Statute; since there was no intent to deceive, it is not “deceptive mat- 
ter” within the meaning of Section 2(a). Opposer has established the necessary likelihood of 
damage by showing that it is in the business of tanning horsehides, and the registration, if 
granted, “and the presumptions afforded thereby would be inconsistent with opposer’s right . . . 
to use this term in connection with [its] leather goods.” After the hearing, applicant referred 
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the Board to a recent Board decision holding that puRA-HYDE is not deceptively misdescriptive 
of leather-like plastics. Opposer’s motion to strike this as an attempt to supplement applicant’s 
brief is denied since any party may at any time direct the Board’s attention to one of its own 
decisions. In any event, the latter case is not controlling here. 1020 


Section 2(e) (2) prohibits the registration of a mark which is geographically misdescrip- 
tive in a case where deception of the purchasing public would follow. The court found that 
AMERICAN BEAUTY on sewing machines made in Japan was geographically misdescriptive, 
notwithstanding the fact that the fine print in advertisements and the label attached to the 
machine advised that the machine was made in Japan. The geographical connotation of a beau- 
tiful sewing machine made in America was held a “primary” one under the particular circum- 
stances of use. Further, the court said that Section 2(e) (2) should be enforced at the instigation 
of anyone having a real interest in its enforcement without due concern for the nature of the 
damage which may ensue. 1180 


Refusal to register LADY PENN for ice cream was overruled. Registration was refused on 
the ground that LADY PENN was merely a surname. The Board found that PENN was not 
merely a surname, but also a well-known abbreviation for the State of Pennsylvania, and that 
the composite mark, LADY PENN, was neither primarily geographical nor merely a surname and 
would not be considered as such by purchasers of applicant’s ice cream. 1184 


100.35 Section 5 


Plaintiff Bancroft, owner of the trademark BAN-LON for crimped nylon yarn and garments 
and fabrics made from this yarn, had an elaborate licensing system under which licensees make 
the yarn, fabrics and garments subject to extensive quality controls by Bancroft and with the 
aid of extensive technical advice from Bancroft. (The system is set forth at length in the 
Findings of Fact.) Defendant Snelley, manufacturer of ladies’ sweaters, was one of Bancroft’s 
licensees. To obtain and maintain this license, Shelley was required to maintain certain high 
standards of workmanship and to submit samples of every garment to Bancroft for approval. 
Such approvals lasted for one year. Bancroft had ascertained through various tests that the 
best way to prevent undesirable “pilling” in BAN-LON sweaters was to require a stitch count 
of 28 stitches per inch. Previously sweaters with stitch counts of 25-27 per inch also had been 
accepted when considered adequate in all other respects. However, after Bancroft had given 
its licensees adequate warning of this new requirement, it approved no sample sweaters below 
the 28 stitch count minimum. The higher count sweater was more expensive to produce since 
it used more yarn. It also caused Shelley some other technical difficulties. Shelley, nonetheless, 
promised to conform to the new requirement. In practice, however, it continued to produce 
sweaters with stitch counts below 28; further, it would submit samples which had the required 
count, and then produce the bulk of the sweaters below this count. The court found that there 
had been no consumer complaints to Bancroft about Shelley BAN-LON sweaters (licensees were 
required to use their own names or marks in all garments) and as of the date of decision, the 
amount of damage to Bancroft’s good will was unknown. Shelley had gone into bankruptcy, 
its equipment had been sold at an auction and its officers had indicated that Shelley would 
never again manufacture sweaters under the BAN-LON mark. Bancroft is the owner of the 
BAN-LON mark and its control over the nature and quality of the garments produced under the 
mark was such as to make its licensees related companies within the meaning of Section 5. 
Bancroft had the right to establish the 28 stitch count standard and Shelley’s violation of it 
constituted trademark infringement, and breach of their license agreements. Bancroft is not 
entitled to injunctive relief because no irreparable injury is threatened and Shelley is no longer 
making sweaters and does not intend to do so. Bancroft is entitled to an accounting by Shelley 
for all profits recovered from sweaters which bore the BAN-LON mark but did not meet Ban- 
croft’s standards. Jurisdiction of this case was retained, pending final determination of 
Bancroft’s damages. 498 
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100.45 Section 15 


Koeppel had registered FILEx in 1952 for office desks, files and similar equipment. In 1957 
Frank Dunleavy, president of party Dunleavy, had applied to register FILEX and The FILEX 
Line for office filing equipment and supplies. Interference was instituted, and Dunleavy’s ap- 
plication was dismissed on the ground that it was Dunleavy Company which had used the mark. 
Within time for appeal, Dunleavy Company applied for registration; in the interim Koeppel 
had filed Section 8 and 15 affidavits. The Assistant Commissioner reinstated the prior inter- 
ference, finding the Koeppel Section 15 affidavit open to serious question. She found that 
Dunleavy Company was prior user of FILEx for filing supplies, and that Koeppel’s use of the 
mark on files would cause confusion. The Board held it was without authority to question the 
declaration of interference, affirmed on the merits. The fact that Dunleavy had used words 
“Trademark Registered” on its products was no bar to relief. The use was inadvertent and 
was not in Section 29 language anyway. 216 


In a suit for patent infringement, wherein it was found that the patent had been abandoned 
and was not infringed, plaintiff also sought cancellation of defendants’ trademark ARCWELL on 
the grounds that it was an infringement of plaintiffs’ ARCPLATED. Both parties used their mark 
for the same goods, reconditioned automotive crankshafts; both had filed their applications to 
register at approximately the same time in 1951; and both had filed affidavits under Section 15 
claiming incontestability. Plaintiff, however, was prior user in North Carolina. It was held, 
therefore, that it had acquired a valid right under state law prior to defendants’ registration so 
the latter mark was not incontestable. Although at the present time, both dealt with jobbers 
who relied very little on the respective trademarks, it was held that there was likely to be 
confusion in the future, especially if consumers should start to voice their own preferences in 
requesting reconditioned crankshafts. Held: defendants’ mark would be canceled. 497 


Application by Sun Valley Manufacturing Co. to register suUN VALLEY for men’s and 
women’s sportswear and skiwear was opposed by Cambridge Rubber, owner of an incontestable 
registration for SUN VALLEY for ladies’ overshoes. Testimony was introduced to show that 
applicant, through its predecessor, had been using the SUN VALLEY mark on its goods since 1936. 
This testimony was corroborated by several advertisements dated 1938, 1939 and 1945 featuring 
the SUN VALLEY mark. Opposer asserted that as owner of an incontestable registration, it could 
rely on the date of first use set forth therein, ic, March 1939, but the Board held that absent 
evidence of earlier use, it could rely only on the filing date of its application, January 1947. 
Held: opposition dismissed. The facts here clearly indicate that applicant is prior user of the 
mark. While advertising is not evidence of trademark use it can corroborate oral testimony as 
to such use. The fact that opposer’s registration is incontestable does not broaden its rights in 
the mark, and where a registration does not establish prior use “it cannot be further considered 
in the proceeding.” “It is user, not registration, that confers substantive rights in a trade- 
mark.” 1023 


100.46 Section 16 


Koeppel had registered r1Lex in 1952 for office desks, files and similar equipment. In 1957 
Frank Dunleavy, president of party Dunleavy, had applied to register FmEx and The FILEX 
Line for office filing equipment and supplies. Interference was instituted, and Dunleavy’s ap- 
plication was dismissed on the ground that it was Dunleavy Company which had used the mark. 
Within time for appeal, Dunleavy Company applied for registration; in the interim Koeppel 
had filed Section 8 and 15 affidavits. The Assistant Commissioner reinstated the prior inter- 
ference, finding the Koeppel Section 15 affidavit open to serious question. She found that 
Dunleavy Company was prior user of FILEX for filing supplies, and that Koeppel’s use of the 
mark on files would cause confusion. The Board held it was without authority to question the 
declaration of interference, affirmed on the merits. The fact that Dunleavy had used words 
“Trademark Registered” on its products was no bar to relief. The use was inadvertent and 
was not in Section 29 language anyway. 216 
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100.53 Section 23 


Applications to register GRAPE SLUSH and CHERRY SLUSH on the Supplemental Register 
were denied on the grounds that each of the marks was merely the name of a type of 
beverage and incapable of distinguishing applicant’s product. The Examiner cited numerous ads 
and articles clearly indicating that sLUSH is a type of drink. In 1959, the Board had reversed 
a similar ruling and permitted applicant to register LEMON SLUSH, but that ruling is no prece- 
dent since in the instant proceeding there is ample evidence showing that, whatever its prior 
meaning, “slush” is now generic. Refusal to register affirmed. 217 


100.59 Section 29 


Koeppel had registered FILEx in 1952 for office desks, files and similar equipment. In 1957 
Frank Dunleavy, president of party Dunleavy, had applied to register FILEX and The FILEXx 
Line for office filing equipment and supplies. Interference was instituted, and Dunleavy’s ap- 
plication was dismissed on the ground that it was Dunleavy Company which had used the mark. 
Within time for appeal, Dunleavy Company applied for registration; in the interim Koeppel 
had filed Section 8 and 15 affidavits. The Assistant Commissioner reinstated the prior inter- 
ference, finding the Koeppel Section 15 affidavit open to serious question. She found that 
Dunleavy Company was prior user of FILEx for filing supplies, and that Koeppel’s use of the 
mark on files would cause confusion. The Board held it was without authority to question the 
declaration of interference, affirmed on the merits. The fact that Dunleavy had used words 
“Trademark Registered” on its products was no bar to relief. The use was inadvertent and 
was not in Section 29 language anyway. 216 


100.73 Section 43 


Although in other circuits there is some authority to the effect that the Lanham Act 
[Section 43(a)] creates an action for unfair competition thus giving federal courts jurisdiction 
of the claim as arising under the Statute, the Second Circuit rejects the idea that the Lanham 
Act itself creates a cause of action for unfair competition. (See footnote 23 of reported case; 
136 USPQ 72.) 668 


100.74 Section 44 


In considering foreign applications filed under Sections 44 (d) and (e), the Commissioner 
of Patents held that, Rule 2.39 as amended does not permit omission of specimens or all alle- 
gations of use required by Rule 2.33. The change in the rule is consistent with the Trademark 
Act and does not violate the rules of the International Convention for the Protection of Indus- 
trial Property. The basic concept of a trademark may not be waived as they are not a minor 
defect. Where certain incomplete applications have been filed and given serial numbers the 
applicant will be notified of the error and filing date will be vacated within a certain time 
unless good cause is shown not to vacate it. 577 


pEB (Respondent) for cleaning preparation for upholstery and furniture. 
DEBBIE (Petitioner) for household liquid and synthetic detergent. 


Petition to cancel granted. Petitioner filed an application to register pEBBIE for household 
detergents which was refused in view of the existence of respondent’s pes for furniture cleaner. 
Respondent, British corporation, filed for a registration of pEB in 1954 and obtained it in 1956. 
But, while respondent used the mark continuously in Great Britain, it had not shipped any goods 
in commerce in the United States since 1954. The issue was whether or not respondent had 
abandoned its right in the mark in the United States. The Statute provides a procedural ad- 
vantage to a national or a resident of a party to the International Convention of Paris for the 
Protection of Industrial Property 1883 (revised 1958), in that such national having a bona 
fide business in any foreign country may register his marks in the United States without 
alleging use in commerce as long as the mark is duly registered in the country of origin. 
Having once obtained a registration however, a foreign registrant is subject to the same treat- 
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ment and conditions as a U.S. citizen as to maintenance of his registration including having 
his mark canceled on the grounds of abandonment and nonuse. Under U.S. law, two years is a 
reasonable period within which a mark must be used or deemed prima facie abandoned and may 
be canceled. This applies equally to marks of foreign registrants or those of U.S. registrants. 
For a mark not to be deemed abandoned (without other excuse) it must be used “in commerce” 
(within the jurisdiction of the U.S.), so that respondent’s argument that the mark was in use, 
in Great Britain rather than within the U.S. jurisdiction, was held of no avail: 


“registrant must after the issuance of said registration use the mark in the U.S. or in 
other commerce which may be lawfully regulated by Congress, and failure to make such 
use for a two-year period in the absence of excusable non-use, contributes an abandonment 
of the rights acquired by the registration and makes the registration subject to cancella- 
tion.” 1182 


100.75 Section 45 


DEB (Respondent) for cleaning preparation for upholstery and furniture. 
DEBBIE (Petitioner) for household liquid and synthetic detergent. 


Petition to cancel granted. Petitioner filed an application to register DEBBIE for household 
detergents which was refused in view of the existence of respondent’s peB for furniture cleaner. 
Respondent, British corporation, filed for a registration of DEB in 1954 and obtained it in 1956. 
But, while respondent used the mark continuously in Great Britain, it had not shipped any goods 
in commerce in the United States since 1954. The issue was whether or not respondent had 
abandoned its right in the mark in the United States. The Statute provides a procedural ad- 
vantage to a national or a resident of a party to the International Convention of Paris for the 
Protection of Industrial Property 1883 (revised 1958), in that such national having a bona 
fide business in any foreign country may register his marks in the United States without 
alleging use in commerce as long as the mark is duly registered in the country of origin. 
Having once obtained a registration however, a foreign registrant is subject to the same treat- 
ment and conditions as a U.S. citizen as to maintenance of his registration including having 
his mark canceled on the grounds of abandonment and nonuse. Under U.S. law, two years is a 
reasonable period within which a mark must be used or deemed prima facie abandoned and may 
be canceled. This applies equally to marks of foreign registrants or those of U.S. registrants. 
For a mark not to be deemed abandoned (without other excuse) it must be used “in commerce” 
(within the jurisdiction of the U.S.), so that respondent’s argument that the mark was in use, 
in Great Britain rather than within the U.S. jurisdiction, was held of no avail: 


“registrant must after the issuance of said registration use the mark in the U.S. or in 
other commerce which may be lawfully regulated by Congress, and failure to make such 
use for a two-year period in the absence of excusable non-use, contributes an abandonment 


of the rights acquired by the registration and makes the registration subject to cancella- 
tion.” 1182 


200. PATENT OFFICE PROCEEDINGS 
200.1 RecistraBiLity (Ex Parte) 


200.11 In General Articles: 54, 161 


Advertising display on side of applicant’s trucks is not registrable for trucks used as pizza 
dispensers. It merely serves as advertising for those who purchase the trucks and not as ap- 
plicant’s trademark. 107 

Application to register zIZANIE for perfume was refused on the grounds that it is con- 
fusingly similar to zEZAN, previously registered to another for perfume. Refusal to register was 
affirmed. Applicant urged that the pronunciation of the two marks was quite different, but the 
Board ruled that “there is no such thing as a correct pronunciation of a trademark” and the 
marks are similar enough to be pronounced alike. In addition, they look alike, and confusion 


Pease sino 
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would be likely. Applicant introduced a letter from the registrant of zEzAN to the effect that 
the latter was no longer marketing zEzAN fragrances. But such a letter is not conclusive 
evidence of abandonment and the mark, so long as it remains on the register, is a bar to this 
application. 1187 


Application to register FULL PowER for dynamo-electric generator apparatus was rejected 
by the Examiner on the grounds (1) that the mark was used to direct attention to the position 
of an electrical power outlet and so was merely informational and not used as a trademark, 
and (2) that the mark was directed to only one component of the overall item. Held: refusal 
to register overruled. Ground 1 is not to be found within the statute. Unless there is a specific 
holding that the subject matter is not a mark identifying and distinguishing applicant’s goods, 
then it cannot be rejected unless it is expressly prohibited by Section 2. All marks are infor- 
mational in some manner, so a refusal to register on those grounds alone will not suffice with- 
out an additional finding that the mark is merely descriptive, or otherwise prohibited. As to 
ground 2 in the Examiner’s decision, the fact that a mark may be placed on a particular portion 
of a product does not mean that it cannot and does not identify the entire product. 1188 


200.12 Certification Marks 


Trademarks and certification marks, by their very nature are mutually exclusive since a 
trademark is based on use by a manufacturer to identify his goods, whereas a certification mark 
is based on use by persons other than the owner, and the owner cannot engage in production or 
marketing of goods to which the mark is applied. Defined in Section 45 of 1946 Act. 673 


200.13 Collective Marks 


Application to register TRIANGLE CLUB OF PRINCETON UNIVERSITY as a collective membership 
mark refused since there was no showing of use by the members of the organization as required 
by Rule 2.44. 1194 


200.16 Confusingly Similar Marks (Also see Section 400) 


Application to register GAY STRIDE for women’s hosiery and anklets was refused by the 
Examiner on the grounds of confusing similarity between that mark and the previously regis- 
tered GAY sTEP for women’s hosiery. The Examiner made this decision notwithstanding the 
fact that the President of registrant’s corporation had filed a consent to applicant’s use and 
registration on the grounds that there was no reasonable likelihood of confusion. Held: refusal 
to register affirmed. The Board agrees with applicant that in view of its widespread use the 
“term GAY per se is not entitled to a wide scope of protection in the clothing field and that 
where there is an element of doubt a letter of consent from registrant should resolve such doubt 
in applicant’s favor.” Here, however, there is no doubt as to the likelihood of confusion. The 
marks are similar in composition, look alike and are substantially identical in meaning. Lefko- 
witz, Member dissented. “Considering the highly suggestive nature of this mark and the narrow 
scope of protection afforded such designations; the differences between them” and the consent 
by registrant, applicant is entitled to registration. The decision in Brown Shoe Co. v. Chris 
Laganas Shoe Co. where the Commissioner found Arr sTRIDE to be confusingly similar to 
AIR STEP for shoes is distinguishable. In that case, there was an opposition, and the Com- 
missioner stated that he was resolving the doubt in favor of opposer. 1024 


200.17 Descriptive and Generic Marks 


SAL SODA CONCENTRATED is apt descriptive name for dehydrated or condensed form of 
sal soda. Registration refused. 107 


Applicant had invented a game played by twirling a plastic hoop around the body with a 
hula-like motion. It labeled its hoops WHAM-O HULA HOOP and thereby started what numerous 
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newspaper articles referred to as the “hula-hoop craze.” It sought to register the trademark 
HULA-HOoP, but the Examiner rejected the application on the grounds that this was but the 
common descriptive name of the product, and that it was the word wHAM-o (which applicant 
had used as its mark for other toys), which identified the particular hoops as belonging to 
applicant. In support of his ruling, the Examiner cited the previously mentioned newspaper 
stories. The Board reversed. Limited newspaper misuse did not destroy the trademark. More- 
over, applicant's competitors had used other names for their hoops, e.g. sPIN-A-HOOoP. Ap- 
plicant’s failure to use a common descriptive name for its hoops did not automatically create 
the presumption that the term HULA-HOOP served no other function. Similarly, use of the 
house mark wHAM-O did not prevent the product mark from acquiring trademark significance. 
Lefkowitz, Member, dissented on the grounds that the newspaper articles cited by Examiner 
and samples of applicant’s own advertising showed that HULA-HOOP was but the common 
descriptive name. 215 

Applications to register GRAPE SLUSH and CHERRY SLUSH on the Supplemental Register 
were denied on the grounds that each of the marks was merely the name of a type of 
beverage and incapable of distinguishing applicant’s product. The Examiner cited numerous ads 
and articles clearly indicating that sLUSH is a type of drink. In 1959, the Board had reversed 
a similar ruling and permitted applicant to register LEMON SLUSH, but that ruling is no prece- 
dent since in the instant proceeding there is ample evidence showing that, whatever its prior 
meaning, “slush” is now generic. Refusal to register affirmed. 217 

Application to register BRA-FIT for an elastic device which extends a bra which had become 
too tight, advertised to “make the Bra Fit” was denied. The term is descriptive of the purpose 
of the device and no secondary meaning was shown to have been acquired. 479 

Application to register PERSONALLY yours for trouser supporting belts and apparel belt- 
and-buckle combinations. Registration was refused by the Examiner on the grounds that this 
was but a variation of the term “personalized” which is commonly used on many items to 
indicate that the goods have been adapted for the particular needs of the buyer, and that such 
notations, as used, were merely descriptive. The Board overruled the Examiner holding while 
“personalized” is a dictionary term and may be descriptive, nothing in the record even remotely 
suggests that PERSONALLY YOURS is a synonym of that term or that it is in common usage. 
Indeed, the identical mark has been registered previously on the Principal Register, and is 
suggestive rather than descriptive. 502 

Application to register TV GUNS OF THE WEST for toy gun and holster sets had been refused 
by the Examiner on the grounds that the mark was merely descriptive. The Board overruled 
the Examiner and held there are a variety of guns used on television Westerns and the desig- 
nation does not, therefore, bring to mind some particular type of gun. There is “only a sug- 
gestion that applicant’s guns . . . are replicas of some nondescript guns used in Western tele- 
vision programs. It is a designation which . . . stimulates and requires some thought as to its 
intended meaning.” It is capable of identifying source. 503 


SNO-TITES is merely descriptive of children’s tights suitable to be worn in snowy weather. 
Combination of two ordinary words or the phonetic equivalents which describe the nature and 
quality of the goods cannot be registered. 506 

Refusal to register affirmed. FLOR-TILE, the phonetic equivalent of floor-tile is the common 
descriptive name for hardwood block flooring material and, as such, is not proper subject for 
registration. 508 
LUXURIA OMBRE (Applicant) for knitting yarn. 

Luxury (Cited Registration) for knitting yarn. 


Refusal to register the words LUXURIA OMBRE for hand knitting yarn affirmed. oMBRE is 
a common term in the fabric industry to identify skein dyed yarn and when used in association 
with the term “worsted” as applicant has used it on its label, it is an apt descriptive term for 
applicant’s goods. LuxuRIA is substantially the same as LUxuRY which is already a registered 
mark. 510 
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Application to register sports for underwear and sleepwear was refused. On appeal deci- 
sion was affirmed. The Board said that while sports was not merely descriptive of sleepwear 
it was merely descriptive for the common term SPORTS BRIEF, for a particular type panty 
girdle. $11 


Application for supplemental registration of PLATTER-PLATES for molded paper pulp plates re- 
fused. A platter is a particular kind of plate and combining “platter” with “plates” does not 
lessen the fact that it is the name of the goods, and therefore, not proper subject matter for 


registration. 513 
Registration refused. The Board held HUE-IT YOURSELF merely descriptive for a home 
coloring preparation. The term HUE is a synonym for the word “color.” 515 
Registration for sNacKs for candy refused on grounds that this is an apt descriptive name 
for the product. 516 
Registration refused. The Board held sLusHICE was an apt descriptive name for a water 
ice type dessert. 516 


Refusal to register CALCITE CRYSTALS for ground limestone for use as poultry feed ingre- 
dient affirmed. CALCITE CRYSTALS is calcium carbonate or limestone in crystal form. Since it is 
the common descriptive name of the product, it is not appropriate material for registration. 

590 


Refusal to register TIP switcH for electric switches affirmed. A term is descriptive within 
the meaning of the Act not only if it conveys what the goods are or what the function or use is, 
but also if it describes a particular characteristic of the goods. The Board found that trp 
SWITCH would convey to purchasers the idea that the switch is activated merely by tipping, 
hence descriptive of the switch, and, therefore, inappropriate for registration. A previous regis- 
tration of Trp 1T for switches cited by the Examiner was not considered since the registration 
had expired. 591 


Refusal to register HIDDEN SEAL for empty metal cans was affirmed on the ground that it 
is merely descriptive as applied to applicant’s cans. The cans contain a seal which is not visible 
to purchasers of goods packaged therein. Further, applicant only used HIDDEN SEAL in its 
descriptive sense rather than as a trademark. 672 


Refusal to register SPACE ELECTRONICS for air space navigation guidance equipment was 
affirmed on the ground that it is the common descriptive name for a particular atic’ broad field 
in connection with which applicant’s operations are primarily concerned, and therefore, is not 
subject to exclusive appropriation. 672 


Refusal to register affirmed. Applicant’s mark pvp is essentially the name of the goods, 
in that pvp is the recognized abbreviation for POLYVINYLPYRROLIDONE. Therefore, the mark is 
not acceptable material for registration on the Supplemental Register. Even though applicant 
displays it in a particular style, the material is incapable of distinguishing applicant’s goods. 675 


Refusal to register CHIEF BEMIDJI for strawberry plants was affirmed on the ground that 
it is the name of a particular variety of plant which applicant developed and patented. The 
Board held that a term which functions as the name of the goods is not capable of serving as a 
trademark to distinguish applicant’s goods, irrespective of the fact that applicant spent large 
sums to promote the name. To grant such an application would be inconsistent with the rights 
of others to use the varietal name after the expiration of the patent. 679 


Decision refusing registration reversed. Pictorial symbols and devices can, and do function 
as trademarks and are entitled to registration. A combination of the words STEREO-FIDELITY 
together with a representation of two speakers and stylized sound waves when considered as 
a whole is capable of identifying applicant’s phonograph records. The words sTEREO-FIDELITY 
are an integral part of the mark not separable from the whole mark, are not merely descriptive 
and do not dominate the mark. Prior decisions involving different marks are little help in 
deciding cases, since each case must be decided on its own facts. 949 
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Application to register CHOcC-LITE for cookies which are part chocolate and part vanilla 
with cream filling was refused on the ground that the mark was merely the phonetic equivalent 
of the descriptive word chocolate. Even though applicant argues that LITE is merely suggestive 
of the vanilla or light portion of the cookies and is pronounced entirely different from the 
“late” in chocolate, the Board found that purchasers would be more likely to regard the mark 
CHOC-LITE as nothing more than the equivalent of the word chocolate. 953 


Applicant sought to register TORADA TEQUILA for tequila with the word TEQUILA lined in 
many colors and disclaimed said word “except for the distinctive and ornamental design- 
creating manner in which it is displayed.” The Examiner refused to accept the disclaimer and 
demanded that the word TEQUILA be removed from the application. Held: refusal to register 
affirmed. This is not a composite or unitary mark wherein the generic term cannot be separated 
from the whole so that disclaimer is appropriate. The word “tequila” is distinct from TORADA 
and must be deleted. 954 


Application to register REEL-N-RoD on the Supplemental Register for combination fishing 
rods and reels. Held: refusal of registration affirmed. This is a common descriptive name for 
applicant’s goods and is incapable of distinguishing them. Moreover, applicant itself uses the 
mark generically. Applicant’s mark is no more than an inversion of the descriptive name “rod 
and reel” and it is unlikely purchasers would attribute any other meaning to the mark. 1021 


Application to register BTU and ancillary design for furnaces and controls thereof. Held: 
refusal to register affirmed. The said letters are the accepted abbreviation for British thermal 
unit, a unit of heat, and are commonly used in the heating field. Applicant contends that the 
letters BTU per se do not describe any character or quality of its product, but “words are not 
registrable merely because they do not happen to be descriptive of the goods or services with 
which they are associated.” These letters “do not possess the capacity of identifying and dis- 
tinguishing applicant’s goods.” 1021 

Refusal to register SHADOW TONES for women’s hosiery, affirmed. The Board held that 
the mark was merely descriptive of a color quality of hosiery. Further, at the time of determin- 
ing registrability, it was shown that the term was used in the trade in a descriptive manner. 

1025 


Refusal to register MINT CONFETTI for candy was affirmed since the term was merely de- 
scriptive of the goods. The word “confetti” has the dictionary definition signifying candy and 
MINT CONFETTI merely describes candy flavored with mint, notwithstanding any other meaning 
which the word “confetti” may have in the public mind. 1026 


Refusal to register application for COMPLIMENTARY for coffee was affirmed. The Board 
found that COMPLIMENTARY with its dictionary meaning of free was merely descriptive of the 
intended purpose of the product irrespective of any other meaning of the term “complimentary.” 
Hotel and motel owners purchase, then place a small package of coffee in the room of each 
guest. The package so marked COMPLIMENTARY would merely be regarded as descriptive by 
the purchasers thereof even though there is no other term on the package which might indicate 
origin of applicant’s goods. The test of descriptiveness in this case is what the word coMPLI- 
MENTARY means to the purchasers and not the public using the coffee, but there is nothing in 
the record to show it indicates a trademark to such purchasers. 1027 

Refusal of registration affirmed. Composite mark for vitamins was held not to be not 
registrable since it consisted in part of the symbol rx which is concededly not registrable alone. 
The Board found that the average purchaser would be overwhelmingly impressed by the rx 


symbol. 1102 
Refusal to register reversed. CONTINENTAL CASUALS for women’s and children’s shoes was 
held to be not merely descriptive. 1103 


Civil action to compel the Commissioner of Patents to register PASTEURIZED for facial 
creams despite the refusal of the Trademark Trial and Appeal Board to register the mark. 
The Patent Office refusal had been based on the fact that the mark was so highly descriptive 
of the product as to be incapable of indicating origin of applicant’s cream. Held: for defen- 
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dant. Plaintiff’s cream is indeed pasteurized and the mark is merely descriptive of the goods. 
Although plaintiff is the assignee of a prior registration taken out under the 1905 Act, and 
republished under the 1946 Act, the term PASTEURIZED was disclaimed therein—an apparent 
admission of descriptiveness—and therefore, that registration “cannot be deemed prima facie 
evidence of distinctiveness or of any evidentiary value with respect to applicant’s claim of 
secondary meaning.” The fact that for over thirty years only plaintiff has used the term 
PASTEURIZED in connection with face creams does not in itself establish secondary meaning. 1177 


Refusal to register HARNESSHIDE and BRIDLEHIDE as trademarks for finished leather affirmed. 
Although President of applicant swore by affidavit that he had never seen or heard those 
expressions in the leather industry, they do immediately describe finished leather for use in 
making harnesses or bridles. They are merely descriptive terms. 1193 


200.19 Features of Goods 
200.19b Ornamental Features 


Applicant sought to register as a trademark for athletic shoes a sketch of an athletic shoe 
with three parallel bands or stripes on each side of the shoe in a color which contrasts with 
that of the shoe. The Examiner refused registration on the grounds that the design was but a 
structural feature of the goods contrasted in color for ornamental purposes. Applicant had 
marketed its shoes in the United States since at least 1953 under the mark aprpas but in con- 
nection therewith, and sometimes separately, it had advertised its shoes as “3-stripe sport shoes” 
and its containers carried the notation “the mark with the 3-stripes.” It had presented affidavits 
from leading athletic coaches who said they distinguished applicant’s product by the 3-stripes. 
The stripes were not a functional part of the shoe. Under the circumstances the Board held 
that applicant had made a prima facie showing that the mark not only was capable of dis- 
tinguishing but actually did distinguish applicant’s goods. The refusal to register was reversed. 

106 


200.19c Packages and Configurations 


Section 23 of the Act of 1946 allows for registration of a configuration on the Principal 
Register. However, this has been restricted to a configuration of a particular part or feature 
of the article, but not the entire shape or design of it. A novel shape cannot acquire secondary 
meaning if it is a functional part of the article and even if it identifies the maker, it is not 
registrable. There have been exceptions to the general rules where the bottle or container was 
registrable as a trademark for the contents, but not for the bottle or container itself. In this 
case, applicant seeks to register the configuration of the outline of the bulb itself. The court 
refused registration since it was a functional inherent part of the incandescent lamp and did not 
come within the above exception as a container. 105 

Refusal to register an illustration of manner in which applicant’s product, hair foundations 
for beehive hairdo, is used was affirmed. An illustration of the manner of use of a product 
cannot be a basis for the inference that the public recognizes it as a trademark identifying and 
distinguishing applicant’s goods. 671 

Registration of the over-all configuration of applicant’s product was refused, the Board 
holding that the interpretation of Section 23 providing for the registration of a “configuration 
of goods” means only a particular part of feature of the article rather than the over-all shape 
thereof; see Allan Wood Steel Company v. Watson, 113 USPQ 311 (47 TMR 848) (D. C,, 
D. C. 1957). 677 


Registration refused. Application to register on the Supplemental Register a specimen of 
an envelope supplied by applicant to photo finishers for use in returning their customers’ nega- 
tives was held nothing more than a representation or configuration of applicant’s product and 
hence not registrable. Applicant had disclaimed both the outline of the envelope and the 
wording shown in the drawing with the exception of the words “Ansco” and “All Weather 
Pan” but such disclaimer was not sufficient to make subject matter registrable. 677 
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Application to register a bear wearing a tin can for a solid fuel. The Examiner refused 
registration on the grounds that the configuration normally included writing on the can includ- 
ing inter alia STERNO, applicant’s principal mark and so the application was not the mark 
normally used. Held: refusal to register overruled. The component elements of a composite 
mark may each be registered separately “if each element does in fact identify and distinguish 
this product.” Applicant’s representation of a bear is arbitrary and distinctive and has been 
extensively promoted by applicant and “creates a commercial impression separate and apart 
from applicant’s word mark.” 1023 


Applicant filed for a registration of a bottle on the Principal Register for meat, fowl and 
fish sauces and salad dressings claiming that the bottle was inherently distinctive of the goods. 
However, the Board affirmed Examiner’s refusal to register since it held that the bottle was not 
unique or inherently distinctive and that the record showed advertisements in which other than 
major companies used similar bottles for food products. These advertisements bore dates later 
than the filing of the instant application, but the Board said that registrability is determined at 
the time the issue is under consideration. 1028 


200.20 Geographic Terms 


Refusal to register LADY PENN for ice cream was overruled. Registration was refused on 
the ground that LADY PENN was merely a surname. The Board found that PENN was not 
merely a surname, but also a well-known abbreviation for the State of Pennsylvania, and that 
the composite mark, LADY PENN, was neither primarily geographical nor merely a surname and 
would not be considered as such by purchasers of applicant’s ice cream. 1184 


200.21 Grade Marks and Style Marks 


Registration denied. Applications to register WINTER SONG and FLOWERWOOD as trademarks 
for plastic tableware. Specimen labels showed use of the company marks ONEIDA and ONEIDA 
PREMIER in addition to the proposed new marks, each preceded by a style number. The Board 
held the specimen labels clearly indicate that the proposed marks are merely pattern designa- 
tions. While such designations can also serve as grade or style marks, they can achieve that 
status only where there is a showing—via advertising—of an “indisputable intention of acquir- 
ing trademark rights in the term.” No such showing was made here. The legend “Trademarks 
of Oneida Ltd.” appearing on the labels does not suffice. 501 


200.23 Labels 


Application to register four substantially similar design marks for a line of pickled and 
preserved foods. In each instance, a circle with a rimmed edge,’ lined for gold, stands on the 
left hand upper edge of a rectangle whose two bottom corners are rounded. The rectangles are 
lined for either red, blue or green. Specimen labels showed use of the mark PURE GOLD in each 
of the circles, with the name of a particular product superimposed on each of the rectangles. 
The Examiner had refused registration on the ground that the subject matter was mere back- 
ground material for display of the word mark and could not be registered on the Principal 
Register without a showing that the design had been promoted as a trademark separate and 
apart from the word mark. The Board overruled the Examiner holding the Examiner had 
erred in his application of this rule requiring separate promotion of the background mark. The 
rule does not cover every background but only where the material sought to be registered is 
“mere background.” Where the background is inherently distinctive, no proof of secondary 
meaning need be introduced. Here applicant seeks to register “not a mere combination of two 
common basic figures, but a representation of a gold coin in association with varied colored 


999 


panels. And ... such representation is quite unique and hence ‘inherently distinctive’. 504 


Application to register CARTRI-GUN for a lubricant and caulking compound dispensing ap- 
paratus was allowed on appeal. On the label appear two separate marks, ForTRESS to identify 
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the caulking compound, and cartRI-GUN which distinguishes the dispensing apparatus. The 
Board found that CARTRI-GUN was registrable for such a device. A producer may use separate 
marks for the product it manufactures and its container. 1025 


200.24 Letters and Numerals 


Refusal to register the letter “N” for vases, plates, ornamental boxes and bowls was 
affirmed. The Board found that the letter “N” was not readily apparent and that it did not 
create a separate commercial impression apart from the crest design of which it formed a 
composite part. 1025 


200.25 Names 
200.25c Personal Names Article: 657 


Application to register CoLT-HYDE for vinyl fabrics used as leather substitutes opposed by 
Steinberg Brothers, a tanner and seller of leather including horsehides. Held: opposition sus- 
tained. “Colt” in association with the term “hide” is used to describe leather produced from the 
skins of young horses. Applicant’s CoLT-HYDE products are grained to simulate leather and the 
use of that mark on them would imply to customers “that they are leather piece goods made 
from the hides of young horses.” Moreover, even if applicant’s manufacturer customers are not 
deceived, “ultimate purchasers who have a decided preference for products made of genuine 
leather might well be misled.” coLt-HybE is, therefore, deceptively misdescriptive within Sec- 
tion 2(e) (1) of the Statute; since there was no intent to deceive, it is not “deceptive matter” 
within the meaning of Section 2(a). Opposer has established the necessary likelihood of dam- 
age by showing that it is in the business of tanning horsehides, and the registration, if granted, 
“and the presumptions afforded thereby would be inconsistent with opposer’s right . .. to use 
this term in connection with [its] leather goods.” After the hearing, applicant referred the 
Board to a recent Board decision holding that pDURA-HYDE is not deceptively misdescriptive of 
leather-like plastics. Opposer’s motion to strike this as an attempt to supplement applicant’s 
brief is denied since any party may at any time direct the Board’s attention to one of its own 
decisions. In any event, the latter case is not controlling here. 1020 


200.25d Surnames 


Registration refused. Application to register DUFFEY PROCESS for carbon dioxide producing 
and purifying apparatus was denied on the grounds that it was primarily merely a surname. 
The mere addition of the descriptive word Process to the surname DUFFEY was held not to take 
the mark out of this category. 678 

In a trademark interference between the parties Alford Manufacturing Company was held 
entitled to registration. Petition for reconsideration denied. Alford Manufacturing was using 
the term ALFoRD as a trademark at the time of application to register. Written consent to regis- 
tration ALFORD is manifested by the fact that Andrew Alford, the individual, executed the ap- 
plication to register the mark. 1101 

Refusal to register LADY PENN for ice cream was overruled. Registration was refused on 
the ground that Lapy PENN was merely a surname. The Board found that PENN was not merely 
a surname, but also a well-known abbreviation for the State of Pennsylvania and that the 
composite mark, LADY PENN, was neither primarily geographical nor merely a surname and 
would not be considered as such by purchasers of applicant’s ice cream. 1184 


200.26 Non Descriptive Marks 
Refusal to register reversed. CONTINENTAL CASUALS for women’s and children’s shoes was 
held to be not merely descriptive. , 1103 


Application to register FULL POWER for dynamo-electric generator apparatus was rejected 
by the Examiner on the grounds (1) that the mark was used to direct attention to the position 
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of an electrical power outlet and so was merely informational and not used as a trademark, 
and (2) that the mark was directed to only one component of the overall item. Held: refusal 
to register overruled. Ground 1 is not to be found within the Statute. Unless there is a specific 
holding that the subject matter is not a mark identifying and distinguishing applicant’s goods, 
then it cannot be rejected unless it is expressly prohibited by Section 2. All marks are informa- 
tional in some manner, so a refusal to register on those grounds alone will not suffice without 
an additional finding that the mark is merely descriptive, or otherwise prohibited. As to ground 
2 in the Examiner’s decision, the fact that a mark may be placed on a particular portion of a 
product does not mean that it cannot and does not identify the entire product. 1188 


200.27 Prohibited Marks 
200.27a In General 


Application to register COLT-HyYDE for vinyl fabrics used as leather substitutes opposed by 
Steinberg Brothers, a tanner and seller of leather including horsehides. Held: opposition sus- 
tained. “Colt” in association with the term “hide” is used to describe leather produced from the 
skins of young horses. Applicant’s COLT-HYDE products are grained to simulate leather and the 
use of that mark on them would imply to customers “that they are leather piece goods made 
from the hides of young horses.” Moreover, even if applicant’s manufacturer customers are not 
deceived, “ultimate purchasers who have a decided preference for products made of genuine 
leather might well be misled.” coLtT-HyYDE is, therefore, deceptively misdescriptive within Sec- 
tion 2(e)(1) of the Statute; since there was no intent to deceive, it is not “deceptive matter” 
within the meaning of Section 2(a). Opposer has established the necessary likelihood of dam- 
age by showing that it is in the business of tanning horsehides, and the registration, if granted, 
“and the presumptions afforded thereby would be inconsistent with opposer’s right . . . to use 
this term in connection with [its] leather goods.” After the hearing, applicant referred the 
Board to a recent Board decision holding that DURA-HYDE is not deceptively misdescriptive of 
leather-like plastics. Opposer’s motion to strike this as an attempt to supplement applicant’s 
brief is denied since any party may at any time direct the Board’s attention to one of its own 
decisions. In any event, the latter case is not controlling here. 1020 


Refusal to register HOUSE OF WINDSOR for cigars was affirmed. Section 2(a) prohibits 
registration of the mark if it falsely suggests a connection with national symbols. HOUSE OF 
WINDSOR referring to the royal family of Great Britain is such a national symbol and applicant’s 
argument that no one would think applicant’s cigars emanated from the Royal House of 
Windsor is not germane to the issue. The Board held that purchasers familiar with the Royal 
House of Windsor are quite apt to think that the cigars are endorsed or in some way approved 
by the House of Windsor especially since the phrase HOUSE OF WINDSOR is used in association 
with what appears to be a representation of a royal guard and a coat of arms suggesting 
royalty. 1184 


200.27c Misrepresentation 


Refusal to register U. s. AQUA in white letters displayed within a blue, red and white 
shield for canned drinking water was affirmed. Under Section 2(a) of the Act, if purchasers 
would be misled into assuming that the U. S. Government had approved or sponsored the 
applicant’s water, the application must be refused. There are many companies in the United 
States which use U. S. in their trade name, but each case must be determined individually to 
see if the goods so marked would be assumed to be sponsored by the government. Since the 
government has established a specific program, and has approved standards for water and 
set-up agencies such as Civil Defense which advises stocking of bottled water in fallout shelters, 
it is probable that persons would assume that applicant’s mark v. s. agua on red, white and 
blue shield indicated a product approved by or connected with U. S. Government. 1027 

Refusal to register HOUSE OF WINDSOR for cigars was affirmed. Section 2(a) prohibits 
registration of the mark if it falsely suggests a connection with national symbols. HOUSE OF 
WINDSOR referring to the royal family of Great Britain is such a national symbol and applicant’s 
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argument that no one would think applicant’s cigars emanated from the Royal House of 
Windsor is not germane to the issue. The Board held that purchasers familiar with the Royal 
House of Windsor are quite apt to think that the cigars are endorsed or in some way approved 
by the House of Windsor especially since the phrase HOUSE OF WINDSOR is used in association 
with what appears to be a representation of a royal guard and a coat of arms suggesting 
royalty. 1184 


200.28 Related Company Use 


Applicant sought to register HONOR ROLL as a trademark for toys made from applicant’s 
PLAY-SAFE Or FORTIFLEX plastic. Applicant does not manufacture the goods upon which the 
mark is used, therefore, applicant must rely on related company use. In order to do so ap- 
plicant must show legitimate continuous control over the nature and quality of the goods, which 
is more than a mere agreement between parties. Applicant did not succeed in establishing such 
a relationship with the manufacturer of the toys and refusal to register the mark was 
affirmed. 673 


200.29 Secondary Meaning Marks (Section 2(f)) 


Applicant sought to register as a trademark for athletic shoes a sketch of an athletic shoe 
with three parallel bands or stripes on each side of the shoe in a color which contrasts with 
that of the shoe. The Examiner refused registration on the grounds that the design was but a 
structural feature of the goods contrasted in color for ornamental purposes. Applicant had 
marketed its shoes in the United States since at least 1953 under the mark apipAs but in con- 
nection therewith, and sometimes separately, it had advertised its shoes as “3-stripe sport shoes” 
and its containers carried the notation “the mark with the 3-stripes.” It had presented affidavits 
from leading athletic coaches who said they distinguished applicant’s product by the 3-stripes. 
The stripes were not a functional part of the shoe. Under the circumstances the Board held 
that applicant had made a prima facie showing that the mark not only was capable of dis- 
tinguishing but actually did distinguish applicant’s goods. The refusal to register was reversed. 

106 

Civil action to compel the Commissioner of Patents to register PASTEURIZED for facial 
creams despite the refusal of the Trademark Trial and Appeal Board to register the mark. 
The Patent Office refusal had been based on the fact that the mark was so highly descriptive 
of the product as to be incapable of indicating origin of applicant’s cream. Held: for defendant. 
Plaintiff’s cream is indeed pasteurized and the mark is merely descriptive of the goods. Al- 
though plaintiff is the assignee of a prior registration taken out under the 1905 Act, and 
republished under the 1946 Act, the term PASTEURIZED was disclaimed therein—an apparent 
admission of descriptiveness—and therefore, that registration “cannot be deemed prima facie 
evidence of distinctiveness or of any evidentiary value with respect to applicant’s claim of 
secondary meaning.” The fact that for over thirty years only plaintiff has used the term 
pasteurized in connection with face creams does not in itself establish secondary meaning. 1177 


200.30 Service Marks 


Refusal to register service marks GOODWILL CASH AWARD and GOODWILL AWARD for contests 
to promote sales of businesses was overruled on the ground that the purchasers of applicant’s 
services, the subscribing merchants, would identify and distinguish such services as applicant’s. 

506 

Refusal to register slogan HOME OF THE WHOPPER for drive-in restaurant services was 
overruled. The Board found that the slogan identified applicant’s services and distinguished 
them from others. A term can function both as a trademark and a service mark, and there is 
nothing which prevents a service mark from referring directly, or indirectly to the goods, which 
are hamburgers. The slogan refers to the place where the goods are sold and is proper material 
for registration. 592 
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Refusal to register YOUNG MAN WHO WANTS TO MAKE $10,000 A YEAR BEFORE HE'S 30 for 
men’s clothing, merchandising and advertising service was affirmed. The wording was used 
merely as part of the title of a booklet, and as an advertising gimmick to promote sales of 
CRICKETEER clothing, and not to identify and distinguish applicant’s services. 671 


Refusal to register reversed. Applicant in operating a retail store offers a credit service 
to customers identified by the mark REVOLV-A-couNT. The mark is advertised as a service and 
in fact identifies applicant’s service as distinguished from his sale of goods. The Board held the 
Statute makes no distinction between services on the basis of primary, incidental or ancillary; 
they need be only services. The fact that a service may be incidental to a principal service or to 
the sale of goods does not make it any less a service or make a mark used in the sale of 
advertising of such a service any less of a service mark. 674 


Refusal to register MISS AMERICAN TEEN-AGER as a service mark for the promotion of 
personal grooming, personality development and dancing ability through granting of awards, 
the recipients being determined by contests involving beauty, personality, etc. was affirmed. 
Applicants’ claimed services do not constitute services within the meaning of the Act since the 
claimed services are merely factors upon which the winners of the contest are judged. Although 
conducting beauty and talent contests are recognized as services, applicant’s services go beyond 
merely conducting a contest. 679 


Application to register MOTEL DE VILLE as a service mark for a single motel was refused 
since it did not comply with the “in commerce” section of the act. The services rendered were 
held to be purely local even though applicant’s motel was located on two federal highways, 
applicant’s customers were from other states, it advertised its services across state lines, it 
made and received out-of-state reservations for its customers, and it shipped and received, for its 
guests, baggage, luggage and gifts to and from other states. 1028 


The “in commerce” requirement of Section 45 of the Act is satisfied where a Texas retail 
department store has a mail order business rendered out-of-state which comprises a substantial 
portion of the store’s services. One need not have a business establishment in more than one 
state. Likewise, where one’s operation encompasses a multiplicity of services, it is not neces- 
sary that all services that may possibly be comprehended thereby be rendered “in commerce,” 
as long as a service is rendered within the broad identification “in commerce regulated by 
Congress” and that such service is identified by the mark to be registered. 1029 


Refusal to register a distinctive design picturing THE RYDER cuP golf trophy by applicant, 
a non-profit organization which sponsors golf tournaments including RYDER CUP MATCHES was 
reversed and registration was allowed. The design was found to be distinctive and to be the 
legal equivalent of the words RYDER cuP for which applicant had already obtained registration, 
and which serves to identify and distinguish applicant’s services. 1184 


200.32 Slogans 


Refusal to register slogan HOME OF THE WHOPPER for drive-in restaurant services was 
overruled. The Board found that the slogan identified applicant’s services and distinguished 
them from others. A term can function both as a trademark and a service mark, and there is 
nothing which prevents a service mark from referring directly, or indirectly to the goods, which 
are hamburgers. The slogan refers to the place where the goods are sold and is proper material 
for registration. 592 

Refusal to register overruled. The Board held that applicant had made at least a 
prima facie showing that the slogan CAN’T STOP EATING ’EM for potato chips serves as trade- 
mark to identify applicant’s goods and distinguish them from the goods of others. Applicant 
submitted evidence of secondary meaning showing slogan prominently displayed in its adver- 
tising in various media including radio and television commercials at an annual cost of $65,000 
for the past five years. A consumer reaction survey was given little probative value because of 
the limited number of persons interviewed and too little was revealed as to the facts and cir- 
cumstances under which the survey was conducted. 678 
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200.33 Symbols 


Applicant is entitled to registration of a specific star shaped figure since it was adopted to 
identify applicant’s goods and distinguished them from others. It is not mere background and 
is separable from the word mark mr. misty. Classical trademarks were symbols and could not 
be used in a spoken manner very well. 477 

Decision refusing registration reversed. Pictorial symbols and devices can, and do function 
as trademarks and are entitled to registration. A combination of the words STEREO-FIDELITY 
together with a representation of two speakers and stylized sound waves when considered as a 
whole is capable of identifying applicant’s phonograph records. The words STEREO-FIDELITY are 
an integral part of the mark not separable from the whole mark, are not merely descriptive and 
do not dominate the mark. Prior decisions involving different marks are little help in deciding 
cases, since each case must be decided on its own facts. 949 

Refusal of registration affirmed. Composite mark for vitamins was held not to be not 
registrable since it consisted in part of the symbol rx which is concededly not registrable alone. 
The Board found that the average purchaser would be overwhelmingly impressed by the rx 
symbol. 1102 

Refusal to register a distinctive design picturing THE RYDER CUP golf trophy by applicant, 
a non-profit organization which sponsors golf tournaments including RYDER CUP MATCHES was 
reversed and registration was allowed. The design was found to be distinctive and to be the 
legal equivalent of the words RYDER cuP for which applicant had already obtained registration, 
and which serves to identify and distinguish applicant’s services. 1184 


200.34 Suggestive Marks 


Application to register PERSONALLY yourRS for trouser supporting belts and apparel belt- 
and-buckle combinations. Registration was refused by the Examiner on the grounds that this 
was but a variation of the term “personalized” which is commonly used on many items to in- 
dicate that the goods have been adapted for the particular needs of the buyer, and that such 
notations, as used, were merely descriptive. The Board overruled the Examiner holding while 
“personalized” is a dictionary term and may be descriptive, nothing in the record even remotely 
suggests that PERSONALLY YOURS is a synonym of that term or that it is in common usage. 
Indeed, the identical mark has been registered previously on the Principal Register, and is 
suggestive rather than descriptive. 502 

Application to register TV GUNS OF THE WEST for toy gun and holster sets had been refused 
by the Examiner on the grounds that the mark was merely descriptive. The Board overruled the 
Examiner and held there are a variety of guns used on television Westerns and the designation 
does not, therefore, bring to mind some particular type of gun. There is “only a suggestion that 
applicant’s guns .. . are replicas of some nondescript guns used in Western television programs. 
It is a designation which . . . stimulates and requires some thought as to its intended meaning.” 
It is capable of identifying source. 503 


200.35 Titles Articles: 568, 657, 926 


Refusal to register affirmed. Titles for sections of magazines in which there is no trade 
as such are not proper subjects for registration. However, if it had been shown that applicant 
advertised or otherwise advanced its COLORCASTING column separate from the magazine BROAD- 
CASTING in which it appears so that it did more than distinguish one section from the other, 
it may have been entitled to registration. 508 

Refusal to register affirmed. THE TROUBADORS was the name used to identify a quartet whose 
services applicant furnished to a manufacturer of records. It is well-known that record com- 
panies feature the names of performing artists on record covers and the name THE TROUBADORS 
merely served to identify the artists but not the function as a trademark to identify the records 
and distinguish them from like goods of others. 509 
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200.36 Trademark Use 
200.36a In General Articles: 54, 161, 926 


Application to register oLympic for cuff links refused since applicant cannot qualify as 
owner of trademark in commerce because of express prohibition of the use of OLYMPIC in con- 
nection with sale of goods within U.S. 219 


Application to register four substantially similar design marks for a line of pickled and 
preserved foods. In each instance, a circle with a rimmed edge, lined for gold, stands on the 
left hand upper edge of a rectangle whose two bottom corners are rounded. The rectangles are 
lined for either red, blue or green. Specimen labels showed use of the mark PURE GOLD in each 
of the circles, with the name of a particular product superimposed on each of the rectangles. 
The Examiner had refused registration on the ground that the subject matter was mere back- 
ground material for display of the word mark and could not be registered on the Principal 
Register without a showing that the design had been promoted as a trademark separate and 
apart from the word mark. The Board overruled the Examiner holding the Examiner had 
erred in his application of this rule requiring separate promotion of the background mark. The 
rule does not cover every background but only where the material sought to be registered is 
“mere background.” Where the background is inherently distinctive, no proof of secondary 
meaning need be introduced. Here applicant seeks to register “not a mere combination of two 
common basic figures, but a representation of a gold coin in association with varied colored 
panels. And ... such representation is quite unique and hence ‘inherently distinctive’.” 504 


As to the ex parte question of respondent’s right to maintain its registration for E-Z OPEN 
PAK, the Board found that the mark would be associated by the purchaser with the container 
and not the meat product within, and that respondent had not been entitled to register the mark 
E-Z OPEN PAK for luncheon meat at the time of its application. Section 24 of the Statute pro- 
vides that supplemental registration will be canceled if the Board finds that registrant had not 
been entitled to register the mark at the time of his application. Supplemental registration can- 
celed ex parte. 511 


Application to register a bear wearing a tin can for a solid fuel. The Examiner refused 
registration on the grounds that the configuration normally included writing on the can includ- 
ing inter alia STERNO, applicant’s principal mark and so the application was not the mark nor- 
mally used. Held: refusal to register overruled. The component elements of a composite mark 
may each be registered separately “if each element does in fact identify and distinguish this 
product.” Applicant’s representation of a bear is arbitrary and distinctive and has been ex- 
tensively promoted by applicant and “creates a commercial impression separate and apart from 
applicant’s word mark.” 1023 

Application to register FULL POWER for dynamo-electric generator apparatus was rejected 
by the Examiner on the grounds (1) that the mark was used to direct attention to the position 
of an electrical power outlet and so was merely informational and not used as a trademark, 
and (2) that the mark was directed to only one component of the overall item. Held: refusal 
to register overruled. Ground 1 is not to be found within the Statute. Unless there is a specific 
holding that the subject matter is not a mark identifying and distinguishing applicant’s goods, 
then it cannot be rejected unless it is expressly prohibited by Section 2. All marks are informa- 
tional in some manner, so a refusal to register on those grounds alone will not suffice without 
an additional finding that the mark is merely descriptive, or otherwise prohibited. As to ground 
2 in the Examiner’s decision, the fact that a mark may be placed on a particular portion of a 
product does not mean that it cannot and does not identify the entire product. 1188 


200.36b Affixation of Mark 


Application to register FULL POWER for dynamo-electric generator apparatus was rejected 
by the Examiner on the grounds (1) that the mark was used to direct attention to the position 
of an electrical power outlet and so was merely informational and not used as a trademark, 
and (2) that the mark was directed to only one component of the overall item. Held: refusal 
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to register overruled. Ground 1 is not to be found within the Statute. Unless there is a specific 
holding that the subject matter is not a mark identifying and distinguishing applicant’s goods, 
then it cannot be rejected unless it is expressly prohibited by Section 2. All marks are informa- 
tional in some manner, so a refusal to register on those grounds alone will not suffice without 
an additional finding that the mark is merely descriptive, or otherwise prohibited. As to ground 
2 in the Examiner’s decision, the fact that a mark may be placed on a particular portion of a 
product does not mean that it cannot and does not identify the entire product. 1188 


200.36d No Trademark Use Articles: 54, 161, 657, 926 


Application to register ROCKET RED was refused on the ground that although it is an arbi- 
trary color designation and capable of distinguishing applicant’s goods, it did not perform the 
trademark function of indicating origin, but rather would be recognized as indicating one color 
of applicant’s dyes. ROCKET RED was used along with applicant’s house mark, CYANAMID, and 
product mark, caLcocas for the dyes. 512 


200.5 REGISTRABILITY (INTER PaRTES) 
200.54 Color Marks 


Refusal to register affirmed. Applicant attempted to register a solid band of reflective ma- 
terial painted on the top of fence posts to be used as guides for property at night. The court 
found that applying the reflective coating to posts was functional, and, therefore, not entitled to 
legal protection even though evidence showed that at the time of the application the reflective 
tops could be considered as having acquired secondary meaning. Registration is not allowed on 
the Principal or Supplemental Register for a mark which does not distinguish applicant’s goods. 
Others have the right to put these functional reflective tops on fence posts in the future and 
the mark will no longer distinguish applicant, whether or not the mark had acquired secondary 
meaning at the time of application. Capability of distinguishing goods must be viewed in the 
light of future possibility. If all applicant had done was to apply a band of distinctive color with 
no functional significance, it would have been a different matter. However, the immediate aim 
of the reflective top was functional. 950 


200.55 Concurrent Registration 


Since purchaser confusion is likely, the granting by Commissioner on his own of concurrent 
registration would be improper, especially when the parties sell their goods not only in con- 
tiguous states, but in at least four common states. 515 


200.57 Descriptive and Generic Marks 


Petitioner, a competing manufacturer of phonograph records, brought this proceeding to 
cancel registration of AUDIO FIDELITY for records owned by Audio Fidelity, Inc. The court held 
that the term was merely descriptive of sound equipment, an apt term for describing phono- 
graph records, and could not acquire distinctiveness as a trademark despite commercial success 
and purchaser recognition. 106 

Registration of applicant’s mark vyNAHyDE for plastic film made into slip covers, though it 
includes “hyde,” the equivalent of “hide,” would not prevent opposer or anyone else from using 
“hide” in its primary sense to describe leather products. 108 

Opposition sustained. Application to register VAN LIFT, with Lift disclaimed, for fork lift 
trucks used for loading and unloading cargo containers from moving vans. Opposed by owner 
of registered marks YARDLIFT and CLARKLIFT, for fork lift trucks and MOBILVAN for freight car- 
riers, on grounds of confusing similarity, and on claim that vAN LIFT is merely a descriptive 
name for such trucks. In absence of evidence that opposer advertised its marks conjointly, they 
cannot be combined for purpose of comparing with applicant’s mark. Taken singly, there is no 
confusing similarity. Evidence indicates, however, that vAN LIFT would be an apt name to 
describe this type of truck and purchasers would assume that the name described the goods not 
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their source. Registration would deny opposer the right to use this notation in describing its 
fork lift trucks of this type. 217 


A picture of a peanut shelled or unshelled would be generic since it is purely descriptive of 
the goods. But, a peanut pictured in the form of a man is intended to show origin, not to describe 
goods. 451 


Application to register SAFE-STEMS for cotton buds was refused, since it is merely descrip- 
tive of applicant’s goods just as it is of opposer’s goods. Because applicant was the first to use 
the designation, applicant does not have any rights superior to opposer. The fact that opposer 
could use other terms besides “stems” does not alter the fact that “stems” is descriptive of the 
goods. 480 

Application to register DURA-HYDE for plastic material of leather-like appearance made into 
shoes was opposed by two leather tanning companies whose leather products are used, inter 
alia, for shoes. Opposers contended that the term HYDE is misdescriptive, being the phonetic 
equivalent of “hide” which indicates products made of animal hide. They claimed that the 
prefix puURA merely accentuates this misdescription and that they would be damaged by inability 
to use the term “hide” to identify their products. In defense applicant introduced a large num- 
ber of third-party registrations which included the term HYDE or HIDE usually for non-leather 
products with a leather-like appearance. Held: opposition dismissed. Applicant markets its 
shoes as imitation leather; indeed, its labels bear the legend “Outwears leather 3 to 1.” Under 
the circumstances, the mere fact that “hyde” can connote leather in some circumstances does 
not render the mark misdescriptive. Further, it is not deceptive within the meaning of Section 
2(a). 506 


TYLOK (Applicant) for tube fittings and couplings. 
SWAGELOK (Opposer) for tube couplings. 


Opposition dismissed. LoK is a common descriptive suffix when applied to the goods. 
Otherwise the marks neither look alike nor sound alike and confusion is not likely. 510 


Opposition dismissed. Applicant’s mark copy CALF for wallets made from synthetic and 
plastic material to simulate leather, did not interfere with opposer’s right to use the term 
“calf” to describe their products made of calf skin. Opposer did not sell wallets and probably 
would not be injured by the registration for copy caLF. The term is neither deceptive nor 
deceptively misdescriptive of applicant’s goods, nor is it likely to mislead purchasers into 
thinking the products are genuine leather. Rather, the term suggests that the wallets are 


imitation. 513 
Petitioner’s mark ADVANCE for tubular scaffolding is not merely descriptive as applied to 
the goods and is capable of identifying petitioner. 513 


CIRCLE GRIP (Applicant) for canvas footwear. 
Grips (Opposer) for shoes made of canvas and rubber. 


Opposition dismissed. Since opposer’s mark Grips is highly suggestive if not descriptive of 
same quality of footwear, the mark can be afforded limited protection. Third-party registra- 
tions, whether or not they have expired or have been discontinued, have evidentiary value in 
establishing the adoption and common use by others in the industry of the same or similar marks 
for footwear. Considering the common use of the term in the industry, the Board found that 
CIRCLE GRIP was sufficiently different from Grips so as to preclude confusion. 514 


PAR (Registrant) for motor oil. 
SUPER PAR (Applicant) for gasoline and lubricating oil. 


Application to register SUPER PAR for gasoline and lubricating oil granted and registrant’s 
registration of PAR for motor oil was canceled. Applicant succeeded in establishing rights in 
SUPER PAR superior to registrant’s right in its registered mark par. “Super” is merely a 
descriptive term commonly used in the petroleum field to designate grade or quality, and since 
the products of both parties are sold through the same channels to the same class of pur- 
chasers, the Board found that confusion would be likely. 514 
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Opposition sustained. The Board found faucets, cocks and like plumbing equipment were, 
in fact, “water savers” and that opposer and others had used said term in its normal sense, to 
describe such devices; and held applicant was not entitled to register WATER SAVER for like 
goods. 516 

Petition to cancel registration of TIpLeT for electric soldering irons was granted on the 
grounds that TIPLET is the diminutive of Trp which is an apt descriptive name for the tip of a 
soldering iron. Further, TrpLet had been used only in a descriptive sense by respondent rather 
than as a trademark. 672 


Application to register HONEY WHIP for honey was refused since it is merely the descrip- 
tive term for the goods. The Board said that if such application were granted, opposer and 
others would be damaged if they were deprived of the use of the descriptive term. The fact that 
there are other terms available to opposer does not make applicant’s mark any less descriptive 
or any more appropriate for registration. 676 


STYLE (Petitioner) for hair setting lotion. 
STYLE-TEX (Respondent) for hair setting lotion. 


Petition to cancel granted. The court found that styLe, while it may be suggestive of 
petitioner's product, was not descriptive of it, and held that styLe being the whole mark of 
petitioner and the dominant portion of respondent’s mark sTYLE-TEX, confusion would be likely 
to occur if the marks were used on hair setting lotion. 949 


LIpOcATON (Applicant) for a local anesthetic. 
LIDOCAINE (Opposer) for a local anesthetic. 


Opposition dismissed. LIDOCAINE has always been used by opposer and other members of 
the medical and dental profession as the generic name for the local anesthetic which opposer 
manufactured and which was patented in the United States. Under such circumstances, it was, 
from its inception, dedicated to the public for use as a common descriptive name, and, there- 
fore, opposer cannot claim any exclusive rights thereunder. The Board held that the deter- 
mination must be based upon whether or not the mark sought to be registered is the legal equiv- 
alent of the generic name for the product, and concluded that LipocaTon, while containing the 
first six letters of the word “lidocaine,” is otherwise readily distinguishable therefrom and 
cannot be regarded as the legal equivalent thereof. In dismissing the opposition, the Board 
noted that it could not make a determination with respect to opposer’s contention that since 
applicant does not have a license to market its product in the United States, any sale thereof 
in such commerce would constitute a patent infringement. 1102 

Petition to cancel dismissed. The Board held that 10 sEconD coLor ‘N’ SPEED SHINE and 
10 sECOND COLOR ‘N’ SHINE were not so descriptive of shoe shine compositions so as to be 
improperly registered on the Supplemental Register. 1103 


Application to register CASHMERE LAINE for yarns made of cashmere and wool was refused 
on the ground that the mark was merely descriptive of the goods, and, therefore, incapable of 
distinguishing the goods from others. Laine is the French word for wool. In determining the 
descriptiveness of a mark the foreign word should be considered in the light of its meaning in 
English, irrespective of whether or not such meaning might be known to the general public. 
A combination of descriptive words does not become an arbitrary mark merely because one of 
them is a foreign language word. The fact that applicant had been the owner of registration for 
the mark CASHMERE DELAINE for yarns is in no way determinative of the issue of registrability 
of the present mark. 1189 


poLycopy (Applicant) for photocopying machines, photographic developer and photographic 
copying paper. 

POLAROID (Opposer) photographic equipment and COPYMAKER, POLAROID COPYMAKER, POLAPAN, 
POLACOLOR, POLA-LINE, POLAPAK and POLACHROME. 


Opposition dismissed. The Board found that poLycopy was not merely descriptive of photo- 
copying machines. It was not commonly used in the trade to describe such machines, and, while 
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“poly” means many and applicant uses the words “many copies” in its brochures, it does so 
only to indicate suggestiveness of the word PpoLtycopy which is used as a trademark throughout. 
Considering the marks as a whole, the Board found that none of the marks were confusingly 
similar. Opposer wished to rely on a family of names beginning with poLa, but there was no 
competent evidence indicating that the purchasing public recognized such a family of marks. 
Finally, Poly is not the legal equivalent of Pola. The Board, inter alia, held that evidence that 
applicant had indicated its mark was registered when it was not, was ex parte matter for the 
Examiner to reconsider should applicant prevail on the inter partes issues. 1193 


TRICKI DICcKI (Applicant) for shirt bosoms and dickeys. 
DICKIES (Opposer) for a variety of work clothing including shirts, dungarees, jeans and the 
like. 


Application allowed; opposition dismissed. The Board found that pickiE as used by 
opposer was both a surname, and the diminutive of the name Richard, and that purchasers of 
opposer’s goods would regard it as such. However, applicant’s picK1E, while it is the phonetic 
equivalent of the name Dickie, is likewise the phonetic equivalent of the word dickey or dicky, 
which is a common descriptive name for wearing apparel of the character for which applicant 
seeks registration. Thus, to purchasers of applicant’s goods so marked, pIcK1 would connote 
the product rather than the name pick1iE. The Board found no likelihood of confusion and 
did not concur in opposer’s contention that applicant was not entitled to registration since 
TRICKI DICKI was merely descriptive of applicant’s product. In any event, opposer had no right 
to be heard regarding descriptiveness of applicant’s mark since it was an ex parte matter, and 
opposer did not manufacture any product of which the mark was descriptive. 1195 


200.58 Features of Goods 
200.58a Functional Features 


In an action for unfair competition brought by Hood Dairy against defendant charging 
defendant with using milk cartons substantially identical in color, size and shape to plaintiff’s, 
judgment for defendant was affirmed. The court found that the only similarity in the milk 
cartons aside from the functional features was the color red which alone is insufficient to give 
rise to secondary meaning unless it is connected with other sufficiently complex combinations 
which have been imitated. Defendant maintained its distinctive printing design which cannot be 
confused with plaintiff, reasonably distinguished its product from plaintiff, and is just as 
entitled to use red on its cartons as plaintiff. 589 


Refusal to register affirmed. Applicant attempted to register a solid band of reflective 
material painted on the top of fence posts to be used as guides for property at night. The court 
found that applying the reflective coating to posts was functional, and, therefore, not entitled 
to legal protection even though evidence showed that at the time of the application the reflective 
tops could be considered as having acquired secondary meaning. Registration is not allowed on 
the Principal or Supplemental Register for a mark which does not distinguish applicant’s goods. 
Others have the right to put these functional reflective tops on fence posts in the future and 
the mark will no longer distinguish applicant, whether or not the mark had acquired secondary 
meaning at the time of application. Capability of distinguishing goods must be viewed in the 
light of future possibility. If all applicant had done was to apply a band of distinctive color with 
no functional significance, it would have been a different matter. However, the immediate aim 
of the reflective top was functional. 950 


200.58¢ Packages and Configurations 


In an action for unfair competition brought by Hood Dairy against defendant charging 
defendant with using milk cartons substantially identical in color, size and shape to plaintiff’s, 
judgment for defendant was affirmed. The court found that the only similarity in the milk 


ay 
we 
f : 
t 
5 
ss 
& 
& 
We 






to 
pe 
e 





a—-_-_ — ie oe 2h 2 ak 


YY «* 





Ie oe 


Scent ete, 


ai 





Vol. 53 TMR PART II—DIGEST OF CASES 63 





cartons aside from the functional features was the color red which alone is insufficient to give 
rise to secondary meaning unless it is connected with other sufficiently complex combinations 
which have been imitated. Defendant maintained its distinctive printing design which cannot be 
confused with plaintiff, reasonably distinguished its product from plaintiff, and is just as 
entitled to use red on its cartons as plaintiff. 589 


200.59 Geographic Terms 


Section 2(e) (2) prohibits the registration of a mark which is geographically misdescrip- 
tive in a case where deception of the purchasing public would follow. The court found that 
AMERICAN BEAUTY on sewing machines made in Japan was geographically misdescriptive, 
notwithstanding the fact that the fine print in advertisements and the label attached to the 
machine advised that the machine was made in Japan. The geographical connotation of a beau- 
tiful sewing machine made in America was held a “primary” one under the particular circum- 
stances of use. Further, the court said that Section 2(e) (2) should be enforced at the instigation 
of anyone having a real interest in its enforcement without undue concern for the nature of the 
damage which may ensue. 1180 


Application by General Electric to register GENALEX for a wide range of scientific, survey- 
ing, photographic and other instruments was opposed by JENAer, registrant of JENA GLASS for 
various kinds of glass laboratory equipment. Applicant contended that opposer never had 
physically applied its mark to its goods and that JENA GLASS was not a trademark but a 
geographical connotation comparable to “Milwaukee beer.” The Board rejected this contention. 
First, it is a collateral attack which cannot be raised absent a counterclaim for cancellation. 
Second, although not used physically on the goods or containers, the opposer’s mark had been 
frequently used in its catalogs to indicate origin and such use is sufficient to establish that 
opposer could be damaged by the grant of registration.* The Board concluded that in light of 
the fact that applicant’s goods comprehended many of opposer’s glass products, and considering 
the close similarity in sound between the two marks, confusion would be likely. Opposition 
sustained. 1185 


200.60 Grade Marks and Style Marks 


Application to register BLUE ROBIN and representation of bird for fresh potatoes was granted. 
Opposer is the owner of the mark described as a representation of a BLUEBIRD for potato chips, 
mayonnaise, peanut butter and nut meats and used the term BLUE BIRD and/or representations 
of a BLUEBIRD since 1928. Applicant, however, has used several BLUEBIRD designs always in 
combination with the words BLUE BIRD from 1926 until the word mark was changed to BLUE 
ROBIN in 1956. The Board found that even though the applicant’s marks differed, they created 
the same general impression of a blue-colored bird and, therefore, symbolized a single continuing 
trademark right in applicant. Opposer’s claim that applicant’s use of the mark was only as a 





* The Board held that yena for glass had acquired secondary meaning and was in the 
category of such marks as PHILADELPHIA for cheese. Although applicant called attention to a 
decision adverse to opposer in a foreign tribunal, the Board held that this was not binding 
upon a determination of opposer’s rights in this country. The Board also held that opposer’s 
failure to object to the registration of applicant’s mark in foreign countries did not bar the 
instant opposition, and that opposer was not barred from opposing the instant application not- 
withstanding its choice not to oppose applicant’s prior registrations of GENALEX in the United 
States for different goods. With respect to applicant, the Board refused to consider some of 
the documentary exhibits which it filed under Rule 2.123(c) as this was submitted after appli- 
cant’s testimony period had expired. 
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grade mark was not shown by the record, but even if the mark were used as a grade mark, such 
use is enough to preclude subsequent use and registration by another of the same or similar 
mark for the same goods. Opposition was dismissed since applicant was the prior user and 
opposer, therefore, could not be damaged by applicant’s registration. Applicant’s defensive suit 
in cancellation was dismissed also, since both parties had used the marks for a long extensive 
period contemporaneously and without any evidence of confusion. 593 


ULTRAMATIC (Petitioner) for gas stoves. 
ULTRA MATIC (Respondent) for electric toasters. 


Petition to cancel granted. The Board found that petitioner’s mark ULTRAMATIC was not 
lacking in distinctiveness in the appliance field and that even though it may have been used 
as a grade mark to identify and distinguish petitioner’s top line of stoves it was no less a 
trademark. A trademark may include a designation of grade or quality without losing its 
character as a trademark. Even if it were only used as a grade mark the prior use of 
ULTRAMATIC would be sufficient to preclude respondent’s registration of this or a similar term 
for like or similar goods. Respondent’s electric toasters differ from petitioner’s stoves, but both 
comprise kitchen equipment, they are sold in the same stores, and it is not unreasonable that 
persons familiar with petitioner’s stoves would assume that respondent’s toasters under sub- 
stantially identical mark were produced by petitioner. 1026 


200.62 Labels 


In an action for unfair competition brought by Hood Dairy against defendant charging 
defendant with using milk cartons substantially identical in color, size and shape to plaintiff’s, 
judgment for defendant was affirmed. The court found that the only similarity in the milk 
cartons aside from the functional features was the color red which alone is insufficient to give 
rise to secondary meaning unless it is connected with other sufficiently complex combinations 
which have been imitated. Defendant maintained its distinctive printing design which cannot be 
confused with plaintiff, reasonably distinguished its product from plaintiff, and is just as 
entitled to use red on its cartons as plaintiff. 589 


200.63 Letters and Numerals 


Applicant sought to register a composite mark for cement consisting of the words VICTOR 
PORTLAND CEMENT superimposed on the letter “V”, with Portland Cement disclaimed. Applicant 
claimed it was owner by assignment of a valid and subsisting registration of the same words 
superimposed on a “V” enclosed in a ciicle bearing further printed matter. Applicant, through 
the testimony of two witnesses, supported by some documents, sought to show that the older 
mark had been used continuously by applicant and two predecessors in interest since 1919. 
Opposer, owner of a registered composite mark for cement consisting of the word VOLUNTEER 
superimposed on a “V” in a circle, had used its mark since 1928. It attempted to show through 
some documents and cross-examination that the memory of applicant’s witnesses was faulty and 
that applicant had failed to use its vicror on a “V” mark during the period 1940-1948. The 
opposition was dismissed. “Oral testimony, if clear and convincing, is competent to establish 
both prior and continuous use of a trademark.” Applicant’s witnesses met this requirement; 
although they might have had certain dates wrong, both had worked for the predecessor com- 
panies and testified from personal knowledge. The fact that the vicror on “V” mark did not 
appear in certain of applicant’s ads during the questioned years, and was not mentioned in trade 
listing of marks for cement did not prove abandonment. By way of dictum the Board added 
that regardless of priority, the victor on a “V” mark was not confusingly similar to the opposer’s 
VOLUNTEER on a “V”. 500 

Petition to cancel granted. Respondent, JENSEN, for loudspeakers, could not show secondary 
meaning had developed for the capital letter “J” by the use of JENSEN for a long period of time, 
since “J” is only part of what had been actually used as the mark. Petitioner, however, did 
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show prior use of “4j” as a trademark for loudspeaker housings. Since the parties agreed the 
confusion was likely, petition to cancel respondent’s “J” for loudspeakers was granted. 509 


200.64 Names 
200.64a In General 


Petition to cancel granted. Respondent, JENSEN, for loudspeakers, could not show secondary 
meaning had developed for the capital letter “J” by the use of JENSEN for a long period of time, 
since “J” is only part of what had been actually used as the mark. Petitioner, however, did 
show prior use of “4j” as a trademark for loudspeaker housings. Since the parties agreed the 
confusion was likely, petition to cancel respondent’s “J” for loudspeakers was granted. 509 


LipocATON (Applicant) for a local anesthetic. 
LIDOCAINE (Opposer) for a local anesthetic. 


Opposition dismissed. LIDOCAINE has always been used by opposer and other members of 
the medical and dental profession as the generic name for the local anesthetic which opposer 
manufactured and which was patented in the United States. Under such circumstances, it was, 
from its inception, dedicated to the public for use as a common descriptive name, and, there- 
fore, opposer cannot claim any exclusive rights thereunder. The Board held that the deter- 
mination must be based upon whether or not the mark sought to be registered is the legal equiv- 
alent of the generic name for the product, and concluded that Lipocaton, while containing the 
first six letters of the word “lidocaine,” is otherwise readily distinguishable therefrom and 
cannot be regarded as the legal equivalent thereof. In dismissing the opposition, the Board 
noted that it could not make a determination with respect to opposer’s contention that since 
applicant does not have a license to market its product in the United States, any sale thereof 
in such commerce would constitute a patent infringement. 1102 


200.64b Corporate and Trade Names 


Application to register GRANT AVE FASHIONS (FASHIONS being disclaimed) for women’s 
ready-to-wear was opposed by W. T. Grant on the grounds of confusing similarity with its 
trade name—often abbreviated to GRANTS or GRANT—and its trademarks. It had used GRANT 
and GRANTS, occasionally linked with the word FASHION as trademarks for women’s apparel 
sold in its stores and had extensively used these words in its advertising. The Board found 
likelihood of confusion and sustained the opposition. Applicant had claimed that it sold only at 
wholesale so there would be no likelihood of confusion. It took no testimony, however, relying 
on evidence introduced during the ex parte application as well as explanations by counsel at 
that time. The Board held that such exhibits and statements could not be used as evidence in 
an opposition proceeding because this would deny opposer the right to cross-examine the 
witnesses and question the authenticity of documents. Moreover, even if applicant sold only 
at wholesale, its goods eventually would reach retailers and cause confusion. 504 

Alford Manufacturing Co., junior party, filed to register ALForp for electronic equipment. 
Alfred Electronics, senior party, was the registrant of ALFRED for similar electronic equipment. 
The junior party proved prior use of ALForD and registration was granted; senior party’s 
mark ALFRED was canceled. In an interference where the issue is the rights of the parties 
based on prior use of the mark, whether or not the junior party has acquired secondary 
meaning in the mark which was used as part of its trade name is of no consequence. The use 
of a notation as a salient feature of a trade name creates rights in the user sufficient to preclude 
registration by a later use whether or not the latter’s use is a trademark use. It was established 
that the junior party used ALForD in such a way as to create an independent impression, and 
identified the junior party. 591 


200.64d Surnames 


Family surname used as a trademark is subject to the same consideration as other types 
of marks, that is, whether its use on closely similar products is likely to cause confusion. 201 
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200.67 Related Company Use 


Opposer, prior user and registrant of ROLODEXx for rotary card files, was unsuccessful in 
preventing registration of WHIRL-0-DEX for similar goods. Applicant showed numerous third 
party registrations of marks for card files and related goods in which pEx was the suffix, 
€.g. WHEELDEX, CARDEX, SPIN-DEX, etc. Both applicant’s and opposer’s marks are clearly sug- 
gestive of the desirable characteristics of a rotary card file, and since the two marks are other- 
wise substantially dissimilar, opposer was not entitled to prevent registration. Fact that ap- 
plicant’s mark was used by a wholly owned subsidiary rather than by applicant does not deprive 
applicant of ownership; Section 5 (related companies) envisages such an arrangement. 500 


In order for the use of a mark by a prior corporation to inure to the benefit of another 
later corporation, even though that other is wholly owned by the same individual, there must 
be control over the nature and quality of the goods marketed by that other later corporation 
which claims the advantage of prior corporation’s use. A corporation is a separate entity from 
sole proprietorship and only corporate use of the mark can be relied on. 591 


200.68 Secondary Meaning Marks (Section 2(f)) 


Petition by Metalworking Publishing Co., owner of registrations METAL-WORKING for peri- 
odicals and METALWORKING for a trade journal, to cancel Jenkins Publishing Company’s sup- 
plemental registration of WESTERN METALWORKING for a trade journal in the same industry. 
Held: the Board’s decision to cancel is affirmed. “Titles of publications must not be con- 
sidered any differently than trademarks for other products.” Appellee had obtained a Principal 
Register registration under Section 2(f) for its mark, thus indicating that METALWORKING had 
acquired a secondary meaning, and it can no longer be treated by others as if it were a common- 
place word. The mere inclusion by appellant of the word WESTERN in its title does not obviate 
confusion; indeed many space buyers might think this a western edition of appellee’s journal. 
Appellant submitted a long list of trade magazines illustrating that many publishers distinguish 
their publications from rival publications merely by the use of a geographical designation. How- 
ever, this list does not prove that in every situation marks which differ only in this fashion will 
be free of a likelihood of confusion. 1019 

Application by General Electric to register GENALEX for a wide range of scientific, survey- 
ing, photographic and other instruments was opposed by JENaer, registrant of JENA GLASS for 
various kinds of glass laboratory equipment. Applicant contended that opposer never had 
physically applied its mark to its goods and that JENA GLASS was not a trademark but a 
geographical connotation comparable to “Milwaukee beer.” The Board rejected this contention. 
First, it is a collateral attack which cannot be raised absent a counterclaim for cancellation. 
Second, although not used physically on the goods or containers, the opposer’s mark had been 
frequently used in its catalogs to indicate origin and such use is sufficient to establish that 
opposer could be damaged by the grant of registration.* The Board concluded that in light of 





* The Board held that yena for glass had acquired secondary meaning and was in the 
category of such marks as PHILADELPHIA for cheese. Although applicant called attention to a 
decision adverse to opposer in a foreign tribunal, the Board held that this was not binding 
upon a determination of opposer’s rights in this country. The Board also held that opposer’s 
failure to object to the registration of applicant’s mark in foreign countries did not bar the instant 
opposition, and that opposer was not barred from opposing the instant application notwithstand- 
ing its choice not to oppose applicant’s prior registrations of GENALEX in the United States 
for different goods. With respect to applicant, the Board refused to consider some of the 
documentary exhibits which it filed under Rule 2.123(c) as this was submitted after applicant's 
testimony period had expired. 
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the fact that applicant’s goods comprehended many of opposer’s glass products, and considering 
the close similarity in sound between the two marks, confusion would be likely. Opposition 
sustained. 1185 


200.72 Suggestive Marks 


LIPI-DERM (Applicant) for bath oil. 
LIPODERM and LIPODERMIC (Opposer) to suggest an ingredient in its bath oil. 


Registration refused. If registration were allowed, it would be contrary to opposer’s right 
to continue to use the terms LIPODERM and LIPODERMIC of which applicant’s mark LIPI-DERM is 


the phonetic equivalent. 107 


The prefix CELLU in CELLU-DOWN is suggestive of cellulose and would be associated with 
products of that material rather than with marks bearing the prefixes CEL or CELA. 487 


Opposer, prior user and registrant of RoLoDEX for rotary card files, was unsuccessful in 
preventing registration of WHIRL-0-DEX for similar goods. Applicant showed numerous third 
party registrations of marks for card files and related goods in which pEx was the suffix, 
e.g. WHEELDEX, CARDEX, SPIN-DEX, etc. Both applicant’s and opposer’s marks are clearly sug- 
gestive of the desirable characteristics of a rotary card file, and since the two marks are other- 
wise substantially dissimilar, opposer was not entitled to prevent registration. Fact that ap- 
plicant’s mark was used by a wholly owned subsidiary rather than by applicant does not deprive 
applicant of ownership; Section 5 (related companies) envisages such an arrangement. 500 


200.73 Symbols 


WA within hexagon border (Respondent) for piping devices, lubricating units, pressure reducing 
valves and gaskets. 


w crossed by an arrow in hexagon border (Petitioner) for rubber and fabric tubing, valves, 
cocks, handles for valves and cocks, couplings, etc. 


Petition dismissed. Viewing the marks in their entireties, the Board found no likelihood of 
confusion. A hexagon design containing letters is so very common for trademarks that it has 
little or no significance as an indication of origin. Apart from that, the marks are distinctly 
different. Copies of third-party registrations disclosing marks including a hexagon as a part 
thereof are evidence which the Board considers an issue of alleged distinctiveness of a part of 
a mark. 1029 


200.74 Titles Article: 568 


Petition by Metalworking Publishing Co., owner of registrations METAL-wORKING for peri- 
odicals and METALWORKING for a trade journal, to cancel Jenkins Publishing Company’s sup- 
plemental registration of WESTERN METALWORKING for a trade journal in the same industry. 
Held: the Board’s decision to cancel is affirmed. “Titles of publications must not be con- 
sidered any differently than trademarks for other products.” Appellee had obtained a Principal 
Register registration under Section 2(f) for its mark, thus indicating that METALWORKING had 
acquired a secondary meaning, and it can no longer be treated by others as if it were a common- 
place word. The mere inclusion by appellant of the word WESTERN in its title does not obviate 
confusion; indeed many space buyers might think this a western edition of appellee’s journal. 
Appellant submitted a long list of trade magazines illustrating that many publishers distinguish 
their publications from rival publications merely by the use of a geographical designation. How- 
ever, this list does not prove that in every situation marks which differ only in this fashion will 
be free of a likelihood of confusion. 1019 
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200.75 Trademark Use 


200.75a In General 


Application by Sun Valley Manufacturing Co. to register SUN VALLEY for men’s and 
women’s sportswear and skiwear was opposed by Cambridge Rubber, owner of an incontestable 
registration for SUN VALLEY for ladies’ overshoes. Testimony was introduced to show that 
applicant, through its predecessor, had been using the SUN VALLEY mark on its goods since 1936. 
This testimony was corroborated by several advertisements dated 1938, 1939 and 1945 featuring 
the SUN VALLEY mark. Opposer asserted that as owner of an incontestable registration, it could 
rely on the date of first use set forth therein, i.e, March 1939, but the Board held that absent 
evidence of earlier use, it could rely only on the filing date of its application, January 1947. 
Held: opposition dismissed. The facts here clearly indicate that applicant is prior user of the 
mark. While advertising is not evidence of trademark use it can corroborate oral testimony as 
to such use. The fact that opposer’s registration is incontestable does not broaden its rights in 
the mark, and where a registration does not establish prior use “it cannot be further considered 


in the proceeding.” “It is user, not registration, that confers substantive rights in a trade- 
mark.” 1023 


Opposition dismissed. Application was filed to register circuITRIM for variable resistors, 
but opposer alleged use of identical mark for resistors since a time 6 years prior to applicant’s 
stated use. Opposer, however, failed to establish use of the mark for goods sold in the trade. 
Documents such as invoices and packing slips were offered in evidence, but opposer’s witness 
had no personal knowledge that opposer ever received any purchase orders, ever advertised, or 
sold the product with the mark affixed. Such documents were incompetent as proof that the 
goods shipped actually bore the mark cIRCUITRIM. 1189 

Application to register WEATHER-MAGIC and design containing monogram wm, for warm 
air furnaces and air conditioning units was opposed by Trane Co., manufacturer of similar 
equipment, under its TRANE mark. Opposer proved that it had made extensive use of the 
phrases WEATHER MAGIC and HOUSE OF WEATHER MAGIC in promoting its products. It had 
put out a publication distributed monthly or bi-monthly under the former mark describing its 
equipment for architects, contractors, engineers, industrial users, stockbrokers, etc. It had 
featured the latter phrase at exhibits at various trade conventions including one where ap- 
plicant’s goods were featured. Held: opposition sustained. The fact that opposer’s use of the 
above phrases is not a technical trademark use is immaterial in an opposition. If applicant 
were to prevail, there would be damage to opposer in view of the likelihood of confusion re- 
sulting from the usage by both parties of the identical term WEATHER MAGIC in connection with 
the sale and advertising of goods identical in kind. 1190 


200.75b Affixation of Mark 


Application by General Electric to register GENALEX for a wide range of scientific, survey- 
ing, photographic and other instruments was opposed by JENAaer, registrant of JENA GLASS for 
various kinds of glass laboratory equipment. Applicant contended that opposer never had 
physically applied its mark to its goods and that JENA GLASS was not a trademark but a 
geographical connotation comparable to “Milwaukee beer.” The Board rejected this contention. 
First, it is a collateral attack which cannot be raised absent a counterclaim for cancellation. 
Second, although not used physically on the goods or containers, the opposer’s mark had been 
frequently used in its catalogs to indicate origin and such use is sufficient to establish that 
opposer could be damaged by the grant of registration.* The Board concluded that in light of 





* The Board held that jena for glass had acquired secondary meaning and was in the 
category of such marks as PHILADELPHIA for cheese. Although applicant called attention to a 
decision adverse to opposer in a foreign tribunal, the Board held that this was not binding 
upon a determination of opposer’s rights in this country. The Board also held that opposer’s 
failure to object to the registration of applicant’s mark in foreign countries did not bar the instant 
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the fact that applicant’s goods comprehended many of opposer’s glass products, and considering 
the close similarity in sound between the two marks, confusion would be likely. Opposition 
sustained. 1185 


200.75c Date of Use 


Applicant’s use of REGINIE for women’s coats antedated opposer’s use of REGINA for textile 
fabrics, therefore, opposer cannot be damaged by registration. 219 


Opposition dismissed. The Board found opposer failed to establish a case upon which it 
was entitled to relief. Opposer elected not to take testimony and the earliest date of use of 
REGENON for pharmaceutical preparations for the treatment of obesity and reduction of appetite 
it could rely on was the date of filing of its registration, which was subsequent to applicant 
proven date of first use of REGIMEN-TABLETS for medicated tablet used in treatment of obesity. 

516 

Alford Manufacturing Co., junior party, filed to register ALForp for electronic equipment. 
Alfred Electronics, senior party, was the registrant of ALFRED for similar electronic equipment. 
The junior party proved prior use of ALForD and registration was granted; senior party’s 
mark ALFRED was canceled. In an interference where the issue is the rights of the parties 
based on prior use of the mark, whether or not the junior party has acquired secondary 
meaning in the mark which was used as part of its trade name is of no consequence. The use 
of a notation as a salient feature of a trade name creates rights in the user sufficient to 
preclude registration by a later use whether or not the latter’s use is a trademark use. It was 
established that the junior party used ALForD in such a way as to create an independent im- 
pression, and identified the junior party. 591 


Application by Sun Valley Manufacturing Co. to register SUN VALLEY for men’s and 
women’s sportswear and skiwear was opposed by Cambridge Rubber, owner of an incontestable 
registration for SUN VALLEY for ladies’ overshoes. Testimony was introduced to show that ap- 
plicant, through its predecessor, had been using the sUN VALLEY mark on its goods since 1936. 
This testimony was corroborated by several advertisements dated 1938, 1939 and 1945 featuring 
the SUN VALLEY mark. Opposer asserted that as owner of an incontestable registration, it 
could rely on the date of first use set forth therein, i.e., March 1939, but the Board held that 
absent evidence of earlier use, it could rely only on the filing date of its application, January 
1947. Held: opposition dismissed. The facts here clearly indicate that applicant is prior user 
of the mark. While advertising is not evidence of trademark use it can corroborate oral testi- 
mony as to such use. The fact that opposer’s registration is incontestable does not broaden its 
rights in the mark, and where a registration does not establish prior use “it cannot be further 
considered in the proceeding.” “It is user, not registration, that confers substantive rights in a 
trademark.” 1023 


200.75d No Trademark Use 


Oposition dismissed. Opposer failed to show use of SKY RITE for envelopes at or about 
the time of the filing date of his opposition. Therefore, he failed to establish that he would 
be damaged by applicant’s registration. 1103 


200.8 REGISTRATION ProcepurE (Ex Parte) 


200.81 In General 


In considering foreign applications filed under Sections 44 (d) and (e), the Commissioner 
of Patents held that, Rule 2.39 as amended does not permit omission of specimens or all allega- 





opposition, and that opposer was not barred from opposing the instant application notwithstand- 
ing its choice not to oppose applicant’s prior registrations of GENALEX in the United States 
for different goods. With respect to applicant, the Board refused to consider some of the 
documentary exhibits which it filed under Rule 2.123(c) as this was submitted after applicant’s 
testimony period had expired. 
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tions of use required by Rule 2.33. The change in the rule is consistent with the Trademark 
Act and does not violate the rules of the International Convention for the Protection of Indus- 
trial Property. The basic concept of a trademark may not be waived as they are not a minor 
defect. Where certain incomplete applications have been filed and given serial numbers the 
applicant will be notified of the error and filing date will be vacated within a certain time 
unless good cause is shown not to vacate it. 577 

Application to register zIZANIE for perfume was refused on the grounds that it is con- 
fusingly similar to zEZAN, previously registered to another for perfume. Refusal to register was 
affirmed. Applicant urged that the pronunciation of the two marks was quite different, but the 
Board ruled that “there is no such thing as a correct pronunciation of a trademark” and the 
marks are similar enough to be pronounced alike. In addition, they look alike, and confusion 
would be likely. Applicant introduced a letter from the registrant of ZEZAN to the effect that 
the latter was no longer marketing zEzAN fragrances. But such a letter is not conclusive 
evidence of abandonment and the mark, so long as it remains on the register, is a bar to this 
application. 1187 


200.83 Amendment to Application Article: 1118 


Petition for jurisdiction of application to register in order to enter an amendment convert- 
ing the application from Principal Register to the Supplemental Register. Petition denied. 
However, applicant was not precluded from filing a new application for registration on Sup- 
plemental Register. Registration on the Principal Register had been denied to applicant. Ac- 
cording to Rule 2.75, an application may be converted to a different register by amendment of 
the application. While the rule does not explicitly rule out amendment after decision on appeal, 
the rule has been construed to mean that the conversion should be made while the case is 
pending before the Examiner. When Rule 2.75 is read with Rule 2.142(d) which provides that 
applications which have been decided on appeal will not be reopened without sufficient cause, 
the construction given to the Rule 2.75 seems reasonable. Applicant would not lose any rights 
by filing a new application for Supplemental Register. 219 

Petition to amend registration denied. Petitioner’s original registration consisted of a 
hexagonal design enclosing two concentric circles, the outline of the innermost circle being rela- 
tively heavy constituting a prominent feature of the design. Petitioner requested amendment of 
its registration to a simple design of a circle within a hexagon in the center of which appear 
the letters “B & D.” The amendment was refused since the heavy inner ring constituting a 
dominant portion of the original registration was deleted resulting in a material alteration of 
the mark as registered. The Commissioner may grant an amendment of a registration for good 
cause, as long as the mark will still be registrable as a whole and as long as it does not involve 
a change which would alter materially the character of the mark. Care must be exercised in 
granting an amendment involving change in the mark since other persons dealing in similar 
goods who had no objection to the original mark may find themselves confronted with a regis- 
tration they feel damages them with no opportunity to oppose it. Petitioner, however, may file 
a new application. 956 


200.87 Consent to Registration 


The fact that applicant received from registrant its consent to register the mark does not 
mean that applicant can avoid Section 2 (d) when the same mark used on closely related goods 
would cause customer confusion. 508 

Application to register GAY STRIDE for women’s hosiery and anklets was refused by the 
Examiner on the grounds of confusing similarity between that mark and the previously regis- 
tered GAY STEP for women’s hosiery. The Examiner made this decision notwithstanding the 
fact that the President of registrant’s corporation had filed a consent to applicant’s use and 
registration on the grounds that there was no reasonable likelihood of confusion. Held: refusal 
to register affirmed. The Board agrees with applicant that in view of its widespread use the 
“term GAY per se is not entitled to a wide scope of protection in the clothing field and that 
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where there is an element of doubt a letter of consent from registrant should resolve such doubt 
in applicant’s favor.” Here, however, there is no doubt as to the likelihood of confusion. The 
marks are similar in composition, look alike and are substantially identical in meaning. Lefko- 
witz, Member dissented. “Considering the highly suggestive nature of this mark and the narrow 
scope of protection afforded such designations; the differences between them” and the consent 
by registrant, applicant is entitled to registration. The decision in Brown Shoe Co. v. Chris 
Laganas Shoe Co. where the Commissioner found AIR sTRIDE to be confusingly similar to 
AIR STEP for shoes is distinguishable. In that case, there was an opposition, and the Com- 
missioner stated that he was resolving the doubt in favor of opposer. 1024 


200.90 Disclaimer 


Applicant sought to register TORADA TEQUILA for tequila with the word TEQUILA lined in 
many colors and disclaimed said word “except for the distinctive and ornamental design-creating 
manner in which it is displayed.” The Examiner refused to accept the disclaimer and demanded 
that the word TEQUILA be removed from the application. Held: refusal to register affirmed. 
This is not a composite or unitary mark wherein the generic term cannot be separated from the 
whole so that disclaimer is appropriate. The word “tequila” is distinct from TOoRADA and must 
be deleted. 954 


200.91 Evidence 


Third-party registrations have some evidentiary value, but they are considered for what 
they are worth. They do not necessarily only support the argument of the party introducing 
them. It does not help an applicant to show a number of similar registrations which creates the 
idea of already existing confusion among the marks in that field. Further, third-party registra- 
tions filed, issued and first used later than the owner of reference registration have no effect on 
such registration. 446 


200.93 Trademark Rules Article: 1118 


Petition for jurisdiction of application to register in order to enter an amendment convert- 
ing the application from Principal Register to the Supplemental Register. Petition denied. 
However, applicant was not precluded from filing a new application for registration on Sup- 
plemental Register. Registration on the Principal Register had been denied to applicant. Ac- 
cording to Rule 2.75, an application may be converted to a different register by amendment of 
the application. While the rule does not explicitly rule out amendment after decision on appeal, 
the rule has been construed to mean that the conversion should be made while the case is 
pending before the Examiner. When Rule 2.75 is read with Rule 2.142(d) which provides that 
applications which have been decided on appeal will not be reopened without sufficient cause, 
the construction given to the Rule 2.75 seems reasonable. Applicant would not lose any rights 
by filing a new application for Supplemental Register. 219 

In considering foreign applications filed under Sections 44 (d) and (e), the Commissioner 
of Patents held that, Rule 2.39 as amended does not permit omission of specimens or all alllega- 
tions of use required by Rule 2.33. The change in the rule is consistent with the Trademark 
Act and does not violate the rules of the International Convention for the Protection of Indus- 
trial Property. The basic concept of a trademark may not be waived as they are not a minor 
defect. Where certain incomplete applications have been filed and given serial numbers the 
applicant will be notified of the error and filing date will be vacated within a certain time 
unless good cause is shown not to vacate it. 577 

Application by Dumas Milner Corporation to register Mystic Mist for a silicone fabric 
spray to render fabrics, furniture, wallpaper and clothes, stain and water resistant was op- 
posed by Knapp-Monarch, owner of MAGIK MIsT for insecticides packaged in aerosol con- 
tainers and MAGIK-GLO for spray-dispensed liquid wax. Held: opposition dismissed. Opposer’s 
contention that it has a family of marks is not supported by the evidence. Opposer’s position 
seems to be that because of its use of MAGIK MIST on a household product dispensed in an 
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aerosol container, all other household products sold under similar marks are barred from 
registration regardless of how dissimilar the product may be. But considering that mist is 
descriptive, that the goods are different, that macic has been extensively adopted for other 
household products, as shown by numerous third-party registrations, and considering the over- 
all differences between the marks, the Board found that confusion is unlikely. Opposer had filed 
as its chief evidence documentary exhibits made of record under Rule 1.282, a copy of its regis- 
tration, its combined Section 8 and 15 affidavit, the label showing its mark originally filed with 
its application, and the exhibit attached to its above-mentioned affidavits. The Board stated 
that these documents could show the registration and its incontestability, but could not be used 
as evidence of use unless identified and introduced in evidence as required by Rule 2.126. More- 


over, the labels and exhibits were not official records or printed publications within Rule 1.282. 
1187 


Petitioner had received an extension of time to file “a verified notice of opposition.” An 
unverified opposition was filed within the period of time granted, but the verified notice was 
not filed until after the extension period had ended. The Commissioner refused to forward the 
opposition to the Trademark Trial and Appeal Board on the grounds that it had not been filed 
within the allotted time. Rule 2.102 states that the Commissioner “may” extend the time for 
filing, but such a decision is discretionary, and limiting the extension to a verified opposition 
is clearly within the Commissioner’s powers. The filing of an unverified opposition within 
the allotted time could not be accepted as a request for further extension of time since it was 
not accompanied by a showing of good cause and did not specify the period of extension de- 
sired, as set forth by Rule 2.102. This rule also provides that where circumstances do not 
permit submission of the showing with the request, the showing must be submitted within ten 
days. However, no such showing was submitted within that period of time. 1196 

Trademark Rule 124(a) does not provide for taking testimony before a foreign court, how- 
ever, Federal Rules govern the procedure and practice in inter partes proceedings whenever 
applicable. Since the Federal Rules authorize it, Rule 1.124(a) was waived and Letters Roga- 
tory were issued. Switzerland has a law prohibiting the taking of testimony of one of its 
nationals in that country before a representative of a foreign government, usually the U.S. 
Consular Officer. The alternative was to issue Letters Rogatory whereby a foreign court takes 
the testimony in the foreign country and returns it to the court which requested them under 
the rules of international comity. 1196 


210. AFFIDAVITS 


210.1 ArripAvits SEcTION 8 


DAISY MAID (Applicant) for ready-to-use fruit flavored soft drinks. 
patsy (Cited Registration) for nonalcoholic maltless, concentrated syrups used in the prepara- 
tion of soft drinks. 


Registrant’s failure to file a Section 8 affidavit which indicates abandonment of one regis- 
tration of the mark patsy for syrups for soft drinks does not carry over to a second registra- 
tion for the same mark on the same goods owned by the same registrant. Refusal to register 
DAISY MAID for syrups for soft drinks was affirmed on the basis of the prior registration of 
DAISY for syrups for soft drinks. 676 

The Patent Office acceptance of a Section 8 affidavit which asserted use in Great Britain 
is an ex parte matter solely within the discretion of the Commissioner of Patents, and it cannot 
deprive one who believes himself to be damaged by such registration to attempt to cancel the 
mark. Petition to cancel granted. 1183 


220. RENEWAL OF REGISTRATION 


Petition for cancellation granted. Petitioner, Exakta Camera Co., Inc., sought to cancel 
the registration of EXAKTA for cameras and accessories issued in 1934 to Ihagee Kamerawerk 


! 
ia 
f 
ft 
f 


LETTE TTT Ie PE NERA LOK: MOP SEP PORE TNT FD 


— 


egrerregn 


mE RG 


SGT 


raga ae 
bal Duis ps 


Be ee Ce a a a alia kh tee ea ye 


IAT PET RRA RET TY 





f 
i 
| 
E 
F, 


Ear: 


Vol. 53 TMR PART II—DIGEST OF CASES 73 


Steenbergen & Company (hereafter called the German partnership), assigned to The Exakta 
Camera Company of America, Inc. (hereafter Exakta of America) in 1953, and renewed by 
the latter in 1954. As grounds for cancellation, petitioner alleged that it is engaged in market- 
ing EXAKTA cameras in America; that Exakta of America had sued it for trademark infringe- 
ment and that the United States District Court* had held that the latter did not have and 
never had any right, title or interest in the trademark ExaxTa. Therefore, the renewal by 
Exakta of America had been void and the registration must be considered to have expired. Held: 
the only question before the Board is the validity of the renewal; in light of the District Court’s 
ruling which is binding, the renewal was void, the mark has expired and petition for can- 
cellation will be granted. Subsequent to the civil litigation, stockholders of the respondent 
purported to transfer the old German corporation to a West German situs; the West German 
government recognized the corporation as being legal owner of the EXAKTA mark; and the 
corporation, respondent herein, thereafter recorded in the Patent Office both a nunc pro tunc 
assignment of the EXAKTA mark from the partnership to the West German Corporation—the 
assignment allegedly to have taken place in 1942, and an assignment by Exakta of America to 
the corporation of all its interests in the mark. Respondent urged, therefore, that it was legal 
owner of the mark and that the contested renewal had been made under color of title in its 
behalf. The Board ruled that the question of ownership of the mark was not before it, merely 
the question of the validity of the renewal. On this point, a District Court had decided against 
respondent’s position, and the Board was bound by that decision. 501 


Petition to review Examiner’s refusal to accept an application for renewal of trademark 
registration was denied. Applicant failed under Rule 2.183(b) to correct the defect in its 
application, that defect being, failure to include specimen with application, within three month 
delay period. The Commissioner has no discretion to extend time for filing application for 
renewal for any reason as both Rule 2.183 and Section 9 of the Statute require that a complete 
application be filed before the expiration of that three month period. 1030 


230. EX PARTE APPEALS Article: 1118 


230.3 Court oF Customs AND PATENT APPEALS 

Appeal dismissed since appellant failed to fulfill the minimum requirements of the Statute 
which says that the appellant “shall file * * * his reasons of appeal, specifically set forth in 
writing * * *.” The Statute contemplates more than a mere statement of applicant’s wish to 
appeal from Trademark Trial and Appeal Board’s refusal to register its mark. 947 


230.4 District Court 


Civil action to compel the Commissioner of Patents to register PASTEURIZED for facial 
creams despite the refusal of the Trademark Trial and Appeal Board to register the mark. 
The Patent Office refusal had been based on the fact that the mark was so highly descriptive 
of the product as to be incapable of indicating origin of applicant’s cream. Held: for defendant. 
Plaintiff’s cream is indeed pasteurized and the mark is merely descriptive of the goods. Al- 


' though plaintiff is the assignee of a prior registration taken out under the 1905 Act, and 


republished under the 1946 Act, the term PASTEURIZED was disclaimed therein—an apparent 
admission of descriptiveness—and therefore, that registration “cannot be deemed prima facie 
evidence of distinctiveness or of any evidentiary value with respect to applicant’s claim of 





* Ed. Note: The background litigation in the District Court had revealed the following. 
The German partnership had registered the mark in 1934, but in 1941, it had organized a 
German corporation to which it had transferred its camera manufacturing business and the 
EXAKTA mark. This corporation, situated in East Germany, had been nationalized after World 
War II, and petitioner was presently selling the cameras made by this company. In 1953, the 
German partnership purportedly had assigned the American EXAKTA registration to Exakta of 
America. However, since the partnership previously had assigned its rights in the mark to the 
German corporation, the Court held the assignment void. 
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secondary meaning.” The fact that for over thirty years only plaintiff has used the term 
pasteurized in connection with face creams does not in itself establish secondary meaning. 1177 


390. REGISTRATION PROCEDURE (INTER PARTES) 


300.1 INTERFERENCE 
300.11 In General 


Koeppel had registered FILEx in 1952 for office desks, files and similar equipment. In 1957 
Frank Dunleavy, president of party Dunleavy, had applied to register FILEX and The FILEX 
Line for office filing equipment and supplies. Interference was instituted, and Dunleavy’s ap- 
plication was dismissed on the ground that it was Dunleavy Company which had used the mark. 
Within time for appeal, Dunleavy Company applied for registration; in the interim Koeppel 
had filed Section 8 and 15 affidavits. The Assistant Commissioner reinstated the prior inter- 
ference, finding the Koeppel Section 15 affidavit open to serious question. She found that 
Dunleavy Company was prior user of FILEX for filing supplies, and that Koeppel’s use of the 
mark on files would cause confusion. The Board held it was without authority to question the 
declaration of interference, affirmed on the merits. The fact that Dunleavy had used words 
“Trademark Registered” on its products was no bar to relief. The use was inadvertent and was 
not in Section 29 language anyway. 216 


300.13 Pleading and Practice 


300.13b Evidence 


Application to register DYMONITE for synthetic stones refused. Applicant did not prove 
that it was the successor in interest to its predecessor on whose prior use applicant relied. 
Registered mark in this interference was DIAMOND-ITE for imitation gems. The burden of proof 
was on the junior party—applicant to introduce evidence showing a relationship with its prede- 
cessor partnership and prior use of DyMoNiITE. There is no requirement on the part of senior 
user to elicit such evidence on cross-examination. 512 


Alford Manufacturing Co., junior party, filed to register aLForp for electronic equipment. 
Alfred Electronics, senior party, was the registrant of ALFRED for similar electronic equipment. 
The junior party proved prior use of ALForD and registration was granted; senior party’s 
mark ALFRED was canceled. In an interference where the issue is the rights of the parties 
based on prior use of the mark, whether or not the junior party has acquired secondary 
meaning in the mark which was used as part of its trade name is of no consequence. The use 
of a notation as a salient feature of a trade name creates rights in the user sufficient to pre- 
clude registration by a later use whether or not the latter’s use is a trademark use. It was 
established that the junior party used ALForD in such a way as to create an independent im- 
pression, and identified the junior party. 591 


Registration to applicant refused. Interference was instituted at behest of owner of cited 
registration. Therefore, parties filed a joint motion to dissolve the interference which in effect 
waived the taking of testimony thereby restricting the parties to the filing dates on the appli- 
cation as the earliest date of first use. The owner of the cited registration ELEGANTE had priority 
of use. Even though the parties had an agreement between themselves to maintain the same 
conditions in the future in order to prevent confusion as they had in the past, the agreement 
was unavailing, and the Examiner refused registration. The parties relied on the National 
Distillers case (132 USPQ 271 (52 TMR 725)), wherein a similar agreement was allowed, 
but the facts of that case were not comparable to the present one. The CCPA in that case found 
the marks and goods sufficiently different to raise a doubt as to the likelihood of confusion. 
In the present case the mark and goods were such as to be reasonably likely to cause 


confusion. 675 
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300.2 OPpposITION 


300.21 In General 


Decision to dismiss the opposition reversed and case remanded to Trademark Trial and 
Appeal Board. Prior cancellation proceeding was not res judicata in the present opposition as 
to the question of law and fact which were not determined in the previous proceeding. Question 
as to whether or not applicant is entitled to register the mark stonecuTTER for fabrics for 
garments and home furnishings was not involved in prior cancellation proceedings, since the 
present opposition involved a new application with a different designation of goods and date of 
first use. 499 


While registration of a trademark gives certain procedural advantages, it does not con- 
stitute such damage to appellant in pending infringement suit as to support appellant’s opposi- 
tion under § 13 of Lanham Act. Appellant-opposer attempts to argue that its right to use the 
mark in commerce would be impaired if applicant has the procedural advantage of registration 
in the pending litigation which seeks to determine whether opposer has such right to use the 
mark. But, the Board citing a number of prior decisions found that such registration would not 
constitute damage. Dismissal of opposition to application for registration of CHEE. Tos affirmed. 
The notice of opposition alleged that in view of infringement action against opposer based on 
the unregistered mark CHEE.TOs that opposer would be damaged by the registration by reason 
of procedural advantages attached to registration. 670 


Opposition dismissed. The Board found that opposer had not used its GLIss paste or cream 
cleanser since at least 1947 and held opposer’s registration for the goods identified therein had 
been abandoned because of nonuse of the mark. Opposer failed to establish an element of dam- 
age and applicant’s registration for Gis for laundry starch was allowed. 677 


Application to register COLT-HYDE for vinyl fabrics used as leather substitutes opposed by 
Steinberg Brothers, a tanner and seller of leather including horsehides. Held: opposition sus- 
tained. “Colt” in association with the term “hide” is used to describe leather produced from the 
skins of young horses. Applicant’s COLT-HYDE products are grained to simulate leather and the 
use of that mark on them would imply to customers “that they are leather piece goods made 
from the hides of young horses.” Moreover, even if applicant’s manufacturer customers are not 
deceived, “ultimate purchasers who have a decided preference for products made of genuine 
leather might well be misled.” coLt-HyDE is, therefore, deceptively misdescriptive within Sec- 
tion 2(e) (1) of the Statute; since there was no intent to deceive, it is not “deceptive matter” 
within the meaning of Section 2(a). Opposer has established the necessary likelihood of dam- 
age by showing that it is in the business of tanning horsehides, and the registration, if granted, 
“and the presumptions afforded thereby would be inconsistent with opposer’s right . . . to use 
this term in connection with [its] leather goods.” After the hearing, applicant referred the 
Board to a recent Board decision holding that DURA-HYDE is not deceptively misdescriptive of 
leather-like plastics. Opposer’s motion to strike this as an attempt to supplement applicant’s 
brief is denied since any party may at any time direct the Board’s attention to one of its own 
decisions. In any event, the latter case is not controlling here. 1020 


LIDOCATON (Applicant) for local anesthetic. 
LIDOCAINE (Opposer) for local anesthetic. 


Opposition dismissed. LIDOCAINE has always been used by opposer and other members of 
the medical and dental profession as the generic name for the local anesthetic which opposer 
manufactured and which was patented in the United States. Under such circumstances, it was, 
from its inception, dedicated to the public for use as a common descriptive name, and, therefore, 
opposer cannot claim any exclusive rights thereunder. The Board held that the determination 
must be based upon whether or not the mark sought to be registered is the legal equivalent of 
the generic name for the product, and concluded that Lrpocaton, while containing the first six 
letters of the word “lidocaine,” is otherwise readily distinguishable therefrom and cannot be 
regarded as the legal equivalent thereof. In dismissing the opposition, the Board noted that it 
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could not make a determination with respect to opposer’s contention that since applicant does 
not have a license to market its product in the United States, any sale thereof in such commerce 
would constitute a patent infringement. 1102 

Opposition dismissed. Opposer failed to show use of sky RITE for envelopes at or about 
the time of the filing date of his opposition. Therefore, he failed to establish that he would be 
damaged by applicant’s registration. 1103 


Singer competes with applicant in the domestic sewing machine market and clearly has a 
right to truly emphasize the American manufacturer of its machine. If registration of the mark 
was allowed, it would bolster up the continuing right to use the geographically misdescriptive 
mark on Japanese machines and would damage Singer by reason of the fact that those who 
were deceived as to the defendant’s machines origin would have purchased machines from 
Singer. It was not incumbent on Singer to show a general preference by American purchasers 
for machines made in America. The court said that it scarcely requires proof to show that 
many purchasers desire to buy American products and that nothing more was required. 1181 


Application by General Electric to register GENALEX for a wide range of scientific, survey- 
ing, photographic and other instruments was opposed by JENAer, registrant of JENA GLASS for 
various kinds of glass laboratory equipment. Applicant contended that opposer never had 
physically applied its mark to its goods and that JENA GLASS was not a trademark but a 
geographical connotation comparable to “Milwaukee beer.” The Board rejected this contention. 
First, it is a collateral attack which cannot be raised absent a counterclaim for cancellation. 
Second, although not used physically on the goods or containers, the opposer’s mark had been 
frequently used in its catalogs to indicate origin and such use is sufficient to establish that 
opposer could be damaged by the grant of registration.* The Board concluded that in light of 
the fact that applicant’s goods comprehended many of opposer’s glass products, and considering 
the close similarity in sound between the two marks, confusion would be likely. Opposition 
sustained. 1185 


Application by Van Brode to register rIvAL for molded plastic spoons was opposed by 
Rival Manufacturing, owner of RIVAL for a wide variety of kitchen utensils including various 
types of aluminum pots and pans, can openers and electric cooking utensils. Applicant contended 
that there could be no confusion as the goods are different, RIVAL is a weak mark (it introduced 
39 third-party RIVAL registrations into evidence), and applicant sells its RIVAL spoons, in bulk, 
to the institutional trade, not to the consumer. Held: opposition sustained. The other rIvAL 
marks are not in housewares and do not indicate that opposer’s mark is lacking in distinctive- 
ness in that field.** Although applicant now sells its RIVAL spoons only in bulk, it would not 
be precluded from changing its merchandising pattern after registration, and if its goods were 
offered in the same stores as opposer’s, confusion would be likely. The Board added: “While 
this conclusion is not free from doubt, we believe that in view of opposer’s long and extensive 
use of RIVAL, any such doubt must be resolved by reason thereof with said party.” 1186 


* The Board held that yena for glass had acquired secondary meaning and was in the 
category of such marks as PHILADELPHIA for cheese. Although applicant called attention to a 
decision adverse to opposer in a foreign tribunal, the Board held that this was not binding 
upon a determination of opposer’s rights in this country. The Board also held that opposer’s 
failure to object to the registration of applicant’s mark in foreign countries did not bar the instant 
opposition, and that opposer was not barred from opposing the instant application notwithstand- 
ing its choice not to oppose applicant’s prior registrations of GENALEX in the United States 
for different goods. With respect to applicant, the Board refused to consider some of the 
documentary exhibits which it filed under Rule 2.123(c) as this was submitted after applicant’s 
testimony period had expired. 


** The Board noted that opposer’s rights in RIVAL extend not only to goods upon which 
the mark has been used but also to such other products which might reasonably be supposed to 
emanate from opposer. 
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Application to register WEATHER-MAGIC and design containing monogram wm, for warm 
air furnaces and air conditioning units was opposed by Trane Co., manufacturer of similar 
equipment, under its TRANE mark. Opposer proved that it had made extensive use of the 
phrases WEATHER MAGIC and HOUSE OF WEATHER MAGIC in promoting its products. It had 
put out a publication distributed monthly or bi-monthly under the former mark describing its 
equipment for architects, contractors, engineers, industrial users, stockbrokers, etc. It had 
featured the latter phrase at exhibits at various trade conventions including one where ap- 
plicant’s goods were featured. Held: opposition sustained. The fact that opposer’s use of the 
above phrases is not a technical trademark use is immaterial in an opposition. If applicant 
were to prevail, there would be damage to opposer in view of the likelihood of confusion re- 
sulting from the usage by both parties of the identical term WEATHER MAGIC in connection with 
the sale and advertising of goods identical in kind. 1190 


300.22 Parties 


Application by General Electric to register ctr for high interrupting capacity fuses was 
opposed by I-T-E Circuit Breaker Co. on the ground that cLF is a common abbreviation for 
“current-limiting fuses,” that opposer uses that designation on some of its fuses and that op- 
poser would be damaged by the registration. General Electric moved for summary judgment 
on the ground of res judicata urging that opposer was bound by previous litigation between 
Chase-Shawmut Company, a wholly owned subsidiary of I-T-E, and General Electric in con- 
nection with the very mark. Held: motion denied. The mere fact that Chase-Shawmut is a 
wholly owned subsidiary of I-T-E does not make the two privies so as to bind I-T-E by 
judgments against its subsidiary. “A corporation is a legal entity whose rights and liabilities 
are separate and distinct from those of its shareholders.” In the absence of any evidence indi- 
cating that Chase-Shawmut is being improperly operated, or that I-T-E exercises control over 
its subsidiary’s use of the cLF mark, “or that the parent organization is in fact the alter ego of 
its subsidiary,” the prior litigation is not binding on I-T-E. 1022 


300.23 Pleading and Practice 


Decision to dismiss the opposition reversed and case remanded to Trademark Trial and 
Appeal Board. Prior cancellation proceeding was not res judicata in the present opposition as 
to the question of law and fact which was not determined in the previous proceeding. Question 
as to whether or not applicant is entitled to register the mark sTONECUTTER for fabrics for 
garments and home furnishings was not involved in prior cancellation proceedings, since the 
present opposition involved a new application with a different designation of goods and date of 
first use. 499 


The fact that a Canadian opposition to applicant’s identical mark was abandoned is not a 
ground for estoppel in the U. S. Patent Office since it is the determination of a foreign 
tribunal. 507 


Opposer denied introduction of evidence of use of mark on goods of a dissimilar character 
from those assented in its pleading and included in its registration. The Board also denied 
amendment of its notice of opposition to conform to the evidence holding a notice of opposition 
cannot be amended as to substantive matter after statutory period allotted for the filing 
thereof notwithstanding the permissive character of Rule 15(b). 677 


Notice of reliance on third-party registrations sent to opposer by applicant during its 
testimony period was not accompanied by copies of the registrations although copies of the 
registrations were filed in the Patent Office before the closing time for taking applicant’s 
testimony. Patent Rule 1.282 requires that notice and accompanying matter be filed in Patent 
Office before time for closing of testimony, and also that there be service on the opposing 
party, but no time limit is specified. Opposer was not prejudiced since opposer received the 
copies of the third-party registrations prior to closing time for rebuttal, and, in fact, only a 
short time after the close of applicant’s testimony period. 951 
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Opposer sought to prevent registration of a mark containing the term yo-yo on the 
grounds that the word is in the public domain as to certain toys, that opposer makes such 
toys and would be damaged by the registration, and that applicant had filed a civil action 
charging that opposer’s use of the term was an infringement of its trademark rights. 
Applicant moved to dismiss the opposition and answered the Board’s order to show cause 
why proceedings should not be suspended until the outcome of the civil action. Held: the 
motion to dismiss is denied. The notice states facts which, if proved, would entitle opposer 
to relief. However, since in the civil proceeding, the court will be asked to decide whether 
the term yo-yo is generic, and whether two other registrations held by applicant are valid, 
proceedings under this application will be suspended until the decision in the civil action. 
Although the court in that action has no jurisdiction over this application, its decision will 
have a vital bearing on the issue before the Board in the instant case. 955 


Application to register COLT-HYDE for vinyl fabrics used as leather substitutes opposed 
by Steinberg Brothers, a tanner and seller of leather including horsehides. Held: opposition 
sustained “Colt” in association with the term “hide” is used to describe leather produced from 
the skins of young horses. Applicant’s COLT-HYDE products are grained to simulate leather 
and the use of that mark on them would imply to customers “that they are leather piece goods 
made from the hides of young horses.” Moreover, even if applicant’s manufacturer customers 
are not deceived, “ultimate purchasers who have a decided preference for products made of 
genuine leather might well be misled.” coLT-HyDE is, therefore, deceptively misdescriptive 
within Section 2(e)(1) of the Statute; since there was no intent to deceive, it is not 
“deceptive matter” within the meaning of Section 2(a). Opposer has established the necessary 
likelihood of damage by showing that it is in the business of tanning horsehides, and the 
registration, if granted, “and the presumptions afforded thereby would be inconsistent with 
opposer’s right . . . to use this term in connection with [its] leather goods.” After the hearing, 
applicant referred the Board to a recent Board decision holding that DURA-HYDE is not 
deceptively misdescriptive of leather-like plastics. Opposer’s motion to strike this as an 
attempt to supplement applicant’s brief is denied since any party may at any time direct 
the Board’s attention to one of its own decisions. In any event, the latter case is not controlling 
here. 1020 


Application by General Electric to register cLF for high interrupting capacity fuses was 
opposed by Chase-Shawmut on the grounds that cLF is an abbreviation for current-limiting 
fuses; that it is generic of such fuses; that opposer has continuously used cir for like goods 
since May 1956, and that registration would deprive applicant of the right to use this 
generic term in connection with its fuses. Applicant moved for summary judgment on the 
grounds of res adjudicata. In a 1962 opposition proceeding before the Board, General 
Electric had successfully opposed an application by Chase-Shawmut for cir for fuses. In 
that litigation, Chase-Shawmut had asserted that General Electric could not claim ownership 
of cLF since the designation was a common abbreviation. It also denied that General Electric 
had been prior user. The Board had found the record “not convincing that . . . CLF is a generally 
recognized abbreviation,” and stated that General Electric had a “proprietary interest in said 
designation.” Held: this earlier decision is res adjudicata. Opposition dismissed. “Res 
judicata is applicable in a second controversy involving the same contestants even though 
the nature of the action may be different,” whenever the specific issues controverted in the 
prior contest are raised again. Even though General Electric had not sought registration of 
its CLF mark in the earlier proceeding, both the question of its proprietary interest in that 
mark, and the question of the mark’s possible genericness were decided in the earlier proceeding, 
and both questions were answered favorably to General Electric. 1021 

Application by General Electric to register ctF for high interrupting capacity fuses was 
opposed by I-T-E Circuit Breaker Co. on the ground that cLF is a common abbreviation for 
“current-limiting fuses,” that opposer uses that designation on some of its fuses and that op- 
poser would be damaged by the registration. General Electric moved for summary judgment 
on the ground of res judicata urging that opposer was bound by previous litigation between 
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Chase-Shawmut Company, a wholly owned subsidiary of I-T-E, and General Electric in con- 
nection with the very mark. Held: motion denied. The mere fact that Chase-Shawmut is a 
wholly owned subsidiary of I-T-E does not make the two privies so as to bind I-T-E by 
judgments against its subsidiary. “A corporation is a legal entity whose rights and liabilities 
are separate and distinct from those of its shareholders.” In the absence of any evidence indi- 
cating that Chase-Shawmut is being improperly operated, or that I-T-E exercises control over 
its subsidiary’s use of the CLF mark, “or that the parent organization is in fact the alter ego of 
its subsidiary,” the prior litigation is not binding on I-T-E. 1022 


300.23a Notice 


Notice of opposition may not be amended after statutory time allowed for filing; FRCP 
15(b) does not apply to opposition proceedings. 676 

Petitioner had received an extension of time to file “a verified notice of opposition.” 
An unverified opposition was filed within the period of time granted, but the verified notice 
was not filed until after the extension period had ended. The Commissioner refused to 
forward the opposition to the Trademark Trial and Appeal Board on the grounds that it had 
not been filed within the allotted time. Rule 2.102 states that the Commissioner “may” extend 
the time for filing, but such a decision is discretionary, and limiting the extension to a verified 
opposition is clearly within the Commissioner’s powers. The filing of an unverified opposition 
within the allotted time could not be accepted as a request for further extension of time since it 
was not accompanied by a showing of good cause and did not specify the period of extension 
desired, as set forth by Rule 2.102. This rule also provides that where circumstances do not 
permit submission of the showing with the request, the showing must be submitted within 
ten days. However, no such showing was submitted within that period of time. 1196 


300.23c Motions 


In this opposition proceeding, petitioner-applicant had moved for summary judgment. Before 
action was taken on this motion, opposer moved to suspend proceedings because it had filed civil 
action against applicant for trademark infringement. In good time, petitioner filed a notice 
of intent to show why this motion should be denied. Before petitioner could file this response, 
however, the Board suspended proceedings. Held this action denied petitioner his right to 
respond under Rule 2.127; thus the order was premature and should be vacated. Also, since 
petitioner’s initial motion for summary judgment is potentially dispositive of the case, it 
should be considered prior to consideration of whether to suspend proceedings. 220 


Opposer sought to prevent registration of a mark containing the term yo-yo on the grounds 
that the word is in the public domain as to certain toys, that opposer makes such toys and 
would be damaged by the registration, and that applicant had filed a civil action charging that 
opposer’s use of the term was an infringement of its trademark rights. Applicant moved to 
dismiss the opposition and answered the Board’s order to show cause why proceedings should 
not be suspended until the outcome of the civil action. Held: the motion to dismiss is denied. 
The notice states facts which, if proved, would entitle opposer to relief. However, since in 
the civil proceeding, the court will be asked to decide whether the term yo-yo is generic, and 
whether two other registrations held by applicant are valid, proceedings under this application 
will be suspended until the decision in the civil action. Although the court in that action has 
no jurisdiction over this application, its decision will have a vital bearing on the issue before 
the Board in the instant case. 955 

Application by General Electric to register ctr for high interrupting capacity fuses was 
opposed by I-T-E Circuit Breaker Co. on the ground that cLF is a common abbreviation for 
“current-limiting fuses,” that opposer uses that designation on some of its fuses and that op- 
poser would be damaged by the registration. General Electric moved for summary judgment 
on the ground of res judicata urging that opposer was bound by previous litigation between 
Chase-Shawmut Company, a wholly owned subsidiary of I-T-E, and General Electric in con- 
nection with the very mark. Held: motion denied. The mere fact that Chase-Shawmut is a 
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wholly owned subsidiary of I-T-E does not make the two privies so as to bind I-T-E by 
judgments against its subsidiary. “A corporation is a legal entity whose rights and liabilities 
are separate and distinct from those of its shareholders.” In the absence of any evidence indi- 
cating that Chase-Shawmut is being improperly operated, or that I-T-E exercises control over 
its subsidiary’s use of the cLF mark, “or that the parent organization is in fact the alter ego of 
its subsidiary,” the prior litigation is not binding on I-T-E. 1022 


Applicant, General Electric Company’s motion for judgment denied. Applicant claimed 
that the Board erred in not recognizing that opposer (parent corporation) and subsidiary of 
I-T-E Circuit Breaker Company were privies insofar as the effect of a prior adjudication 
was concerned. However, the Board held that mere assistance by opposer (parent corporation) 
in prior prosecution, or knowledge thereof was insufficient to establish privity with subsidiary 
unless the evidence showed that parent corporation had the right to control subsidiary’s 
undertaking. Likewise, the rule that stockholders are privy to all proceedings involving 
corporation is not applicable. 1185 


300.23d Evidence 


To rebut opposer’s evidence of actual confusion in the form of letters and inquiries, some 
of which were written by editors of publications and retailers, received by opposer confusing 
opposer with the maker of LYoNcRAFT goods, the applicant attempted to put in evidence, 
letters solicited from those same editors and retailers named by opposer, stating that the 
confusion was caused by a clerical mistake. The Board found that such evidence was insufficient 
to rebut opposer’s evidence of confusion since applicant’s letters were solicited after opposer 
had introduced its evidence. Also, that the letters constituted hearsay twice over because the 
errors were made, assertedly, by persons other than the writers of the letters. 201 


Where there is no compelling proof of secondary meaning, Patent Office refusal to register 
appellant’s mark SUPREME for vodka upheld on grounds that the word is laudatory and lacking 
distinctiveness. (Patent Office refusal had been based on appellee’s opposition.) 363 

The court took judicial notice of the fact that pEBs, standing for debutantes, is commonly 
seen in shoe and clothing stores associated with products for young women of debutante age. 
Third-party registrations which were exhibits in applicant’s answer, but were not made part 
of the record in this opposition, were not considered. Although registant can rely on his 
registration without the burden of taking testimony to prove actual confusion, where the 
issue is resolved by consideration of the two marks alone, the registration is no basis for a 
finding that confusion is likely. 433 

Although applicant-appellee offered evidence of third-party registrations for one purpose, 
it was not improper for the Board to use it for a different purpose. In order for the doctrine 
of collateral estoppel to apply, it must be shown that the issue in the present cause was 
determined in prior litigation. 437 

Registrant establishes use only as of the filing date and does not give registrant benefit of 
date of first use alleged in application. 442 

According to rules of practice, copies of third-party registrations mentioned in applicant’s 
brief must be made of record before they are considered. 480 

Applicant sought to register a composite mark for cement consisting of the words vICcToR 
PORTLAND CEMENT superimposed on the letter “V”, with Portland Cement disclaimed. Applicant 
claimed it was owner by assignment of a valid and subsisting registration of the same words 
superimposed on a “V” enclosed in a circie bearing further printed matter. Applicant, through 
the testimony of two witnesses, supported by some documents, sought to show that the older 
mark had been used continuously by applicant and two predecessors in interest since 1919. 
Opposer, owner of a registered composite mark for cement consisting of the word voLUNTEER 
superimposed on a “V” in a circle, had used its mark since 1928. It attempted to show through 
some documents and cross-examination that the memory of applicant’s witnesses was faulty 
and that applicant had failed to use its vicror on a “V” mark during the period 1940-1948. 
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The opposition was dismissed. “Oral testimony, if clear and convincing, is competent to 
establish both prior and continuous use of a trademark.” Applicant’s witnesses met this 
requirement; although they might have had certain dates wrong, both had worked for the 
predecessor companies and testified from personal knowledge. The fact that the vicror on 
“Vv” mark did not appear in certain of applicant’s ads during the questioned years, and was 
not mentioned in trade listing of marks for cement did not prove abandonment. By way of 
dictum the Board added that regardless of priority, the vicror on a “V” mark was not 
confusingly similar to the opposer’s VOLUNTEER on a “V”. 500 

Application to register GRANT AVE FASHIONS (FASHIONS being disclaimed) for women’s 
ready-to-wear was opposed by W. T. Grant on the grounds of confusing similarity with its 
trade name—often abbreviated to GRANTS or GRANT—and its trademarks. It had used GRANT 
and GRANTS, occasionally linked with the word FASHION as trademarks for women’s apparel 
sold in its stores and had extensively used these words in its advertising. The Board found 
likelihood of confusion and sustained the opposition. Applicant had claimed that it sold only 
at wholesale so there would be no likelihood of confusion. It took no testimony, however, 
relying on evidence introduced during the ex parte application as well as explanations by 
counsel at that time. The Board held that such exhibits and statements, could not be used 
as evidence in an opposition proceeding because this would deny opposer the right to cross- 
examine the witnesses and question the authenticity of documents. Moreover, even if applicant 
sold only at wholesale, its goods eventually would reach retailers and cause confusion. 504 


Application to register BARTEMP for ball bearings was opposed by registrant of BARTEMP 
for steel. Opposer introduced no evidence to support its contention of likelihood of confusion; 
it merely relied on its registration and the argument that confusion is likely because ball 
bearings are made of steel and are most important in the rolling of steel. Opposer cited 
numerous cases where confusing similarity had been found when same mark was used for a 
particular material and a device made from it. Held: opposition dismissed. The mere fact 
that applicant’s product is made from steel does not in and of itself support a conclusion of 
likelihood of confusion. In all the cases relied on by opposer, the opposer had introduced 
evidence to support that finding. Absent such evidence, the differences between the two products 
are such that their sale under the mark BARTEMP is not likely to cause confusion. 515 


Application to register BLUE ROBIN and representation of bird for fresh potatoes was 
granted. Opposer is the owner of the mark described as a representation of a BLUEBIRD for 
potato chips, mayonnaise, peanut butter and nut meats and used the term BLUE BIRD and/or 
representations of a BLUEBIRD since 1928. Applicant, however, has used several BLUEBIRD 
designs always in combination with the words BLUE BIRD from 1926 until the word mark 
was changed to BLUE ROBIN in 1956. The Board found that even though the applicant’s marks 
differed, they created the same general impression of a blue-colored bird and, therefore, 
symbolized a single continuing trademark right in applicant. Opposer’s claim that applicant’s 
use of the mark was only as a grade mark was not shown by the record, but even if the 
mark were used as a grade mark, such use is enough to preclude subsequent use and 
registration by another of the same or similar mark for the same goods. Opposition was 
dismissed since applicant was the prior user and opposer, therefore, could not be damaged 
by applicant’s registration. Applicant’s defensive suit in cancellation was dismissed also, since 
both parties had used the marks for a long extensive period contemporaneously and without 


any evidence of confusion. 593 
Letters from the public introduced in evidence for the truth of the matter they contain 
constitute hearsay and have no probative value. 676 


Opposer denied introduction of evidence of use of mark on goods of a dissimilar character 
from those assented in its pleading and included in its registration. The Board also denied 
amendment of its notice of opposition to conform to the evidence holding a notice of opposition 
cannot be amended as to substantive matter after statutory period allotted for the filing 
thereof notwithstanding the permissive character of Rule 15(b). 677 
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Applicant’s failure to reply to request for admission filed by opposer pursuant to Trade- 
mark Rule 2.120(b) constitutes an admission of the matter contained therein. 952 
Any alleged admissions not presented in evidence cannot be considered by the Board. 953 


PREMIUM Pop (Applicant) for raw popcorn. 
PREMIUM (Opposer) for biscuits and crackers. 


Opposition dismissed. Opposer is the maker of the well-known crackers sold under the 
mark PREMIUM which opposer contended was a strong and celebrated mark because of the 
tremendous national sales. In order to show probable confusion with applicant’s mark 
PREMIUM PoP for raw popcorn, opposer conducted a survey which the Board disregarded in 
its decision because such a survey by opposer was not conducted in the presence of other 
persons vitally interested therein; which might have been carried out in a manner as 
practically to insure the desired results. The Board found that opposer’s PREMIUM although 
its connotation was high quality had achieved secondary meaning, but it was a weak mark 
used by many others on food products and was not likely to be confused with applicant’s 
PREMIUM POP on raw popcorn. 1101 

Singer competes with applicant in the domestic sewing machine market and clearly has 
a right to truly emphasize the American manufacturer of its machine. If registration of the 
mark was allowed, it would bolster up the continuing right to use the geographically misde- 
scriptive mark on Japanese machines and would damage Singer by reason of the fact that 
those who were deceived as to the defendant’s machines origin would have purchased machines 
from Singer. It was not incumbent on Singer to show a general preference by American 
purchasers for machines made in America. The court said that it scarcely requires proof 
to show that many purchasers desire to buy American products and that nothing more was 
required. 1181 

Letters written to opposer by mistake in the absence of testimony by the letter writers 
are not conclusive evidence as to confusion, but are admissible to show that confusion is 
possible even though purchasers are discriminating. 1182 

Application by General Electric to register GENALEX for a wide range of scientific, 
surveying, photographic and other instruments was opposed by JENAer, registrant of JENA 
cLAss for various kinds of glass laboratory equipment. Applicant contended that opposer 
never had physically applied its mark to its goods and that JENA GLASS was not a trademark 
but a geographical connotation comparable to “Milwaukee beer.” The Board rejected this 
contention. First, it is a collateral attack which cannot be raised absent a counterclaim for 
cancellation. Second, although not used physically on the goods or containers, the opposer’s 
mark had been frequently used in its catalogs to indicate origin and such use is sufficient 
to establish that opposer could be damaged by the grant of registration.* The Board concluded 
that in light of the fact that applicant’s goods comprehended many of opposer’s glass products, 
and considering the close similarity in sound between the two marks, confusion would be 
likely. Opposition sustained. 1185 


* The Board held that yena for glass had acquired secondary meaning and was in the 
category of such marks as PHILADELPHIA for cheese. Although the applicant called attention toa 
decision adverse to opposer in a foreign tribunal, the Board held that this was not binding 
upon a determination of opposer’s rights in this country. The Board also held that opposer’s 
failure to object to the registration of applicant’s mark in foreign countries did not bar the instant 
opposition, and that opposer was not barred from opposing the instant application notwithstand- 
ing its choice not to oppose applicant’s prior registrations of GENALEX in the United States 
for different goods. With respect to applicant, the Board refused to consider some of the 
documentary exhibits which it filed under Rule 2.123(c) as this was submitted after applicant’s 
testimony period had expired. 
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Application by Van Brode to register r1tvAL for molded plastic spoons was opposed by 
Rival Manufacturing, owner of rIvAL for a wide variety of kitchen utensils including various 
types of aluminum pots and pans, can openers and electric cooking utensils. Applicant con- 
tended that there could be no confusion as the goods are different, RIVAL is a weak mark (it 
introduced 39 third-party RIVAL registrations into evidence), and applicant sells its RIVAL 
spoons, in bulk, to the institutional trade, not to the consumer. Held: opposition sustained. 
The other rIvAL marks are not in housewares and do not indicate that opposer’s mark is 
lacking in distinctiveness in that field.* Although applicant now sells its RIVAL spoons only 
in bulk, it would not be precluded from changing its merchandising pattern after registration, 
and if its goods were offered in the same stores as opposer’s, confusion would be likely. The 
Board added: “While this conclusion is not free from doubt, we believe that in view of 
opposer’s long and extensive use of RIVAL, any such doubt must be resolved by reason thereof 
with said party.” 1186 

Application by Dumas Milner Corporation to register mystic mist for a silicone fabric 
spray to render fabrics, furniture, wallpaper and clothes, stain and water resistant was 
opposed by Knapp-Monarch, owner of MAGIK MIsT for insecticides packaged in aerosol con- 
tainers and MAGIK-GLO for spray-dispensed liquid wax. Held: opposition dismissed. Opposer’s 
contention that it has a family of marks is not supported by the evidence. Opposer’s position 
seems to be that because of its use of MAGIK MIST on a household product dispensed in an 
aerosol container, all other household products sold under similar marks are barred from 
registration regardless of how dissimilar the product may be. But considering that Mist 
is descriptive, that the goods are different, that macic has been extensively adopted for other 
household products, as shown by numerous third-party registrations, and considering the 
overall differences between the marks, the Board found that confusion is unlikely. Opposer 
had filed as its chief evidence documentary exhibits made of record under Rule 1.282, a copy 
of its registration, its combined Section 8 and 15 affidavit, the label showing its mark originally 
filed with its application, and the exhibit attached to its above-mentioned affidavits. The 
Board stated that these documents could show the registration and its incontestability, but 
could not be used as evidence of use unless identified and introduced in evidence as required 
by Rule 2.126. Moreover, the labels and exhibits were not official records or printed publications 
within Rule 1.282. 1187 

Opposition dismissed. Application was filed to register crrcurtrim for variable resistors, 
but opposer alleged use of identical mark for resistors since a time 6 years prior to applicant’s 
stated use. Opposer, however, failed to establish use of the mark for goods sold in the trade. 
Documents such as invoices and packing slips were offered in evidence, but opposer’s witness 
had no personal knowledge that opposer ever received any purchase orders, ever advertised, 
or sold the product with the mark affixed. Such documents were incompetent as proof that 
the goods shipped actually bore the mark crIRCUITRIM. 1189 


300.23e Defenses 


Collateral attacks on opposer’s registration will not be considered in opposition proceeding. 

If date of first use as alleged in registration does not apply to all goods named in it, it does 
not constitute fraud; the mark was used on one or more of the goods on the date of first use. 

201 

There was no merit to appellant’s contention of estoppel, but, rather there was merit to 

appellee’s contention that appellant was estopped to contest registration of the appellee’s trade- 

mark PIC-A-NUT, since appellant did not object to its use in two prior suits for unfair 

competition over the similar packaging of appellee’s nut product on which the trademark 

PIC-A-NUT appeared. And, further, appellant agreed in court to accept a redesigned package 

bearing the trademark PIC-A-NUT. 437 


* The Board noted that opposer’s rights in RIVAL extend not only to goods upon which the 
mark has been used but also to such other products which might reasonably be supposed to 
emanate from opposer. 
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Affirmative defense of laches, estoppel and acquiescence may be considered in all inter 
partes proceedings according to Section 19 of Act of 1946. Therefore, opposer’s motion to 
strike affirmative defense was denied. 471 

Application to register BLUE ROBIN and representation of bird for fresh potatoes was 
granted. Opposer is the owner of the mark described as a representation of a BLUEBIRD for 
potato chips, mayonnaise, peanut butter and nut meats and used the term BLUE BIRD and/or 
representations of a BLUEBIRD since 1928. Applicant, however, has used several BLUEBIRD 
designs always in combination with the words BLUE BIRD from 1926 until the word mark was 
changed to BLUE ROBIN in 1956. The Board found that even though the applicant’s marks 
differed, they created the same general impression of a blue-colored bird and, therefore, 
symbolized a single continuing trademark right in applicant. Opposer’s claim that applicant’s 
use of the mark was only as a grade mark was not shown by the record, but even if the 
mark were used as a grade mark, such use is enough to preclude subsequent use and registration 
by another of the same or similar mark for the same goods. Opposition was dismissed since 
applicant was the prior user and opposer, therefore, could not be damaged by applicant’s 
registration. Applicant’s defensive suit in cancellation was dismissed also, since both parties 
had used the marks for a long extensive period contemporaneously and without any evidence 
of confusion. 593 

Opposer is not estopped from contesting applicant’s right to register the mark for milk 
because of an agreement between opposer’s predecessor and present applicant-assignee granting 
said applicant the exclusive right to use the mark on bread and rolls, and agreeing to assist 
in the registration of this mark for these goods, as applicant is not seeking registration for 
bread and rolls, and further, applicant is engaged in the advertising business and is not now 
and never has been engaged in sale of any products recited in the application and applicant 
intended to reassign at a later date. Applicant has acquired no rights against opposer because 
of terms of a prior agreement. 952 

Application by General Electric to register cir for high interrupting capacity fuses was 
opposed by Chase-Shawmut on the grounds that cir is an abbreviation for current-limiting 
fuses; that it is generic of such fuses; that opposer has continuously used cir for like goods 
since May 1956, and that registration would deprive applicant of the right to use this generic 
term in connection with its fuses. Applicant moved for summary judgment on the grounds 
of res adjudicata. In a 1962 opposition proceeding before the Board, General Electric had 
successfully opposed an application by Chase-Shawmut for cir for fuses. In that litigation, 
Chase-Shawmut had asserted that General Electric could not claim ownership of cLF since 
the designation was a common abbreviation. It also denied that General Electric had been 
prior user. The Board had found the record “not convincing that . . . cLF is a generally 
recognized abbreviation,” and stated that General Electric had a “proprietary interest in said 
designation.” Held: this earlier decision is res adjudicata. Opposition dismissed. “Res 
judicata is applicable in a second controversy involving the same contestants even though the 
nature of the action may be different,” whenever the specific issues controverted in the prior 
contest are raised again. Even though General Electric had not sought registration of its cLF 
mark in the earlier proceeding, both the question of its proprietary interest in that mark, 
and the question of the mark’s possible genericness were decided in the earlier proceeding, 
and both questions were answered favorably to General Electric. 1021 

Defense of unclean hands cannot be sustained merely because opposer used its mark 
and registration notice on products other than those listed in its registration. The products 
were within the natural expansion of business and there was no evidence of fraudulent 
intent. 1182 

Applicant failed to show it had been damaged by opposer’s delay in proceeding against 
it since opposer was aware of applicant’s use of the mark since 1959. It is well-established, 
that mere delay, without more, cannot sustain the defense of laches unless it is accompanied 
by circumstances giving rise to estoppel. 1182 
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Application by General Electric to register GENALEX for a wide range of scientific, survey- 
ing, photographic and other instruments was opposed by jJEeNAer, registrant of JENA GLASS for 
various kinds of glass laboratory equipment. Applicant contended that opposer never had 
physically applied its mark to its goods and that JENA GLASS was not a trademark but a 
geographical connotation comparable to “Milwaukee beer.” The Board rejected this contention. 
First, it is a collateral attack which cannot be raised absent a counterclaim for cancellation. 
Second, although not used physically on the goods or containers, the opposer’s mark had been 
frequently used in its catalogs to indicate origin and such use is sufficient to establish that 
opposer could be damaged by the grant of registration.* The Board concluded that in light of 
the fact that applicant’s goods comprehended many of opposer’s glass products, and considering 
the close similarity in sound between the two marks, confusion would be likely. Opposition 
sustained. 1185 


300.24 Dismissal 


Applicant’s use of REGINIE for women’s coats antedated opposer’s use of REGINA for textile 
fabrics, therefore, opposer cannot be damaged by registration. 219 


Where opposer’s marks are characterized by the prefix CEL or CELA and applicant’s mark 
CELLU-DOWN has different connotation, and where applicant already owns the mark CELLUFOAM 
and there are numerous third-party registrations with the cELLU prefix, opposition will be 
dismissed. 487 


Opposer is owner of the registered mark rEsIPON for products for use in finishing textiles. 
Opposer’s chemicals bearing this mark are used for processing textile fabrics to impart special 
characteristics such as shrinkage resistance, resiliency, wrinkle resistance, etc. Opposer sells to 
textile finishers; however, it supplies RESIPON hang tags which can be affixed either to the 
treated fabric or, ultimately, to the finished garment. Applicant seeks to register RESI-PURE 
and RESI-PERM for special processes whereby certain characteristics are imparted to fabrics. 
RESI-PURE identifies a finish designed to inhibit bacterial growth, RESI-PERM identifies a process 
which produces a stiff bouffant. Applicant also supplies hang tags bearing its mark for use on 
the fabric or garment from which it is made. Although opposer and applicant are not com- 
petitors, indeed applicant could be a customer of opposer, nonetheless because of the use of 
hang tags on the finished goods, there could be confusion if the marks were similar. Held: 
the term RESI implies a resinous finish; the overall meaning of the marks is quite distinct and 
there is no likelihood of confusion. Opposition dismissed. 505 


300.3 CANCELLATION 


300.31. In General 


Petition to cancel registration of “Hy-cross” (quotation marks being part of the mark) 
for live poultry and eggs was denied since registration had become incontestable by reason of 
the mark having been used more than 5 years after registration. Affidavits were filed under 
Section 8(a) and 15 of the Lanham Act. In order for petitioner to prevail in cancellation action 
after registration had become incontestable, it must meet one of the requirements of Section 


* The Board held that Jena for glass had acquired secondary meaning and was in the 
category of such marks as PHILADELPHIA for cheese. Although applicant called attention to a 
decision adverse to opposer in a foreign tribunal, the Board held that this was not binding 
upon a determination of opposer’s rights in this country. The Board also held that opposer’s 
failure to object to the registration of applicant’s mark in foreign countries did not bar the instant 
opposition, and that opposer was not barred from opposing the instant application notwithstand- 
ing its choice not to oppose applicant’s prior registrations of GENALEX in the United States 
for different goods. With respect to applicant, the Board refused to consider some of the 
documentary exhibits which it filed under Rule 2.123(c) as this was submitted after applicant’s 
testimony period had expired. 
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14(c), which permits cancellation “at any time.” Having chosen abandonment under Section 


14(c), petitioner must prove it. 425 
The Trademark Act of 1946 does not afford any relief to petitioner under the dilution 
doctrine. 473 


In a suit for patent infringement, wherein it was found that the patent had been abandoned 
and was not infringed, plaintiff also sought cancellation of defendants’ trademark ARCWELL on 
the grounds that it was an infringement of plaintiffs’ ARCPLATED. Both parties used their mark 
for the same goods, reconditioned automotive crankshafts; both had filed their applications to 
register at approximately the same time in 1951; and both had filed affidavits under Section 15 
claiming incontestability. Plaintiff, however, was prior user in North Carolina. It was held, 
therefore, that it had acquired a valid right under state law prior to defendants’ registration so 
the latter mark was not incontestable. Although at the present time, both dealt with jobbers 
who relied very little on the respective trademarks, it was held that there was likely to be 
confusion in the future, especially if consumers should start to voice their own preferences in 
requesting reconditioned crankshafts. Held: defendants’ mark would be canceled. 497 


Petition for cancellation granted. Petitioner, Exakta Camera Co., Inc., sought to cancel 
the registration of EXAKTA for cameras and accessories issued in 1934 to Ihagee Kamerawerk 
Steenbergen & Company (hereafter called the German partnership), assigned to The Exakta 
Camera Company of America, Inc. (hereafter Exakta of America) in 1953, and renewed by 
the latter in 1954. As grounds for cancellation, petitioner alleged that it is engaged in market- 
ing EXAKTA cameras in America; that Exakta of America had sued it for trademark infringe- 
ment and that the United States District Court* had held that the latter did not have and 
never had any right, title or interest in the trademark ExAkTa. Therefore, the renewal by 
Exakta of America had been void and the registration must be considered to have expired. Held: 
the only question before the Board is the validity of the renewal; in light of the District Court’s 
ruling which is binding, the renewal was void, the mark has expired and petition for can- 
cellation will be granted. Subsequent to the civil litigation, stockholders of the respondent 
purported to transfer the old German corporation to a West German situs; the West German 
government recognized the corporation as being legal owner of the EXAKTA mark; and the 
corporation, respondent herein, thereafter recorded in the Patent Office both a nunc pro tunc 
assignment of the EXAKTA mark from the partnership to the West German Corporation—the 
assignment allegedly to have taken place in 1942, and an assignment by Exakta of America to 
the corporation of all its interests in the mark. Respondent urged, therefore, that it was legal 
owner of the mark and that the contested renewal had been made under color of title in its 
behalf. The Board ruled that the question of ownership of the mark was not before it, merely 
the question of the validity of the renewal. On this point, a District Court had decided against 
respondent’s position, and the Board was bound by that decision. 501 

Petition to cancel granted. Respondent, JENSEN, for loudspeakers, could not show secondary 
meaning had developed for the capital letter “J” by the use of JENSEN for a long period of 
time, since “J” is only part of what had been actually used as the mark. Petitioner, however, 
did show prior use of “4j” as a trademark for loudspeaker housings. Since the parties agreed 
the confusion was likely, petition to cancel respondent’s “J” for loudspeakers was granted. 509 

Although the word “thermos” has been appropriated by the public as a generic and 
descriptive term for vacuum bottles, a minority of the public, and the members of the trade, 


* Ed. Note: The background litigation in the District Court had revealed the following. 
The German partnership had registered the mark in 1934, but in 1941, it had organized a 
German corporation to which it had transferred its camera manufacturing business and the 
EXAKTA mark. This corporation, situated in East Germany, had been nationalized after World 
War II, and petitioner was presently selling the cameras made by this company. In 1953, the 
German partnership purportedly had assigned the American EXAKTA registration to Exakta of 
America. However, since the partnership previously had assigned its rights in the mark to the 
German corporation, the Court held the assignment void. 
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recognized “Thermos” as a trademark. Plaintiff’s marks, “Thermos” and THERMOS in a 
stylized form of lettering will not be canceled by the court but are recognized as valid even 
though defendant will be permitted to use the word “thermos” descriptively, subject to specified 
restrictions. 931 

Petition by Metalworking Publishing Co., owner of registrations METAL-WORKING for peri- 
odicals and METALWORKING for a trade journal, to cancel Jenkins Publishing Company’s sup- 
plemental registration of WESTERN METALWORKING for a trade journal in the same industry. 
Held: the Board’s decision to cancel is affirmed. “Titles of publications must not be con- 
sidered any differently than trademarks for other products.” Appellee had obtained a Principal 
Register registration under Section 2(f) for its mark, thus indicating that METALWORKING had 
acquired a secondary meaning, and it can no longer be treated by others as if it were a common- 
place word. The mere inclusion by appellant of the word WESTERN in its title does not obviate 
confusion; indeed many space buyers might think this a western edition of appellee’s journal. 
Appellant submitted a long list of trade magazines illustrating that many publishers distinguish 
their publications from rival publications merely by the use of a geographical designation. How- 
ever, this list does not prove that in every situation marks which differ only in this fashion will 
be free of a likelihood of confusion. 1019 


pEB (Respondent) for cleaning preparation for upholstery and furniture. 
DEBBIE (Petitioner) for household liquid and synthetic detergent. 


Petition to cancel granted. Petitioner filed an application to register DEBBIE for household 
detergents which was refused in view of the existence of respondent’s pEB for furniture cleaner. 
Respondent, British corporation, filed for a registration of pEB in 1954 and obtained it in 1956. 
But, while respondent used the mark continuously in Great Britain, it had not shipped any 
goods in commerce in the United States since 1954. The issue was whether or not respondent 
had abandoned its right in the mark in the United States. The Statute provides a procedural 
advantage to a national or a resident of a party to the International Convention of Paris for 
the Protection of Industrial Property 1883 (revised 1958), in that such national having a bona 
fide business in any foreign country may register his marks in the United States without alleg- 
ing use in commerce as long as the mark is duly registered in the country of origin. Having 
once obtained a registration, however, a foreign registrant is subject to the same treatment and 
conditions as a U.S. citizen as to maintenance of his registration including having his mark 
canceled on the grounds of abandonment and nonuse. Under U.S. law, two years is a reasonable 
period within which a mark must be used or deemed prima facie abandoned and may be 
canceled. This applies equally to marks of foreign registrants or those of U.S. registrants. 
For a mark not to be deemed abandoned (without other excuse) it must be used “in commerce” 
(within the jurisdiction of the U.S.), so that respondent’s argument that the mark was in use, 
in Great Britain rather than within the U.S. jurisdiction, was held of no avail: 

“registrant must after the issuance of said registration use the mark in the U.S. or in 
other commerce which may be lawfully regulated by Congress, and failure to make such 
use for a two-year period in the absence of excusable non-use, contributes an abandonment 


of the rights acquired by the registration and makes the registration subject to cancella- 
tion.” 1182 


300.33 Pleading and Practice 


Pleaded registration, and cancellation petitioner’s record are sufficient to establish peti- 
tioner’s ownership and priority in its registered marks. 473 


300.33c Motions 


Motion for summary judgment granted to defendant and petition for cancellation dismissed. 
Petitioner filed to cancel registration of defendant’s mark coroTHENE for synthetic plastic 
products on the ground that it resembled petitioner’s previously registered mark KorROSEAL for 
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plasticized polymerized vinyl chlorides, etc. Summary judgment was granted to defendant, 
since a decision on the merits had already been rendered in a prior cancellation proceeding 
involving the same marks and parties. Petitioner contended that the Board should have dis- 
regarded its prior decision since petitioner had filed a later petition for cancellation incorporat- 
ing the initial petition. The prior decision had been rendered on the merits after both parties 
had time to take testimony and file briefs. Respondent had filed an answer and cancellation 
could not be dismissed thereafter without prejudice unless the respondent agreed. Since the 
prior decision had not been appealed according to ordinary procedures, and there was no indi- 
cation that the Board lacked jurisdiction in the prior proceeding or that fraud was involved, 
the prior decision dismissing the cancellation petition on the basis of no confusing similarity 
between the marks was res judicata. 1190 


Trademark Rule 124(a) does not provide for taking testimony before a foreign court, how- 
ever, Federal Rules govern the procedure and practice in inter partes proceedings whenever 
applicable. Since the Federal Rules authorize it, Rule 1.124(a) was waived and Letters Roga- 
tory were issued. Switzerland has a law prohibiting the taking of testimony of one of its 
nationals in that country before a representative of a foreign government, usually the U.S. 
Consular Officer. The alternative was to issue Letters Rogatory whereby a foreign court takes 
the testimony in the foreign country and returns it to the court which requested them under 
the rules of international comity. 1196 


300.33d Evidence 


Petition to cancel registration of “Hy-cross” (quotation marks being part of the mark) 
for live poultry and eggs was denied since registration had become incontestable by reason of 
the mark having been used more than 5 years after registration. Affidavits were filed under 
Section 8(a) and 15 of the Lanham Act. In order for petitioner to prevail in cancellation action 
after registration had become incontestable, it must meet one of the requirements of Section 
14(c), which permits cancellation “at any time.” Having chosen abandonment under Section 
14(c), petitioner must prove it. 425 


There was no evidence to show that the trademark had been abandoned prior to assignment. 
Further, the court refused to hold that an invalid assignment, ipso facto, was an abandonment 
of the mark, but held that the assignment containing the exact words of the Lanham Act, 
Section 10, was valid to transfer rights to the mark in spite of petitioner’s claim that it was 
invalid and merely a naked assignment because no business connected with the use of the mark 
was transferred. Although there was no actual sale of chicks or eggs to assignee, the assignor 
gave up his right to sell “tHy-cross” chicks which had been part of his business, and that right 
to sell “ty-cross” chicks became part of assignee’s business. Because one kind of chick was 
sold by assignor and another kind by assignee, the public was not likely to be deceived by the 
changes since type of chicks was indicated by means other than the trademark, such as by 
number. There was no obligation on assignee not to change breed of chicks sold under the 


mark. 425 
Evidence indicating the existence of unfair competition is immaterial and irrelevant in 
cancellation proceeding. 473 


Application to register BLUE ROBIN and representation of bird for fresh potatoes was granted. 
Opposer is the owner of the mark described as a representation of a BLUEBIRD for potato chips, 
mayonnaise, peanut butter and nut meats and used the term BLUE BIRD and/or representations 
of a BLUEBIRD since 1928. Applicant, however, has used several BLUEBIRD designs always in 
combination with the words BLUE BIRD from 1926 until the word mark was changed to BLUE 
ROBIN in 1956. The Board found that even though the applicant’s marks differed, they created 
the same general impression of a blue-colored bird and, therefore, symbolized a single continuing 
trademark right in applicant. Opposer’s claim that applicant’s use of the mark was only as a 
grade mark was not shown by the record, but even if the mark were used as a grade mark, such 
use is enough to preclude subsequent use and registration by another of the same or similar 
mark for the same goods. Opposition was dismissed since applicant was the prior user and 
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opposer, therefore, could not be damaged by applicant’s registration. Applicant’s defensive suit 
in cancellation was dismissed also, since both parties had used the marks for a long extensive 
period contemporaneously and without any evidence of confusion. 593 

Even though petitioner failed to establish that it sells goods in competition with the goods 
marked TIPLET, petition was granted, since in a prior civil action between the same parties 
competition was found to exist, and respondent was estopped from denying the fact. 672 

Evidence of eight registrations issued to third persons for the trademark ULTRAMATIC for 
variously described products is insufficient to show that ULTRAMATIC is in any way lacking in 
distinctiveness in the appliance field where only one of the registrations is for goods pertaining 


to household appliances, and this registration issued subsequent to petitioner’s pleaded regis- 
tration. 1026 


wa within hexagon border (Respondent) for piping devices, lubricating units, pressure reducing 
valves and gaskets. 

w crossed by an arrow in hexagon border (Petitioner) for rubber and fabric tubing, valves, 
cocks, handles for valves and cocks, couplings, etc. 

Petition dismissed. Viewing the marks in their entireties, the Board found no likelihood of 
confusion. A hexagon design containing letters is so very common for trademarks that it has 
little or no significance as an indication of origin. Apart from that, the remarks are distinctly 
different. Copies of third-party registrations disclosing marks including a hexagon as a part 


thereof are evidence which the Board considers an issue of alleged distinctiveness of a part of 
a mark. 1029 


The Patent Office acceptance of a Section 8 affidavit which asserted use in Great Britain 
is an ex parte matter solely within the discretion of the Commissioner of Patents, and it cannot 
deprive one who believes himself to be damaged by such registration to attempt to cancel the 
mark. Petition to cancel granted. 1183 


300.33e Defenses 

Petitioner, owner of the mark nivac for nickel and nickel alloys, sought cancellation of 
INvAC for metal and alloy in the form of ingots, billets, bars, rods, etc. Respondent also owns 
the marks INVACUTRODE and CONSUTRODE for metal and alloy, and it claimed that rnvac is but 
one of a family. However, since petitioner’s NIVAC registration antedates respondent’s use of 
each of the alleged family, this contention could not aid respondent’s case. Respondent’s 
argument that this is a field of discriminating purchasers was rejected; the Board pointed out 
that manufacturers of these type products spend considerable effort in advertising brand names 
and they would not do so if customers did not order by brand. The two marks are sufficiently 
similar in appearance and sound to cause confusion. Although others have incorporated NI 
(for nickel) and vac (for vacuum) in their trademarks, this does not change the basic test of 
overall confusing similarity between the two marks. Petition granted. 106 

Petitioner for cancellation is estopped by reason of written agreement with respondent 
recognizing respondent’s exclusive right to register the mark MAC LEvVy. 108 


Laches relates to the diligence of a party seeking relief and cannot be charged against one 
who had no knowledge actual or imputed of respondent’s use of the same mark. Respondent’s 
registration issued less than two months before petition for cancellation was filed. 514 


Application to register BLUE ROBIN and representation of bird for fresh potatoes was granted. 
Opposer is the owner of the mark described as a representation of a BLUEBIRD for potato chips, 
mayonnaise, peanut butter and nut meats and used the term BLUE BIRD and/or representations 
of a BLUEBIRD since 1928. Applicant, however, has used several BLUEBIRD designs always in 
combination with the words BLUE BIRD from 1926 until the word mark was changed to BLUE 
ROBIN in 1956. The Board found that even though the applicant’s marks differed, they created 
the same general impression of a blue-colored bird and, therefore, symbolized a single con- 
tinuing trademark right in applicant. Opposer’s claim that applicant’s use of the mark was only 
as a grade mark was not shown by the record, but even if the mark were used as a grade mark, 
such use is enough to preclude subsequent use and registration by another of the same or similar 
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mark for the same goods. Opposition was dismissed since applicant was the prior user and 
opposer, therefore, could not be damaged by applicant’s registration. Applicant’s defensive suit 
in cancellation was dismissed also, since both parties had used the marks for a long extensive 
period contemporaneously and without any evidence of confusion. 593 


Respondent’s affirmative defense of laches if established would not be enough to preclude 
petitioner from obtaining relief where likelihood of confusion is found to exist. Both parties 
used substantially identical marks, GENIE and GENIE SWITCH for identical goods. However, in 
this case, petition to cancel was dismissed since petitioner was not entitled to benefit from its 
prior use of the mark as a distributor. The garage door openers marked GENIE had been dis- 
tributed by petitioner for the manufacturer who was the owner of the mark. Petitioner’s own 
use of the mark was found to be subsequent to respondent’s, and, therefore respondent’s rights 
were held superior. 673 

Decision of court dismissing action for trademark infringement, unfair competition and 
trademark dilution on grounds of laches is prior adjudication which estops complaining party 
from pursuing cancellation proceeding involving same parties, and same factual averments, and 
in which same defense of laches asserted. While owner of trademarks sEVEN-UP and 7 uP did 
not specifically ask for cancellation of BUBBLE UP registrations in infringement action, the court 
therein had jurisdiction of the parties and had the authority to cancel the marks, and by reason 
thereof, question of cancellation of BUBBLE UP trademarks registrations was in issue in the 
prior action, and court’s holding therein as to laches must be deemed conclusively established 
so as to collaterally estop petitioner in cancellation proceeding from contesting determination of 
that issue. Long delay of appellants which was held to constitute laches barring recovery in 
action for trademark infringement, dilution and unfair competition is equally a bar to present 
cancellation proceeding where two marks sought to be canceled have been on the register for 
38 and 21 years, respectively, prior to filing cancellation petition. Decision dismissing petition 
for cancellation is affirmed. 947 

Motion for summary judgment granted to defendant and petition for cancellation dismissed. 
Petitioner filed to cancel registration of defendant’s mark coroTHENE for synthetic plastic 
products on the ground that it resembled petitioner’s previously registered mark KoROSEAL for 
plasticized polymerized vinyl chlorides, etc. Summary judgment was granted to defendant, 
since a decision on the merits had already been rendered in a prior cancellation proceeding 
involving the same marks and parties. Petitioner contended that the Board should have dis- 
regarded its prior decision since petitioner had filed a later petition for cancellation incorporat- 
ing the initial petition. The prior decision had been rendered on the merits after both parties 
had time to take testimony and file briefs. Respondent had filed an answer and cancellation 
could not be dismissed thereafter without prejudice unless the respondent agreed. Since the 
prior decision had not been appealed according to ordinary procedures, and there was no indi- 
cation that the Board lacked jurisdiction in the prior proceeding or that fraud was involved, 
the prior decision dismissing the cancellation petition on the basis of no confusing similarity 
between the marks was res judicata. 1190 


300.34 Dismissal 


Decision to dismiss the opposition reversed and case remanded to Trademark Trial and 
Appeal Board. Prior cancellation proceeding was not res judicata in the present opposition as 
to the question of law and fact which was not determined in the previous proceeding. Question 
as to whether or not applicant is entitled to register the mark sTONECUTTER for fabrics for 
garments and home furnishings was not involved in prior cancellation proceedings, since the 
present opposition involved a new application with a different designation of goods and date of 
first use. 499 


Application to register BLUE ROBIN and representation of bird for fresh potatoes was granted. 
Opposer is the owner of the mark described as a representation of a BLUEBIRD for potato chips, 
mayonnaise, peanut butter and nut meats and used the term BLUE BIRD and/or representations 
of a BLUEBIRD since 1928. Applicant, however, has used several BLUEBIRD designs always in 
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combination with the words BLUE BIRD from 1926 until the word mark was changed to BLUE 
ROBIN in 1956. The Board found that even though the applicant’s marks differed, they created 
the same general impression of a blue-colored bird and, therefore, symbolized a single con- 
tinuing trademark right in applicant. Opposer’s claim that applicant’s use of the mark was only 
as a grade mark was not shown by the record, but even if the mark were used as a grade mark, 
such use is enough to preclude subsequent use and registration by another of the same or similar 
mark for the same goods. Opposition was dismissed since applicant was the prior user and 
opposer, therefore, could not be damaged by applicant’s registration. Applicant’s defensive suit 
in cancellation was dismissed also, since both parties had used the marks for a long extensive 
period contemporaneously and without any evidence of confusion. 593 


Motion for summary judgment granted to defendant and petition for cancellation dismissed. 
Petitioner filed to cancel registration of defendant’s mark coROTHENE for synthetic plastic 
products on the ground that it resembled petitioner’s previously registered mark KoROSEAL for 
plasticized polymerized vinyl chlorides, etc. Summary judgment was granted to defendant, since 
a decision on the merits had already been rendered in a prior cancellation proceeding involving 
the same marks and parties. Petitioner contended that the Board should have disregarded its 
prior decision since petitioner had filed a later petition for cancellation incorporating the initial 
petition. The prior decision had been rendered on the merits after both parties had time to take 
testimony and file briefs. Respondent had filed an answer and cancellation could not be dis- 
missed thereafter without prejudice unless the respondent agreed. Since the prior decision had 
not been appealed according to ordinary procedures, and there was no indication that the Board 
lacked jurisdiction in the prior proceeding or that fraud was involved, the prior decision dis- 
missing the cancellation petition on the basis of no confusing similarity between the marks was 
res judicata. 1190 


300.4 APPEALS 


300.43 Court of Customs and Patent Appeals 


Application to register FRESK for a flavored and colored preparation used in making food 
beverages and ice cream was opposed by the owner of FRESHIE for a non-alcoholic concentrate 
used in making soft drinks. The Board dismissed the opposition on the grounds that the marks 
were readily distinguishable. Held: affirmed. While the similarities are obvious, the marks 
are readily distinguishable in sound and in appearance, and FRESK is not the phonetic equivalent 
of “fresca,” the Spanish equivalent of “fresh.” 1181 


300.44 District Court 


The court does not hesitate to reverse the Trademark Trial and Appeal Board when the 
decision is manifestly wrong. 84 


Action under 35 U.S.C. 146 by plaintiff to reverse decision of Patent Office denying its 
claim to registration. The court held that although the Patent Office decision as to confusion 
was not conclusive as res adjudicata, the plaintiff has burden of proving by substantial evidence 
that decision was erroneous. 946 


ALO-CREME and ALO-CREME AFTER TAN (Plaintiff) for body lotion and sun tan lotion. 
ALLERCREME and ALLERCREME SAF-TAN (Defendant) for body lotion and sun tan lotion. 


Action by plaintiff under 35 U.S.C. 146 for reversal of Patent Office denial of registration 
wherein defendant counterclaimed for infringement. Judgment for defendant on counterclaim 
charging trademark infringement; plaintiff denied right to register. Patent Office made a 
finding of likelihood of confusion as to the marks of the parties, and the plaintiff did not satisfy 
its burden of proof to show that the decision was clearly erroneous. The court found that the 
marks were so similar as to cause confusion and that a side by side comparison of the marks 
was not the test of likelihood of confusion. Also, actual confusion is not necessary for the 
granting of an injunction. 946 
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400. CONFUSING SIMILARITY (Also see Courts Section 600) 


400.1 In GENERAL 


LIPI-DERM (Applicant) for bath oil. 
LIPODERM and LIPODERMIC (Opposer) to suggest an ingredient in its bath oil. 

Registration refused. If registration were allowed, it would be contrary to opposer’s right 
to continue to use the terms LIPODERM and LIPODERMIC of which applicant’s mark LIPI-DERM is 
the phonetic equivalent. 107 

The test of infringement is likelihood of confusion. The question is whether NoRMANDY 
RESOTONE, plaintiff’s mark, was likely to cause customer confusion when used on the same 


goods as defendant’s BUNDY RESONITE mark. 384 
Substantial sales over a long period of time on a variety of products does not bar subse- 
quent registration of a similar mark on different goods. 442 


As the Statute requires, the court determined the issue of confusing similarity on the mark 
sought to be registered, the goods named in the application, and the prior mark and goods on 
which it is used or for which it is registered. 446 


The fact that petitioner is the owner of a number of registrations for marks consisting in 
part of the word wWovEN was insufficient in itself, to show public recognition of a family of 
marks in the hosiery field characterized by the term wovEN. 473 


Marks must be considered in their entirety, including descriptive and laudatory portions, 
in determining likelihood of confusion. The Board held that applicant’s cRESTWwovEN has sug- 
gestive connotation different from opposer’s LIN-WOV-IN, IN-WOV-IN and INTERWOVEN, that the 
marks were different in sound and appearance, and that purchasers were not likely to believe 
the hosiery sold under the marks originated from the same source. 473 


BULL DoG (Applicant) for paints and varnishes. 
BULL poG (Opposer) for adhesive linoleum paste. 

Opposition dismissed. Applicant’s prior use of MONARCH BULL boc for paint removers was 
undisputed, and it was evident to the Board that applicant used MONARCH and BULL DOG as two 
separate marks to identify paint remover. Applicant, therefore, was entitled to assert superior 
rights to opposer and opposer could not be damaged by such registration. Further, both parties 
had been using the same mark for thirty years without any instances of customer confusion. 
Registration allowed. 512 


DAIRY CHARM and slogan DAIRY CHARM FROM FARMER TO CONSUMER (Appellant-Applicant) for 
butter. 
COUNTRY CHARM (Appellee-Opposer) for dairy products. 

Decision sustaining opposition, reversed. Applicant was allowed to register a composite 
mark consisting of a head of a cow in an inverted triangle, a representation of city buildings 
and a slogan as well as the words DAIRY CHARM. Considering the mark in total appearance, the 
court found that the entire mark including the design features would be relied on in purchasing 
butter and the confusion was unlikely. The court considered that opposer’s mark COUNTRY 
CHARM was never used separately as a trademark on milk cartons. It appeared together with 
DEAN’s and the registered trademark of a bird on a mailbox. Opposer’s argument that CHARM 
is the dominant portion of the marks is of no importance since eight third-party registrations 
show that CHARM is used by others for other food products. Third-party registrations alone 
are some evidence as to the weakness of a mark, although they may not be proof that the word 
is suggestive as to the specific product. 950 


400.2 CoNFUSINGLY SIMILAR MarKS 


(This section is arranged alphabetically by Trademarks as far as possible. Also see Not 
Confusingly Similar Marks pages 100 to 106 and Word List pages 29 to 36.) 
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apjustA-Fit (Applicant) for manually operated valves for tubs and showers. 
aApyusto (Opposer) for shower fixtures, control valves and spray heads. 

Opposition sustained, affirmed. Evidence of six third-party registrations all of which 
issued subsequent to opposer’s registration and which were based upon alleged dates of first 
use subsequent to opposer, which registrations relate to goods of different descriptive properties 
from those goods upon which opposer and applicant use their respective marks are not sufficient 
evidence of lack of distinctiveness to overcome likelihood of confusion. That goods are used 
by discriminating class of purchasers does not eliminate likelihood of confusion between marks 
as applied to goods. 948 


ALFoRD (Applicant) for electronic equipment. 
ALFRED (Registrant) for electronic equipment. 

The Board found that even though the goods of the parties were different, non-competitive 
electronic products sold through common manufacturing representatives who do not handle 
other competitive products, and even though purchasers are skilled technicians, there is likeli- 
hood of purchaser confusion. 592 

In a suit for patent infringement, wherein it was found that the patent had been abandoned 
and was not infringed, plaintiff also sought cancellation of defendants’ trademark ARCWELL on 
the grounds that it was an infringement of plaintiffs’ ARcPLATED. Both parties used their mark 
for the same goods, reconditioned automotive crankshafts; both had filed their applications to 
register at approximately the same time in 1951; and both had filed affidavits under Section 15 
claiming incontestability. Plaintiff, however, was prior user in North Carolina. It was held, 
therefore, that it had acquired a valid right under state law prior to defendants’ registration so 
the latter mark was not incontestable. Although at the present time, both dealt with jobbers 
who relied very little on the respective trademarks, it was held that there was likely to be 
confusion in the future, especially if consumers should start to voice their own preferences in 
requesting reconditioned crankshafts. Held: defendants’ mark would be canceled. 497 


BARON ROTHSCHILD (Applicant) for vodka. 
MONOPOLES ALFRED ROTHSCHILD (Opposer) for wines, brandy and cognac. 

Opposition sustained. While it has been found that there are distinctions between wine and 
distilled alcoholic beverages which do not make them directly competitive, there can be no 
question of direct competition between vodka on one hand and brandy and cognac. The name 
of ROTHSCHILD is world renowned in the banking as well as the French wine industry, and 
several of the members of the family are of the nobility. It is very reasonable that persons 
familiar with opposer’s brandy and cognac might well be deceived into believing applicant’s 
vodka was in some way connected with opposer. 952 


BEAUTY NET (Applicant) for hair spray. 
BEAUTY SET (Cited Registration) for hair conditioning creme and hair color rinse. 

Considering the marks in their entireties, the court found confusing similarity in that there 
was no real difference between sET and NET as used. BEAUTY, which is the permanent part of 
the mark, was not ignored by the court in considering confusing similarity, even though it was 
a descriptive word, since all words involved were common in the field. 446 


CHOCOLATE ORBIT (Applicant) for cookies. 
orBIT (Registrant) for cookies. 

Marks on identical goods would be likely to cause confusion, however, registrant had 
abandoned the mark orBIT prior to applicant’s use of CHOCOLATE ORBIT, and applicant had 
superior rights to registration of the mark CHOCOLATE orBIT. Registration allowed to Johnston, 
denied to Sunshine Biscuits. 218 
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DAISY MAID (Applicant) for ready-to-use fruit flavored soft drinks. 
patsy (Cited Registration) for nonalcoholic maltless, concentrated syrups used in the prepara- 
tion of soft drinks. 

Registrant’s failure to file a Section 8 affidavit which indicates abandonment of one regis- 
tration of the mark paisy for syrups for soft drinks does not carry over to a second registra- 
tion for the same mark on the same goods owned by the same registrant. Refusal to register 
DAISY MAID for syrups for soft drinks was affirmed on the basis of the prior registration of 
DAISY for syrups for soft drinks. 676 
DAWG HOUSE and a cartoon representation of dog’s head (Applicant) for frankfurters, pickle 

relish, red pepper relish, ice cream, orange syrup and mustard. 
THE DOG HOUSE and representation of dog house and two dogs (Opposer) for chain of restau- 
rants selling frankfurters, sandwiches, beverages, etc. 

Opposition sustained. Application to register DAWG HOUSE and a cartoon representation of 
dog’s head for frankfurters, etc., was refused on the ground that the marks were substantially 
identical to opposer’s. Even though the representations used with the marks were different, the 
significance is the same when used with the words DAWG HOUSE or THE DOG HOUSE. Customers 
of opposer’s restaurants on encountering applicant’s products under such a similar mark might 
be confused, believing that applicant’s goods originated with opposer. Application refused. 1194 


DAYCRO-FLY and DAYCRO-TROLL (Applicant) for fishing lines. 
DACRON (Opposer) synthetic polyester fiber. 

Opposition sustained. Application was refused on the ground that applicant’s DAYCRO-FLY 
and DAYCRO-TROLL resemble opposer’s DACRON in sound and appearance. And, because of the 
obvious descriptiveness of the suffix portion of applicant’s mark as applied to fishing lines, the 
Board found that purchasers of applicant’s goods might well suppose that they emanated from 
or were sponsored by opposer who is the producer of DAcRON fibers of which applicant’s goods 
are made. 1195 





DEB (Respondent) for cleaning preparation for upholstery and furniture. 
DEBBIE (Petitioner) for household liquid and synthetic detergent. 


Petition to cancel granted. Petitioner filed an application to register DEBBIE for household 
detergents which was refused in view of the existence of respondent’s pes for furniture cleaner. 
Respondent, British corporation, filed for a registration of DEB in 1954 and obtained it in 1956. 
But, while respondent used the mark continuously in Great Britain, it had not shipped any 
goods in commerce in the United States since 1954. The issue was whether or not respondent 
had abandoned its right in the mark in the United States. The Statute provides a procedural 
advantage to a national or a resident of a party to the International Convention of Paris for 
the Protection of Industrial Property 1883 (revised 1958), in that such national having a bona 
fide business in any foreign country may register his marks in the United States without alleg- 
ing use in commerce as long as the mark is duly registered in the country of origin. Having 
once obtained a registration however, a foreign registrant is subject to the same treatment and 
conditions as a U.S. citizen as to maintenance of his registration including having his mark 
canceled on the grounds of abandonment and nonuse. Under U.S. law, two years is a reasonable 
period within which a mark must be used or deemed prima facie abandoned and may be 
canceled. This applies equally to marks of foreign registrants or those of U.S. registrants. 
For a mark not to be deemed abandoned (without other excuse) it must be used “in commerce” 
(within the jurisdiction of the U.S.), so that respondent’s argument that the mark was in use, 
in Great Britain rather than within the U.S. jurisdiction, was held of no avail: 





“registrant must after the issuance of said registration use the mark in the U.S. or in 
other commerce which may be lawfully regulated by Congress, and failure to make such 
use for a two-year period in the absence of excusable non-use, contributes an abandonment 
of the rights acquired by the registration and makes the registration subject to cancella- 
tion.” 1182 
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puoTiITE (Applicant) for bags composed principally of laminated paper, plastic or metal foil. 
puoTEX (Opposer) for fabric, and fabric and paper bags. 

Decision dismissing opposition reversed. The facts that the marks are so similar when 
considered in their entireties, and that the goods are sold through the same channels of trade, 
even though they are purchased in large quantities by more or less discriminating buyers, war- 
rant the conclusion that confusion would be likely among purchasers. 590 


EL ELEGANT (Applicant) for fabrics sold only in finished articles of apparel, namely women’s, 
4 misses’ and junior coats. 


ELEGANTE (Cited Registration) for men’s clothing, namely suits, topcoats and overcoats. 


Examiner refused application to register EL ELEGANT since the marks were substantially 
similar, and when used on men’s and women’s apparel, confusion was likely. 675 






































cay 90’s (Applicant) for milk and milk products. 
GAY NINETIES (Opposer) for baked goods. 


Opposition sustained. Although opposer’s fruit cake is sold through specialty departments 
of department stores, it is not limited to this outlet and might well be sold through the same 


channel as applicant’s milk, cream and cheese at a later date. The marks are substantially 
identical and might well cause customer confusion. 952 


Application to register GAY STRIDE for women’s hosiery and anklets was refused by the 
e Examiner on the grounds of confusing similarity between that mark and the previously regis- 
4 tered GAY STEP for women’s hosiery. The Examiner made this decision notwithstanding the fact 
: that the President of registrant’s corporation had filed a consent to applicant’s use and registra- 

tion on the grounds that there was no reasonable likelihood of confusion. Held: refusal to 

register affirmed. The Board agrees with applicant that in view of its widespread use the “term 
E GAY per se is not entitled to a wide scope of protection in the clothing field and that where 
there is an element of doubt a letter of consent from registrant should resolve such doubt in 
applicant’s favor.” Here, however, there is no doubt as to the likelihood of confusion. The 
marks are similar in composition, look alike and are substantially identical in meaning. Lefko- 
witz, Member dissented. “Considering the highly suggestive nature of this mark and the nar 
row scope of protection afforded such designations; the differences between them” and the 
consent by registrant, applicant is entitled to registration. The decision in Brown Shoe Co. 
v. Chris Laganas Shoe Co. where the Commissioner found Air STRIDE to be confusingly similar 
to AIR STEP for shoes is distinguishable. In that case, there was an opposition, and the Com- 
missioner stated that he was resolving the doubt in favor of opposer. 1024 


Application by General Electric to register GENALEX for a wide range of scientific, survey- 
ing, photographic and other instruments was opposed by JENAer, registrant of JENA GLASs for 
various kinds of glass laboratory equipment. Applicant contended that opposer never had 
physically applied its mark to its goods and that JENA GLASS was not a trademark but a 
geographical connotation comparable to “Milwaukee beer.” The Board rejected this contention. 
First, it is a collateral attack which cannot be raised absent a counterclaim for cancellation. 
Second, although not used physically on the goods or containers, the opposer’s mark had been 
frequently used in its catalogs to indicate origin and such use is sufficient to establish that 
opposer could be damaged by the grant of registration.* The Board concluded that in light of 
the fact that applicant’s goods comprehended many of opposer’s glass products, and considering 
the close similarity in sound between the two marks, confusion would be likely. Opposition 
sustained. 1185 





* The Board held that yena for glass had acquired secondary meaning and was in the 
category of such marks as PHILADELPHIA for cheese. Although applicant called attention to a 
decision adverse to opposer in a foreign tribunal, the Board held that this was not binding 
upon a determination of opposer’s rights in this country. The Board also held that opposer’s 
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GOLDEN worps (Applicant) for equipment sold as a unit for playing a picture matching word 
game; and GOLDEN GAMES for apparatus sold as a unit for playing games. 

GOLDEN (Opposer) in connection with books, games and toys including use of LITTLE GOLDEN 
BOOKS, GOLDEN GUIDE BOOKS, GOLDEN PICTURE BOOKS, GOLDEN BOOK OF WORDS, etc. 


Oppositions sustained. Although GoLDEN is a weak mark, opposer has established sec- 
ondary meaning in the term entitling opposer to protection against applicant’s use of GOLDEN 
as the dominant feature of its mark together with descriptive wording which would be likely 
to cause purchaser confusion if such similar marks were used on games. 594 

Application to register GRANT AVE FASHIONS (FASHIONS being disclaimed) for women’s 
ready-to-wear was opposed by W. T. Grant on the grounds of confusing similarity with its 
trade name—often abbreviated to GRANTS or GRANT—and its trademarks. It had used GRANT 
and GRANTS, occasionally linked with the word FASHION as trademarks for women’s apparel 
sold in its stores and had extensively used these words in its advertising. The Board found 
likelihood of confusion and sustained the opposition. Applicant had claimed that it sold only at 
wholesale so there would be no likelihood of confusion. It took no testimony, however, relying 
on evidence introduced during the ex parte application as well as explanations by counsel at 
that time. The Board held that such exhibits and statements, could not be used as evidence in 
an opposition proceeding because this would deny opposer the right to cross-examine the 
witnesses and question the authenticity of documents. Moreover, even if applicant sold only 
at wholesale, its goods eventually would reach retailers and cause confusion. 504 


IsoLastic (Applicant) for caulking compounds. 
sILastic (Opposer) for caulking compounds. 

Opposition sustained. The marks are so similar in sound and appearance when used on the 
same goods that customer confusion is likely. Evidence of others having used marks for 
caulking compound consisting of the suffix LAsTIc is not conclusive on the question of likelihood 
of confusion since the marks must be considered in their entireties. A trademark, however 
weak, is entitled to protection when there is substantial likelihood of confusion. The fact that 
a third-party has used the mark sEaAListic for caulking compounds for ten years side-by-side 
with opposer’s mark sILASTIC without customer confusion arising is immaterial since applicant 
is not in privy with the owner of the mark sEALASTIC and any rights such owner may have 
against opposer cannot be relied upon by applicant. 509 


JOHNSTON’S NO ROACH (Applicant) for insecticides. 
JOHNSON’S ANT KILLER with facsimile signature M. H. JOHNSON with design (Opposer) for 
insecticides. 
JOHNSTON’S NO ROACH for insecticides is likely to cause purchaser confusion with opposer’s 
mark JOHNSON’S ANT KILLER also for insecticides; both are sold to the same purchasers and 
through the same channels of trade. 430 


LIBRAPHONE (Applicant) for grooved phonograph records. 
LIBRASCOPE (Opposer) for computers, magnetic tape, demagnetizing and phonograph record 
cleaner. 

Decision dismissing opposition reversed. Applicant was refused registration for LIBRAPHONE 
in association with a design showing a row of books and the horn portion of the speaker for 
phonograph records. The court agreed with Trademark Trial and Appeal Board that the 
products move through the same channels of trade and are sold to the same class of purchasers. 


failure to object to the registration of applicant’s mark in foreign countries did not bar the instant 
opposition, and that opposer was not barred from opposing the instant application notwithstand- 
ing its choice not to oppose applicant’s prior registrations of GENALEX in the United States 
for different goods. With respect to applicant, the Board refused to consider some of the 
documentary exhibits which it filed under Rule 2.123(c) as this was submitted after applicant's 


testimony period had expired. 


ere 


So or RT RR 


CO 
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In determining likelihood of confusion, the court considered the marks in their entireties and 
found that both marks consist of the identical word Lipra and when applied to the goods which 
move through the same channels of trade to the same purchasers, confusion was likely. Any 
doubt as to likelihood of confusion is resolved against the newcomer. 670 


LUXURIA OMBRE (Applicant) for knitting yarn. 
LuxuRY (Cited Registration) for knitting yarn. 


Refusal to register the words LUXURIA OMBRE for hand knitting yarn affirmed. oOMBRE is a 
common term in the fabric industry to identify skein dyed yarn and when used in association 
with the term “worsted” as applicant has used it on its label, it is an apt descriptive term for 
applicant’s goods. LUXURIA is substantially the same as LuxuRyY which is already a registered 
mark. 510 


Applicant’s use of LyoNcraAFT for sinks is likely to cause confusion with opposer’s prior 
use of LYON for kitchen equipment. In view of the ordinary understanding of the word “craft,” 
the Board found that Lyoncrart did not create an impression substantially different from 
LYON. Persons not familiar with the fact that the opposer discontinued sale of kitchen cabinets 
at retail are likely to think applicant’s goods emanated from opposer. 201 


MARCREST and coat of arms design (Applicant) for electrical lamps. 
CREST and coat of arms design (Cited Registration) for electrical lamps. 


Refusal to register affirmed. When the marks are considered in their entireties purchasers 
are likely to be confused. Side by side comparison is not the test. Ordinary purchasers are not 
likely to distinguish between the technical differences in the design, and the verbal difference 
between MARCREST and CREST is not sufficient to distinguish the marks. 947 


MEDTRONIC (Applicant) for medical and surgical electronic equipment. 
MEDITRON (Opposer) for medical and surgical electronic equipment. 


Opposition sustained. The words are substantially similar in sound and appearance and 
even though the goods are purchased by highly skilled individuals, after careful study, such 
purchasers are not immune to mistakes, especially, if after a long interval the goods are re- 
turned for repair when one’s recollection of the producer is vague. Those having purchased 
MEDITRON products could very well be confused on encountering closely related equipment under 
the mark MEDTRONIC. 1181 


Petition by Metalworking Publishing Co., owner of registrations METAL-woRKING for peri- 
odicals and METALWORKING for a trade journal, to cancel Jenkins Publishing Company’s sup- 
plemental registration of WESTERN METALWORKING for a trade journal in the same industry. 
Held: the Board’s decision to cancel is affirmed. “Titles of publications must not be con- 
sidered any differently than trademarks for other products.” Appellee had obtained a Principal 
Register registration under Section 2(f) for its mark, thus indicating that METALWORKING had 
acquired a secondary meaning, and it can no longer be treated by others as if it were a common- 
place word. The mere inclusion by appellant of the word WESTERN in its title does not obviate 
confusion; indeed many space buyers might think this a western edition of appellee’s journal. 
Appellant submitted a long list of trade magazines illustrating that many publishers distinguish 
their publications from rival publications merely by the use of a geographical designation. How- 
ever, this list does not prove that in every situation marks which differ only in this fashion will 
be free of a likelihood of confusion. 1019 


METCO (Applicant) for replacement parts for automatic automotive transmissions. 


METCO (Opposer) for flame spray equipment, accessories and supplies and services of applying 
corrosion or wear resistant metallic material to machinery, tanks, etc. 

Opposition sustained. The Board found that purchasers familiar with opposer’s service 
were likely to be confused, on seeing applicant’s METco mark on auto replacement parts, think- 
ing that the replacement parts had been sprayed by opposer, or that the rebuilder or manufac- 
turer had used parts supplied by the opposer in accordance with methods suggested by opposer. 
Application refused. 1191 
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MICA SAVER (Applicant) kit for buffing and polishing plastic laminated materials. 
FORMICA (Opposer) for laminated sheets of wood, fabric or paper (impregnated with synthetic 
resin and consolidated under heat and pressure) for use on furniture, table tops, etc. 

Opposition sustained. Because of the long, continuous and extensive use of FORMICA, the 
Board found that purchasers of applicant’s MICA SAVER kits might well suppose that the initial 
portion of applicant’s mark was derived from opposer’s mark, and that applicant’s products 
emanated from opposer. 1194 


MISS AMERICAN TEEN-AGER (Applicant) for service mark for promotion of personal grooming, 
etc. 
MISS TEEN-AGE AMERICA (Registrant) for service mark for beauty and talent contests. 


Applicant’s mark is substantially identical in all material respects to prior registrant’s and 
confusion would be likely if applicant were allowed to register its mark. 679 


Petitioner, owner of the mark nivac for nickel and nickel alloys, sought cancellation of 
INVAC for metal and alloy in the form of ingots, billets, bars, rods, etc. Respondent also owns 
the marks INVACUTRODE and CONSUTRODE for metal and alloy, and it claimed that rNvAc is but 
one of a family. However, since petitioner’s NIVAC registration antedates respondent’s use of 
each of the alleged family, this contention could not aid respondent’s case. Respondent’s 
argument that this is a field of discriminating purchasers was rejected; the Board pointed out 
that manufacturers of these type products spend considerable effort in advertising brand names 
and they would not do so if customers did not order by brand. The two marks are sufficiently 
similar in appearance and sound to cause confusion. Although others have incorporated NI 
(for nickel) and vac (for vacuum) in their trademarks, this does not change the basic test of 
overall confusing similarity between the two marks. Petition granted. 106 


PAR (Registrant) for motor oil. 
SUPER PAR (Applicant) for gasoline and lubricating oil. 

Application to register SUPER PAR for gasoline and lubricating oil granted and registrant’s 
registration of PAR for motor oil was canceled. Applicant succeeded in establishing rights in 
SUPER PAR superior to registrant’s right in its registered mark Par. “Super” is merely a 
descriptive term commonly used in the petroleum field to designate grade or quality, and since 
the products of both parties are sold through the same channels to the same class of purchasers, 
the Board found the confusion would be likely. 514 


Representation of a peanut animated to look like a king (Applicant-Appellee) for nuts. 
Representation of a peanut animated to look like a man (Opposer-Appellant) for nuts. 

The court reversed the findings of the Board as to confusing similarity of the marks, and 
held that the marks were similar in many material aspects. The Board had considered only the 
differences in the marks, and had disregarded the obvious similarities for the reason that the 
representation of a peanut was descriptive. But, likelihood of confusion cannot be predicated 
merely on consideration of differences of the marks. Appellee in exercising his right to animate 
an illustration of his goods, came too close to the successful animation of appellant’s well-known 
trademark. The right to animate a peanut does not allow one to adopt it as a trademark closely 
approximating another and famous trademark. Any doubt as to confusion is resolved against 
the newcomer, in this case, appellee, especially because the established mark is famous and 
applied to an inexpensive product bought without much care. Further, opposer-appellant’s 
mark, the humanized peanut, has assumed many guises, such as with a Spanish hat and a 
shawl, and it is not improbable that he should wear a crown similar to appellee’s, making con- 
fusion likely in the sense of Section 2(d). 451 


PLEDGE (Plaintiff) for spray-on type wax furniture polish. 


PROMISE (Defendants) for spray-on type wax furniture polish. 


Defendants’ imitation of plaintiff’s label was so slavish that it actually caused customer 
confusion and defendant was enjoined from using the mark pRoMISE and the original PRoMISE 
label. 494 


th 
en 
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Application by Van Brode to register RIVAL for molded plastic spoons was opposed by 
Rival Manufacturing, owner of rivaL for a wide variety of kitchen utensils including various 
types of aluminum pots and pans, can openers and electric cooking utensils. Applicant contended 
that there could be no confusion as the goods are different, RIVAL is a weak mark (it introduced 
39 third-party RIVAL registrations into evidence), and applicant sells its RIVAL spoons, in bulk, 
to the institutional trade, not to the consumer. Held: opposition sustained. The other RIVAL 
marks are not in housewares and do not indicate that opposer’s mark is lacking in distinctive- 
ness in that field.* Although applicant now sells its RIVAL spoons only in bulk, it would not 
be precluded from changing its merchandising pattern after registration, and if its goods were 
offered in the same stores as opposer’s, confusion would be likely. The Board added: “While 
this conclusion is not free from doubt, we believe that in view of opposer’s long and extensive 
use of RIVAL, any such doubt must be resolved by reason thereof with said party.” 1186 


STAR OF THE SEA (Applicant) for canned tuna. 
CHICKEN OF THE SEA and WHITE STAR (Opposer) for variety of sea foods, including canned 
tuna. 

Opposition sustained. The record showed the applicant had never advertised or promoted 
the sale of canned tuna and that only a few sales were made through personal friends. The 
Board found that applicant never had a bona fide trade in canned tuna under the mark sTAR OF 
THE SEA which would create a right to ownership. Further, applicant’s composite mark was 
comprised of features common to one or the other of opposer’s marks which have been used 
extensively on canned tuna. Third-party registrations were held to be irrelevant and immaterial 
regarding applicant’s right to register. Since there would have been reasonable likelihood of 
confusion if application were allowed, the Board refused to register the mark. 1192 


STYLE (Petitioner) for hair setting lotion. 
STYLE-TEX (Respondent) for hair setting lotion. 

Petition to cancel granted. The court found that styLe, while it may be suggestive of 
petitioner’s product, was not descriptive of it, and held that styLe being the whole mark of 
petitioner and the dominant portion of respondent’s mark sTYLE-TEX, confusion would be likely 
to occur if the marks were used on hair setting lotion. 949 


ULTRAMATIC (Petitioner) for gas stoves. 
ULTRA.» MATIC (Respondent) for electric toasters. 

Petition to cancel granted. The Board found that petitioner’s mark ULTRAMATIC was not 
lacking in distinctiveness in the appliance field and that even though it may have been used as 
a grade mark to identify and distinguish petitioner’s top line of stoves it was no less a trade- 
mark. A trademark may include a designation of grade or quality without losing its character 
as a trademark. Even if it were only used as a grade mark the prior use of ULTRAMATIC would 
be sufficient to preclude respondent’s registration of this or a similar term for like or similar 
goods. Respondent’s electric toasters differ from petitioner’s stoves, but both comprise kitchen 
equipment, they are sold in the same stores, and it is not unreasonable that persons familiar 
with petitioner’s stoves would assume that respondent’s toasters under subtantially identical 
mark were produced by petitioner. 1026 


VoLTRON (Applicant) for electronic apparatus, such as meter relays, electrical signal responsive 
relay devices, etc. 
VoLTROL (Cited Registration) for voltage regulators and transformers. 
Refusal to register affirmed. The products are in the same field of electronics, are used 


by the same class of persons, and are so closely related that purchasers are likely to believe 
they emanate from the same source even though the purchasers are electronic engineers. Ir- 


* The Board noted that opposer’s rights in RIVAL extend not only to goods upon which 
the mark has been used but also to such other products which might reasonably be supposed to 
emanate from opposer. 1186 
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respective of the fact the word voxt is descriptive as applied to electrical products, when viewed 
in their entireties the marks so closely resemble each other that confusion is likely. 678 
Application to register WEATHER-MAGIC and design containing monogram wm, for warm 

air furnaces and air conditioning units was opposed by Trane Co., manufacturer of similar 
equipment, under its TRANE mark. Opposer proved that it had made extensive use of the 
phrases WEATHER MAGIC and HOUSE OF WEATHER MAGIC in promoting its products. It had put 
out a publication distributed monthly or bi-monthly under the former mark describing its 
equipment for architects, contractors, engineers, industrial users, stockbrokers, etc. It had 
featured the latter phrase at exhibits at various trade conventions including one where ap- 
plicant’s goods were featured. Held: opposition sustained. The fact that opposer’s use of the 
above phrases is not a technical trademark use is immaterial in an opposition. If applicant were 
to prevail, there would be damage to opposer in view of the likelihood of confusion resulting 
from the usage by both parties of the identical term WEATHER MAGIC in connection with the 
sale and advertising of goods identical in kind. 1190 
Application to register zIZANIE for perfume was refused on the grounds that it is confusingly 
similar to ZEZAN, previously registered to another for perfume. Refusal to register was affirmed. 
Applicant urged that the pronunciation of the two marks was quite different, but the Board 
ruled that “there is no such thing as a correct pronunciation of a trademark” and the marks 
are similar enough to be pronounced alike. In addition, they look alike, and confusion would 
be likely. Applicant introduced a letter from the registrant of ZEzAN to the effect that the 
latter was no longer marketing zEzAN fragrances. But such a letter is not conclusive evidence 
of abandonment and the mark, so long as it remains on the register, is a bar to this application. 
1187 

400.3 Nor Conrusincty SimILrar Marks 


(This section is arranged alphabetically by Trademarks as far as possible. Also see 
Confusingly Similar Marks pages 92 to 100 and Word List pages 29 to 36.) 


ACE HIGH (Applicant) for root beer. 
NEHI (Opposer) for soft drinks, syrups and extracts for same and chocolate flavored milk 
drink. 

Dismissal of opposition affirmed on appeal. ACE HIGH for root beer does not simulate the 
same meaning or sound like NEHI for soft drinks. The fact that the suffix HI is distinctive and 
the dominant feature of the mark NEHI does not overcome the determination regarding the 
other factors discussed. 499 


AEROMAGIC (Applicant) for aerosol packaged starch, tar remover and dust laying compound. 


AERO (Opposer) for mops, household cement and cleaning fluid, AERowAx for floor wax, 
AEROMIST for glass cleaner, AERO SHAVE for shaving lather, AERO sNow for artificial snow. 


Decision to sustain opposition reversed. Considering the marks as a whole, the court found 
no likelihood of confusion. The reasoning was based in part on the view that the AERO portion 
of applicant’s mark AEROMAGIC was highly suggestive bordering on descriptiveness when used 
on an aerosol packaged product. Further Agro is not the dominant part of applicant’s mark. 
None of the other of opposer’s marks when considered in their entireties resembled applicant’s 
AEROMAGIC. 1180 


AROLAST (Applicant) for urethane pre-polymer. 
AEROLAST (Opposer) for treads for tires used on wheels for industrial dollies, trucks, etc. 
Opposition dismissed. Opposer contended that applicant’s product selling under the name 
AROLAST, was one of the ingredients which when mixed with a conventional component produced 
what opposer merchandises under the mark AERoLAST. The Board found that confusion was 
not likely even though the marks were similar, since opposer dealt in a finished product, 
whereas applicant sells its urethane pre-polymer as a raw material. The mere intention on the 
part of opposer to expand by setting up a separate division which had not come to fruition to 
merchandise all polyurethane products was not enough to extend opposer’s trademark rights 
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related to the present use of the mark. Applicant sells its product to manufacturers who mix 
it with other components in making sealants and mastics, whereas opposer sells its finished 
product to purchasers of wheels and conveyor belts. Opposer’s customers buy AEROL wheels 
with AEROLAST. The Board found that since the products differ in physical and commercial 
aspects, they would not reasonably cause confusion. 119) 


BLUE GRASS (Petitioner) for soap and perfume. 
BLUE FERN (Respondent) for perfume and cologne. 


Petition to cancel BLUE FERN for perfume was dismissed. The Board found that BLUE was 
weak as applied to the cosmetic field and that BLUE FERN and BLUE GRASS are readily dis- 
tinguishable and do not have the same connotation. Third-party registrations showing the 
common use of BLUE in the field are considered even though some registrations may have ex- 
pired or have not been shown to be in use. 953 


CELLU-DOWN is not confusingly similar to opposer’s CELAPERM, CELAFIL, CELANESE, CELSHEER, 
CELALOFT or CELACLOUD, especially in light of fact that their customers, upholstered furniture 
manufacturers, are sophisticated and careful purchasers. 487 


CHEMFOAM and KEMFOAM (Applicant) for mattresses and box springs. 
CHEMFOAM (Cited Registration) for foamed plastic materials in form of sheets. 


Decision refusing registration reversed. While the goods of the parties are related, they 
are not sold in the same channels of trade and while it is common practice for fabric manu- 
facturers to supply hang tags to garment manufacturers to be placed on garments to identify 
the fabric, there is no evidence of a similar practice existing in regard to foam plastic from 
which mattresses are made. 680 


CIRCLE GRIP (Applicant) for canvas footwear. 
Grips (Opposer) for shoes made of canvas and rubber. 


Opposition dismissed. Since opposer’s mark Grips is highly suggestive if not descriptive 
of same quality of footwear, the mark can be afforded limited protection. Third-party regis- 
trations, whether or not they have expired or have been discontinued, have evidentiary value 
in establishing the adoption and common use by others in the industry of the same or similar 
marks for footwear. Considering the common use of the term in the industry, the Board found 
that CIRCLE GRIP was sufficiently different from GRIPS so as to preclude confusion. 514 


corostix (Applicant) corrugated trays for packaging candy, etc. 
CORROFLEX and other corro marks (Opposer) for corrugated paper trays, sleeves, etc. 


Opposition sustained. Applicant manufactures corrugated trays under the mark corosTIx 
with consent of a third-party for whom applicant makes corrugated paper under the registered 
mark corosuFF. Applicant could not preclude opposer from asserting prior rights in its mark 
because applicant had obtained consent of third-party to use the mark corostrx. Applicant 
cannot rely on any third-party rights or defenses against opposer because of mere consent or 
business arrangement between applicant and third-party. In order for opposer to claim a fam- 
ily of marks in the prefix corro, the record must show that the purchaser recognizes the 
family of marks as identifying opposer. Mere registrations of other corro marks is not 
enough. The Board in reaching its decision that confusion was likely did consider opposer’s 
practice of identifying its products with a series of the suffix corro trademarks. The Board 
found that coro is the phonetic equivalent of corro which relates to the character of the goods 
of the parties and as such, held discriminating purchasers familiar with opposer’s CorRo marks 
for corrugated packaging material would assume applicant’s corosTIx corrugated paper trays 
originate with opposer. 674 

Marks must be considered in their entirety, including descriptive and laudatory portions, 
in determining likelihood of confusion. The Board held that applicant’s cRESTWovEN has sug- 
gestive connotation different from opposer’s LIN-WOV-IN, IN-WOV-IN‘and INTERWOVEN, that the 
marks were different in sound and appearance, and that purchasers were not likely to believe 
the hosiery sold under the marks originated from the same source. 473 








102 ANNUAL INDEX, 1963 Vol. 53 TMR 


DAIRY CHARM and slogan DAIRY CHARM FROM FARMER TO CONSUMER (Appellant-Applicant) for 
butter. 
COUNTRY CHARM (Appellee-Opposer) for dairy products. 

Decision sustaining opposition, reversed. Applicant was allowed to register a composite 
mark consisting of a head of a cow in an inverted triangle, a representation of city buildings 
and a slogan as well as the words DAIRY CHARM. Considering the mark in total appearance, the 
court found that the entire mark including the design features would be relied on in purchasing 
butter and the confusion was unlikely. The court considered that opposer’s mark COUNTRY 
CHARM was never used separately as a trademark on milk cartons. It appeared together with 
DEAN’S and the registered trademark of a bird on a mailbox. Opposer’s argument that CHARM 
is the dominant portion of the marks is of no importance since eight third-party registrations 
show that CHARM is used by others for other food products. Third-party registrations alone 
are some evidence as to the weakness of a mark, although they may not be proof that the word 
is suggestive as to the specific product. 950 


FLEXAC (Applicant) for polyvinyl acetate emulsions sold to manufacturers of adhesives, paints, 
etc. 
FLEX-vAC (Opposer) for moisture proof composition bags. 

Opposition dismissed, affirmed. The Board found that even though there is a close simi- 
larity between the marks, when applied to the goods of the respective parties confusion would 
not be likely to occur. Applicant’s goods and opposer’s goods are non-competing products, 
advertised in different trade publications, and sold in different channels of trade to entirely 
different classes of purchasers. The common use of the suggestive syllable FLEx and the fact 
that opposer’s vAC suggesting vacuum which cannot be suggested by ac were also considered 
by the Board in arriving at the conclusion that confusion was not likely. 1019 

Application to register FRESK for a flavored and colored preparation used in making food 
beverages and ice cream was opposed by the owner of FRESHIE for a non-alcoholic concentrate 
used in making soft drinks. The Board dismissed the opposition on the grounds that the marks 
were readily distinguishable. Held: affirmed. While the similarities are obvious, the marks 
are readily distinguishable in sound and in appearance, and FRESK is not the phonetic equivalent 
of “fresca,” the Spanish equivalent of “fresh.” 1181 


Gini (Applicant) for soft drink beverages. 
NEHI (Opposer) for soft drink beverages. 

Opposition dismissed, affirmed. The Board found that the marks do not look alike, probably 
would not be pronounced alike and would not be likely to cause customer confusion. Opposer 
complained that the Board in arriving at its decision did not follow prior decisions of the 
Patent Office involving Nehi Corporation. The prior decisions, however, were those of the 
Examiner of Interferences and therefore, not binding as precedents. 948 


LIDOCATON (Applicant) for local anesthetic. 
LIDOCAINE (Opposer) for local anesthetic. 

Opposition dismissed. LIDOCAINE has always been used by opposer and other members of 
the medical and dental profession as the generic name for the local anesthetic which opposer 
manufactured and which was patented in the United States. Under such circumstances, it was, 
from its inception, dedicated to the public for use as a common descriptive name, and, therefore, 
opposer cannot claim any exclusive rights thereunder. The Board held that the determination 
must be based upon whether or not the mark sought to be registered is the legal equivalent of 
the generic name for the product, and concluded that Lipocaton, while containing the first six 
letters of the word “lidocaine,” is otherwise readily distinguishable therefrom and cannot be 
regarded as the legal equivalent thereof. In dismissing the opposition, the Board noted that it 
could not make a determination with respect to opposer’s contention that since applicant does 
not have a license to market its product in the United States, any sale thereof in such commerce 
would constitute a patent infringement. 1102 
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MAVERICKS (Applicant) for cigars. 
MAVERICK (Opposer) for western television program. 





Opposition dismissed. Applicant was permitted to register MAVERICKS for cigars. Although 
owner of MAVERICK television program licensed the use of the name on products like clothes 
and toys, it did not license its use on any tobacco products. The association between cigars, 

; even though the leading character in the television program smokes cigars, and the name of 
the television program is not so great as to be likely to confuse the public into believing the 
cigars are sponsored by the television program. While the fact that the party’s products are 
not competitive does not prevent opposer from asserting a cause action, there must be some 
facts showing likelihood of confusion; identity of the marks alone cannot be the sole basis of 


671 










relief. 












NOVOPHALT (Applicant) for insulation and anti-corrosion coverings made of glass fibre for 
construction purposes. 
NOVOPLY and other Novo prefix marks (Opposer) for wood and plywood products. 

Opposition dismissed. Although the goods of the parties are construction materials and 
are sold through the same building supply houses, the goods serve different purposes in the 
construction industry. Applicant’s goods are used for insulating and anti-corrosion covering 
while opposer’s goods are used for interior walls, etc. It was also of record that the prefix 
Novo and NOVA meaning “new” were used commonly as part of trademarks for construction 
materials. There was nothing in the record to show the public recognized opposer’s various 
Novo marks as a family of marks. 507 












PIC-A-NUT (Applicant) for nut meats. 
TAS-T-NUT (Opposer) for salted and unsalted nuts. 


Likelihood of confusion arises from use of the mark and not the mere registration of it. 
PIC-A-NUT is not confusingly similar to TAS-T-NUT for the same product. 437 







potycopy (Applicant) for photocopying machines, photographic developer and photographic 
copying paper. 

POLAROID (Opposer) photographic equipment and COPYMAKER, POLAROID COPYMAKER, POLAPAN, 
POLACOLOR, POLA-LINE, POLAPAK and POLACHROME. 

Opposition dismissed. The Board found that poLycopy was not merely descriptive of photo- 
copying machines. It was not commonly used in the trade to describe such machines, and, while 
“poly” means many and applicant uses the words “many copies” in its brochures, it does so 
only to indicate suggestiveness of the word potycopy which is used as a trademark throughout. 
Considering the marks as a whole, the Board found that none of the marks were confusingly 
similar. Opposer wished to rely on a family of names beginning with PoLa, but there was no 
i competent evidence indicating that the purchasing public recognized such a family of marks. 
i Finally, Poly is not the legal equivalent of Pola. The Board, inter alia, held that evidence that 
q applicant had indicated its mark was registered when it was not, was ex parte matter for the 
f Examiner to reconsider should applicant prevail on the inter partes issues. 1193 



















POLY-vUE (Applicant) for filmstrips or slidefilms projectors. 
POLAROID (Opposer) for photographic apparatus, accessories, equipment and supplies. Also 
POLAPAN, POLACOLOR, POLALINE, POLAPAK and POLACHROME. 

Considering the marks in their entireties, they are distinctly different in sound, appearance 
and connotation, therefore the Board dismissed the opposition. The prefix poy in applicant’s 
mark has a well understood meaning which is different from PoLa and confusion is not likely 
to arise even though registrant has a number of registrations with the prefix porta. In order 
to create rights under a family of marks opposer must promote a public awareness of the family 
of marks with the prefix poLa, and the mere ownership and registration of a number of marks 
containing this prefix is insufficient to create such rights per se. 1028 
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PREMIUM PoP (Applicant) for raw popcorn. 
PREMIUM (Opposer) for biscuits and crackers. 

Opposition dismissed. Opposer is the maker of the well-known crackers sold under the 
mark PREMIUM which opposer contended was a strong and celebrated mark because of the 
tremendous national sales. In order to show probable confusion with applicant’s mark PREMIUM 
pop for raw popcorn, opposer conducted a survey which the Board disregarded in its decision 
because such a survey by opposer was not conducted in the presence of other persons vitally 
interested therein; which might have been carried out in a manner as practically to insure the 
desired results. The Board found that opposer’s PREMIUM although its connotation was high 
quality had achieved secondary meaning, but it was a weak mark used by many others on food 
products and was not likely to be confused with applicant’s PREMIUM POP on raw popcorn. 1101 

Application to register “R” in sunburst design for projection screens refused by the Ex- 
aminer because of previous registration of an “R” in a circle imprinted along the perimeter 
with the words Robert Yarnall Richie Productions Inc. for motion pictures film. Examiner’s 
refusal to register overruled. The record revealed that registrant actually was in the business 
of filming motion pictures, primarily for industries, and selling finished pictures, not raw film. 
Under the circumstances the goods were entirely different and moved through different trade 
channels. Considering, in addition, the differences in the marks themselves there was no likeli- 
hood of confusion. 503 

Opposer is owner of the registered mark resipon for products for use in finishing textiles. 
Opposer’s chemicals bearing this mark are used for processing textile fabrics to impart special 
characteristics such as shrinkage resistance, resilency, wrinkle resistance, etc. Opposer sells to 
textile finishers; however, it supplies RESIPON hang tags which can be affixed either to the 
treated fabric or, ultimately, to the finished garment. Applicant seeks to register RESI-PURE and 
RESI-PERM for special processes whereby certain characteristics are imparted to fabrics. RESI- 
PURE identifies a finish designed to inhibit bacterial growth, RESI-PERM identifies a process which 
produces a stiff bouffant. Applicant also supplies hang tags bearing its mark for use on the 
fabric or garment from which it is made. Although opposer and applicant are not competitors, 
indeed applicant could be a customer of opposer, nontheless because of the use of hang tags 
on the finished goods, there could be confusion if the marks were similar. Held: the term REsSI 
imples a resinous finish; the overall meaning of the marks is quite distinct and there is no 
likelihood of confusion. Opposition dismissed. 505 

Defendant registered the single word RESONITE for clarinets ; however, the inherent weakness 
of the mark is shown by the limited use under which the defendant’s rights must be established, 
i.€., BUNDY RESONITE. The court found no evidence of likelihood of confusion especially since 
plaintiff always used NORMANDY in conjunction with RESOTONE on its clarinets. 384 

Opposer, prior user and registrant of RoLopEx for rotary card files, was unsuccessful in 
preventing registration of WHIRL-O-DEXx for similar goods. Applicant showed numerous third- 
party registrations of marks for card files and related goods in which pEx was the suffix, e.g. 
WHEELDEX, CARDEX, SPIN-DEX, etc. Both applicant’s and opposer’s marks are clearly suggestive 
of the desirable characteristics of a rotary card file, and since the two marks are otherwise 
substantially dissimilar, opposer was not entitled to prevent registration. Fact that applicant’s 
mark was used by a wholly owned subsidiary rather than by applicant does not deprive appli- 
cant of ownership; Section 5 (related companies) envisages such an arrangement. 500 


$1zzLE (Applicant) for fresh and frozen packaged meats. 
LITTLE SIzzLERS (Opposer) for pork sausage. 

Opposition dismissed. The Board found that the marks were sufficiently distinguishable to 
alleviate the likelihood of confusion. Further, it was held that s1zzLE is suggestive of meat 
products to be fried, while LITTLE s1zzLeRs is highly suggestive of small pork sausages suitable 
for frying. Considering the nature of the marks and the overall difference in sound and ap- 
pearance opposition was dismissed. 1192 
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SOCIETY DEBS (Applicant) for shoes. 
STYLISH DEBS (Opposer) for shoes. 

SOCIETY DEBS is not so similar to opposer’s mark sTyLISH DEBS, both for shoes, to be likely 
to cause purchaser confusion. 433 


suN (Petitioner) for detergents and/or soaps for household use. 
SUNSHOWER (Respondent) for creamy shampoos. 

Petition to cancel dismissed. While shampoos, detergents and soaps are essentially soaps 
and may cause confusion if sold under similar marks, the Board held that the marks, when 
considered as a whole neither look alike nor sound alike and create different commercial im- 
pressions making confusion among customers unlikely. 594 


TRICKI DICKI (Applicant) for shirt bosoms and dickeys. 
picKiEs (Opposer) for a variety of work clothing including shirts, dungarees, jeans and the 
like. 

Application allowed; opposition dismissed. The Board found that picKIE as used by 
opposer was both a surname, and the diminutive of the name Richard, and that purchasers of 
opposer’s goods would regard it as such. However, applicant’s pick1£, while it is the phonetic 
equivalent of the name Dickie, is likewise the phonetic equivalent of the word dickey or dicky, 
which is a common descriptive name for wearing apparel of the character for which applicant 
seeks registration. Thus, to purchasers of applicant’s goods so marked, pick would connote 
the product rather than the name picxre. The Board found no likelihood of confusion and 
did not concur in opposer’s contention that applicant was not entitled to registration since 
TRICKI DICKI was merely descriptive of applicant’s product. In any event, opposer had no right 
to be heard regarding descriptiveness of applicant’s mark since it was an ex parte matter, and 
opposer did not manufacture any product of which the mark was descriptive. 1195 


TYLoK (Applicant) for tube fittings and couplings. 
SWAGELOK (Opposer) for tube couplings. 

Opposition dismissed. LOK is a common descriptive suffix when applied to the goods. 
Otherwise the marks neither look alike nor sound alike and confusion is not likely. 510 

Opposition sustained. Application to register vAN LIFT, with Lift disclaimed, for fork lift 
trucks used for loading and unloading cargo containers from moving vans. Opposed by owner 
of registered marks YARDLIFT and CLARKLIFT, for fork lift trucks and MOBILVAN for freight car- 
riers, on grounds of confusing similarity, and on claim that VAN LIFT is merely a descriptive 
name for such trucks. In absence of evidence that opposer advertised its marks conjointly, they 
cannot be combined for purpose of comparing with applicant’s mark. Taken singly, there is no 
confusing similarity. Evidence indicates, however, that VAN LIFT would be an apt name to 
describe this type of truck and purchasers would assume that the name described the goods not 
their source. Registration would deny opposer the right to use this notation in describing its 
fork lift trucks of this type. 217 


VAR-I-PAN (Applicant) for photographic film. 
VARIGAM and VARILOUR (Opposer) for photographic paper. 

Opposition dismissed. The Board found the vari is not arbitrary as applied to photo- 
graphic goods and supported its position on the basis of several third-party registrations using 
it for its suggestive connotation. Further, it would probably be understood by the purchaser 
as descriptive and therefore, have little trademark significance. PAN is also commonly used in 
this field and customers are not likely to be confused. 951 

Applicant sought to register a composite mark for cement consisting of the words VICTOR 
PORTLAND CEMENT superimposed on the letter “V”, with Portland Cement disclaimed. Ap- 
plicant claimed it was owner by assignment of a valid and subsisting registration of the same 
words superimposed on a “V” enclosed in a circle bearing further printed matter. Applicant, 
through the testimony of two witnesses, supported by some documents, sought to show that the 
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older mark had been used continuously by applicant and two predecessors in interest since 1919. 
Opposer, owner of a registered composite mark for cement consisting of the word VOLUNTEER 
superimposed on a “V” in a circle, had used its mark since 1928. It attempted to show through 
some documents and cross-examination that the memory of applicant’s witnesses was faulty and 
that applicant had failed to use its vicror on a “V” mark during the period 1940-1948. The 
opposition was dismissed. “Oral testimony, if clear and convincing, is competent to establish 
both prior and continuous use of a trademark.” Applicant’s witnesses met this requirement; 
although they might have had certain dates wrong, both had worked for the predecessor com- 
panies and testified from personal knowledge. The fact that the vicror on “V” mark did not 
appear in certain of applicant’s ads during the questioned years, and was not mentioned in trade 
listing of marks for cement did not prove abandonment. By way of dictum the Board added 
that regardless of priority, the vicror on a “V” mark was not confusingly similar to the op- 
poser’s VOLUNTEER on a “V”. 500 


wa within hexagon border (Respondent) for piping devices, lubricating units, pressure reducing 
valves and gaskets. 

w crossed by an arrow in hexagon border (Petitioner) for rubber and fabric tubing, valves, 
cocks, handles for valves and cocks, couplings, etc. 

Petition dismissed. Viewing the marks in their entireties, the Board found no likelihood of 
confusion. A hexagon design containing letters is so very common for trademarks that it has 
little or no significance as an indication of origin. Apart from that, the marks are distinctly 
different. Copies of third-party registrations disclosing marks including a hexagon as a part 
thereof are evidence which the Board considers an issue of alleged distinctiveness of a part of 
a mark. 1029 


400.4 Crass or Goons 


Applicant’s use of LyoncraFrt for sinks is likely to cause confusion with opposer’s prior 
use of Lyon for kitchen equipment. In view of the ordinary understanding of the word “craft,” 
the Board found that Lyoncrart did not create an impression substantially different from Lyon. 
Persons not familiar with the fact that the opposer discontinued sale of kitchen cabinets at retail 
are likely to think applicant’s goods emanated from opposer. 201 


Representation of an outline of a droplet containing an animated droplet figure (Applicant) for 
equipment for mulching, seeding and fertilizing. 

Representation of an animated droplet (Opposer) for seed-treating compositions and equipment. 

Opposition sustained. The Board found that the droplet figure was an arbitrary trademark 
and that through opposer’s prior use of the mark, it became well-known in the trade indicating 
opposer as its source of origin. Although the marks are different, opposer has used the animated 
figure in more than one position. Persons are likely to have a general rather than a detailed 
impression of opposer’s mark and if applicant is allowed to use his mark on closely associated 
goods, which are ordinarily sold through the same channels of trade, purchasers are likely to be 
confused as to origin of the goods. 217 


ELIZABETH KENT (Applicant) for cologne, lipsticks, home permanent pin curl lotion and leg 
make-up. 
KENT (Opposer) for brushes in the toilet goods field. 

Opposer’s complexion brushes and nail brushes and applicant’s cosmetic products are likely 
to be sold over the same department store counters to the same class of people and would likely 
cause customer confusion. The fact that the goods are not of the same descriptive properties 
ceased to be important in 1947 after the Lanham Act. 468 


Opposer’s mark “I” within an “O” for bottles, jars, jugs, decanters, drinking glasses, cruets, 
building blocks and closures for containers is not likely to be confused with applicant’s “I” 
within a hexagon figure for transistors and diodes. The goods are sold through different 
channels of trade to different classes of purchasers and the goods themselves are unrelated. 
The marks are also dissimilar in appearance and are not spoken in normal use. 484 
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Application to register “R” in sunburst design for projection screens refused by the Ex- 
aminer because of previous registration of an “R” in a circle imprinted along the perimeter 
with the words Robert Yarnall Richie Productions Inc. for motion pictures film. Examiner’s 
refusal to register overruled. The record revealed that registrant actually was in the business 
of filming motion pictures, primarily for industries, and selling finished pictures, not raw film. 
Under the circumstances the goods were entirely different and moved through different trade 
channels. Considering, in addition, the differences in the marks themselves there was no like- 
lihood of confusion. 503 


SCORE MASTER (Opposer) for leather shoes and moccasins, athletic footwear, roller and ice 
skating shoes, shoes worn by baseball, basketball and football players, etc. and SKATE MASTER 
for roller skates with shoes attached and ice skates with shoes attached. 


SPORTMASTER (Registrant) for baseball gloves, baseballs and other athletic equipment. 


Opposition dismissed. Although the goods are such that a purchaser would assume they 
originate from a single source, the marks are aurally and visually distinct when considered in 
their entireties. The only similarity is in the word “master” which is an ordinary dictionary 
term having the connotation of excellence. 507 


NOVOPHALT (Applicant) for insulation and anti-corrosion coverings made of glass fibre for 
construction purposes. 
NOVOPLY and other novo prefix marks (Opposer) for wood and plywood products. 

Opposition dismissed. Although the goods of the parties are construction materials and 
are sold through the same building supply houses, the goods serve different purposes in the 
construction industry. Applicant’s goods are used for insulating and anti-corrosion covering 
while opposer’s goods are used for interior walls, etc. It was also of record that the prefix 
Novo and NOVA meaning “new” were used commonly as part of trademarks for construction 
materials. There was nothing in the record to show the public recognized opposer’s various 
Novo marks as a family of marks. 507 


HELP (Petitioner) for hydrocarbon liquid used for grease solvent, cleaning fluid, etc. 
HELP (Cited Registration) for general household cleaning preparation. 


Refusal to register affirmed. It is common knowledge that dry cleaning fluid and general 
household cleaning preparations are sold in the same stores and very likely would cause 
customer confusion if sold under the same mark. 508 


E-Z PAK and E-Z OPENER (Petitioner) for paper bags and/or paperboard container for food 
products. 


E-Z OPEN PAK (Respondent) for packaged luncheon meat. 


Petition to cancel dismissed, but registration canceled ex parte. The marks are similar, 
but the goods of the parties are dissimilar. Respondent’s supplemental registration was for 
packaged luncheon meats, not the cellophane tear open package in which the meat was sold. 
The Board found that there was no competition between the sale of meat and paper bags or 
cartons. The issue involved was not whether petitioner would be damaged by the manner in 
which the mark was used by respondent, but by the use on goods for which registration was 
granted. Petitioner’s claim of a family of marks was not shown in the record. In fact, third- 
party registrations made of record tended to negate the claim of a family of marks. 511 


ADVANCE (Petitioner) for tubular scaffolding. 
ADVANCE (Respondent) for building supplies. 


Petition to cancel respondent’s registration granted. The goods of both parties move 
through the same channels of trade to the same purchasers and there is likelihood of customer 
confusion. 513 

Application to register BARTEMP for ball bearings was opposed by registrant of BARTEMP 
for steel. Opposer introduced no evidence to support its contention of likelihood of confusion; 
it merely relied on its registration and the argument that confusion is likely because ball bear- 
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ings are made of steel and are most important in the rolling of steel. Opposer cited numerous 
cases where confusing similarity had been found when same mark was used for a particular 
material and a device made from it. Held: opposition dismissed. The mere fact that applicant’s 
product is made from steel does not in and of itself support a conclusion of likelihood of 
confusion. In all the cases relied on by opposer, the opposer had introduced evidence to support 
that finding. Absent such evidence, the differences between the two products are such that 
their sale under the mark BARTEMP is not likely to cause confusion. 515 


suN (Petitioner) for detergents and/or soaps for household use. 
SUNSHOWER (Respondent) for creamy shampoos. 


Petition to cancel dismissed. While shampoos, detergents and soaps are essentially soaps 
and may cause confusion if sold under similar marks, the Board held that the marks, when 
considered as a whole neither look alike nor sound alike and create different commercial im- 
pressions making confusion among customers unlikely. 594 


Petition to cancel LULL-A-BABE registered for nursing bottles by the owner of the mark 
LULLABY first used for nursing nipples, but later abandoned on nursing nipples and used on 
musical bottle holders was dismissed. Petitioner’s nonuse for eleven years created a strong pre- 
sumption of abandonment which only convincing evidence to the contrary would have overcome. 
Further, petitioner indicated abandonment by later registering LULLABY for a musical bottle 
holder, a use which was entirely different from the original use on nipples. 680 


CHEMFOAM and KEMFOAM (Applicant) for mattresses and box springs. 
CHEMFOAM (Cited Registration) for foamed plastic materials in form of sheets. 

Decision refusing registration reversed. While the goods of the parties are related, they 
are not sold in the same channels of trade and while it is common practice for fabric manu- 
facturers to supply hang tags to garment manufacturers to be placed on garments to identify 
the fabric, there is no evidence of a similar practice existing in, regard to foam plastic from 
which mattresses are made. 680 


Gay 90’s (Applicant) for milk and milk products. 
GAY NINETIES (Opposer) for baked goods. 

Opposition sustained. Although opposer’s fruit cake is sold through specialty departments 
of department stores, it is not limited to this outlet and might well be sold through the same 
channel as applicant’s milk, cream and cheese at a later date. The marks are substantially 
identical and might well cause customer confusion. 952 


BARON ROTHSCHILD (Applicant) for vodka. 
MONOPOLES ALFRED ROTHSCHILD (Opposer) for wines, brandy and cognac. 


Opposition sustained. While it has been found that there are distinctions between wine 
and distilled alcoholic beverages which do not make them directly competitive, there can be 
no question of direct competition between vodka on one hand and brandy and cognac. The 
name of ROTHSCHILD is world renowned in the banking as well as the French wine industry, 
and several of the members of the family are of the nobility. It is very reasonable that persons 
familiar with opposer’s brandy and cognac might well be deceived into believing applicant’s 
vodka was in some way connected with opposer. 952 


GAF (Applicant) for additives for motor oil or fuel for the purpose of dissolving deposits of 
carbon in internal combustion engines. 

GAF (Opposer) for dyestuffs and pigment and chemical compounds used as additives in com- 
pounding lubricants for internal combustion engines. 

Opposition sustained. Applicant manufactures specialized lubricant admixtures designed 
for internal combustion engines, automatic transmissions and vehicle radiators. Since 1956, it 
has sold its product under the name GaF to new car dealers, by means of personal contact and 
demonstration, and also directly to service stations and the automotive public. Opposer proved 
prior use of GAF as a house mark on products including an additive sold to the petroleum in- 
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dustry for industrial use which are not distributed through retail outlets. The Board on 
rehearing found that opposer’s chemicals are added to lubricating oil without any further 
process and can just as well be added to the crankcase of an automobile by an ordinary 
mechanic or the owner himself; and held the fact that opposer does not sell through retail 
outlets does not prevent it from doing so in the future, and at such future time the public is 
likely to be confused by applicant’s and opposer’s additives sold under the same mark. 954 


voGuE (Applicant) for greeting cards and wrapping paper for gifts. 
voGuE (Opposer) for fashion magazine. 


Opposition dismissed. The Board found that applicant’s greeting cards and opposer’s 
magazine had nothing in common with respect to their essential characteristics and pertain to 
different fields. Third-party registrations for the mark voGuE on closely related goods, were 
considered by the Board as evidence of the fact that vocuE was a “weak” mark; and it held 
that it was unlikely that the public would believe the goods of the parties emanated from the 
same source. 955 


ULTRAMATIC (Petitioner) for gas stoves. 
ULTRA. MATIC (Respondent) for electric toasters. 


Petition to cancel granted. The Board found that petitioner’s mark ULTRAMATIC was not 
lacking in distinctiveness in the appliance field and that even though it may have been used 
as a grade mark to identify and distinguish petitioner’s top line of stoves it was no less a 
trademark. A trademark may include a designation of grade or quality without losing its 
character as a trademark. Even if it were only used as a grade mark the prior use of 
ULTRAMATIC would be sufficient to preclude respondent’s registration of this or a similar term 
for like or similar goods. Respondent’s electric toasters differ from petitioner’s stoves, but 
both comprise kitchen equipment, they are sold in the same stores, and it is not unreasonable 
that persons familiar with petitioner’s stoves would assume that respondent’s toasters under 
substantially identical mark were produced by petitioner. 1026 


Application by Dumas Milner Corporation to register Mystic Mist for a silicone fabric 
spray to render fabrics, furniture, wallpaper and clothes, stain and water resistant was op- 
posed by Knapp-Monarch, owner of MAGIK MiIsT for insecticides packaged in aerosol con- 
tainers and MAGIK-GLO for spray-dispensed liquid wax. Held: opposition dismissed. Opposer’s 
contention that it has a family of marks is not supported by the evidence. Opposer’s position 
seems to be that because of its use of MAGIK MIST on a household product dispensed in an 
aerosol container, all other household products sold under similar marks are barred from 
registration regardless of how dissimilar the product may be. But considering that MIsT is 
descriptive, that the goods are different, that macic has been extensively adopted for other 
household products, as shown by numerous third-party registrations, and considering the over- 
all differences between the marks, the Board found that confusion is unlikely. Opposer had filed 
as its chief evidence documentary exhibits made of record under Rule 1.282, a copy of its regis- 
tration, its combined Section 8 and 15 affidavit, the label showing its mark originally filed with 
its application, and the exhibit attached to its above-mentioned affidavits. The Board stated 
that these documents could show the registration and its incontestability, but could not be used 
as evidence of use unless identified and introduced in evidence as required by Rule 2.126. More- 
over, the labels and exhibits were not official records or printed publications within Rule 1.282. 

1187 


AROLAST (Applicant) for urethane pre-polymer. 
AEROLAST (Opposer) for treads for tires used on wheels for industrial dollies, trucks, etc. 


Opposition dismissed. Opposer contended that applicant’s product selling under the name 
AROLAST, was one of the ingredients which when mixed with a conventional component pro- 
duced what opposer merchandises under the mark akERroLtast. The Board found that con- 
fusion was not likely even though the marks were similar, since opposer dealt in a 
finished product, whereas applicant sells its urethane pre-polymer as a raw material. The 
mere intention on the part of opposer to expand by setting up a separate division which had 
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not come to fruition to merchandise all polyurethane products was not enough to extend 
opposer’s trademark rights related to the present use of the mark. Applicant sells its product to 
manufacturers who mix it with other components in making sealants and mastics, whereas 
opposer sells its finished product to purchasers of wheels and conveyor belts. Opposer’s 
customers buy AEROL wheels with AERoLAST. The Board found that since the products differ 
in physical and commercial aspects, they would not reasonably cause confusion. 1191 


DAWG HOUSE and a cartoon representation of dog’s head (Applicant) for frankfurters, pickle 
relish, red pepper relish, ice cream, orange syrup and mustard. 


THE DOG HOUSE and representation of dog house and two dogs (Opposer) for chain of 
restaurants selling frankfurters, sandwiches, beverages, etc. 


Opposition sustained. Application to register DAWG HOUSE and a cartoon representation of 
dog’s head for frankfurters, etc., was refused on the ground that the marks were substantially 
identical to opposer’s. Even though the representations used with the marks were different, the 
significance is the same when used with the words DAWG HOUSE or THE DOG HOUSE. Customers 
of opposer’s restaurants on encountering applicant’s products under such a similar mark might 
be confused, believing that applicant’s goods originated with opposer. Application refused. 1194 


DAYCRO-FLY and DAYCRO-TROLL (Applicant) for fishing lines. 
DACRON (Opposer) synthetic polyester fiber. 

Opposition sustained. Application was refused on the ground that applicant’s DAYCRO-FLY 
and DAYCRO-TROLL resemble opposer’s DACRON in sound and appearance. And, because of the 
obvious descriptiveness of the suffix portion of applicant’s mark as applied to fishing lines, the 
Board found that purchasers of applicant’s goods might well suppose that they emanated from 
or were sponsored by opposer who is the producer of Dacron fibers of which applicant’s goods 
are made. 1195 


500. COURTS 
500.1 Basis oF RELIEF 
500.11 In General 


Plaintiff, the well-known entertainer known for his unique vocal comic style, brought an 
action against defendants alleging that in advertising its product LEsToIL on television, it used 
a cartoon of a duck with an actor imitating the vocal sounds of plaintiff, and that as a result 
television audience believed the sounds made by the duck were made by plaintiff. Plaintiff is not 
complaining simply of imitation in the sense of copying his material or ideas, but of causing a 
mistake in identity. It was not defendants’ product that was offered in competition, but that 
of the anonymous actor who for defendants’ benefit was subsidized by defendants. Judgment 
dismissing the action for not stating a cause of action was vacated and the case was remanded 
for further proceedings. The court could not agree with defendants that there was no com- 
petitive interest or purpose and no real confusion of product which would lead to plaintiff’s loss 
of an opportunity in the entertainment field as a result of the deliberate imitation of plaintiff's 
voice. 65 

Fact that defendant vigorously enforced its rights in its TRIUMPH mark abroad against 
American competitors has no bearing on its rights to use its mark in this country. 357 

Where plaintiff’s mark CLEARTEX was used by defendant in reprinting plaintiff’s chart of 
mathematical coefficients of various shielding elements, this was not infringement as the use 
was not likely to cause confusion. 379 

The law of unfair competition has been expanded to cover situations where there is no 
actual competition; trademark infringement now covers situations where only a property right 
in a trademark has been invaded. 415 

In a prior suit, Miles, owner of the mark ALKA-SELTZER for a headache and stomach upset 
remedy, had sought to enjoin Frolich’s use of MILK-0-SELTZER for a similar product. The trial 
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court had found no infringement and had been affirmed on appeal. Frolich now sues Miles for 
damages charging that the original suit constituted malicious prosecution. The trial court 
granted summary judgment to Miles. Held: affirmed. Miles had acted on the advice of counsel, 
had prosecuted successful suits against other -sELTzER marks, had probable cause to believe it 
would be successful and had no malice in bringing the action. 1013 


500.13 Collective Marks 


This is an interlocutory appeal under Rule 54(b) of Federal Rules of Civil Procedure from 
a judgment dismissing complaint; affirmed. Plaintiff alleged trademark infringement and in- 
ducement to breach contractual relations with its local affiliated member cooperatives. National 
Cooperative, the third-party defendant, is the owner of the contested collective trademark 
co-op; plaintiff is its licensee having only the trademark rights granted by its membership in 
National. Any use of co-op by plaintiff, a related company, inures to the benefit of the 
registrant, National. No express exclusive territorial right was ever given to plaintiff to use 
the mark, and as a general rule none will be implied. The trial court held that plaintiff had 
been given no exclusive territory in the license agreement and that after a license expired or 
was revoked, the licensee can set up no claims against licensor adverse to the terms of the 


license and actual use. No equitable rights are created in licensee to recover loss of profits. 
1175 


500.14 Colorable Imitations 


Plaintiff, the well-known entertainer known for his unique vocal comic style, brought an 
action against defendants alleging that in advertising its product LESTOIL on television, it used 
a cartoon of a duck with an actor imitating the vocal sounds of plaintiff, and that as a result 
television audience believed the sounds made by the duck were made by plaintiff. Plaintiff is not 
complaining simply of imitation in the sense of copying his material or ideas, but of causing a 
mistake in identity. It was not defendants’ product that was offered in competition, but that 
of the anonymous actor who for defendants’ benefit was subsidized by defendants. Judgment 
dismissing the action for not stating a cause of action was vacated and the case was remanded 
for further proceedings. The court could not agree with defendants that there was no com- 
petitive interest or purpose and no real confusion of product which would lead to plaintiff’s loss 
of an opportunity in the entertainment field as a result of the deliberate imitation of plaintiff’s 
voice. 65 

Defendant has an obligation to advertise, display and promote its product so as not to be 
unduly confusing to the average consumer. 341 


PLEDGE (Plaintiff) for spray-on type wax furniture polish. 
PROMISE (Defendants) for spray-on type wax furniture polish. 

Defendants’ imitation of plaintiff’s label was so slavish that it actually caused customer 
confusion and defendant was enjoined from using the mark PROMISE and the original PROMISE 
label. 494 

Plaintiff, manufacturer of zippo cigarette lighters, brought this action for trademark in- 
fringement and unfair competition to keep defendant from imitating its lighter’s shape and 
appearance. Defendant began to import Japanese lighters with full knowledge that they re- 
sembled the zippo lighters. In fact, the court found that defendant’s standard and slim lighters 
were a “Chinese copy” of the zippo lighters although material and workmanship were poorer. 
Defendant sells the lighters exclusively by means of display cards on which their name ROGERS 
prominently appears along with “Made in Japan.” In order to obtain relief in this unfair 
competition action, plaintiff was required to prove: 


1. Defendant’s lighter copied plaintiff’s lighter ; 


. The copied feature had acquired secondary meaning ; 


2 
3. The copied feature was likely to cause purchaser confusion as to source; 
4 


. The copied feature was nonfunctional. 











112 ANNUAL INDEX, 1963 Vol. 53 TMR 


Plaintiff was able to prove (1), (2) & (3) above but not (4). It was noted that even if the 
copied feature was functional and had developed secondary meaning, the defendant would be 
required sufficiently to differentiate its product from plaintiff’s. Courts have also granted relief 
for unfair competition based on analyses other than the foregoing. However, none of the 
necessary factors are present in this case. Also defendant is not trying to trade on plaintiff’s 
name. Similar methods of doing business used by defendant are not improper. In short, defen- 
dant is not guilty of palming off or intentionally deceptive marketing practices. Other elements 
of the decision included the following: 


(a) Plaintiff's consumer survey was held admissible to show secondary meaning and like- 
lihood of confusion, but it would have given more weight had defendant’s display card been 
shown to those who participated in the survey. 


(b) Furthermore, secondary meaning as to the shape and appearance of plaintiff’s slim 
lighter was not proved, as of the time defendant began marketing its competitive slim lighter. 
Similarly, likelihood of confusion was established between plaintiff’s and defendant’s standard 
lighters, but not as to the slim lighter. 


(c) Whether or not features are functional depends on whether the prohibition against 
imitation by others will deprive them of something which will substantially hinder them in 
competition. 


Features of goods were defined as functional if they affect their purpose, action or performance, 
or the facility or economy of processing, handling, or using them, and possibly if it affects the 
buyer’s choice because of its pleasing appearance. The court found that the external shape of 
plaintiff’s lighter was functional, the rounded corners, beveled edges and curved top represents 
a cheaper way to manufacture lighters and plaintiff is not entitled to injunctive relief on that 
basis. However, the court did order defendant to take further steps to differentiate its lighters 
from plaintiff’s on its display cards. 1015 


500.17 Concurrent Use 


After the United States entered the First World War, the Alien Property Custodian seized 
Farbenfabriken’s assets, which included stock of Bayer, and sold them to defendant. Plaintiff 
admits the sale, but says that the trademarks were restricted to pharmaceuticals manufactured 
or controlled by Farbenfabriken, and that they are entitled to concurrent use. The court found 
that there was no restriction on defendant’s use of trademarks. Since defendant owns the 
trademarks, it has exclusive right to use it and plaintiff may not use it concurrently. 491 


Registrant’s registration of GOLDEN FLAKE on the Principal Register is constructive notice 
of exclusive ownership of the mark applied to the goods recited in the application. However, 
the courts permit concurrent use of a similar trademark in areas different from those in which 
registrant has used his mark, providing there is no likelihood of confusion. The Act protects 
registrant only in those areas in which it has used the mark on the goods through sale and 
advertisement, or in areas where there is evidence of expansion. In this case, there was no 
evidence of intent to expand into areas where defendant used the mark RAINBO GOLDEN FLAKE 
on dinner rolls. The court relied on the decision in the Dawn Donut case (267 F.2d 358, 121 
USPQ 430 (49 TMR 631)) and restricted the injunction against defendant to the area of 
plaintiff’s trade territory, without prejudice to rights or parties in areas not included in the 
injunction. 664 

500.18 Confusing Similarity (Also see Section 600) 


Plaintiff was first to use the service mark SECURANCE for the operation of his insurance 
business in 1955. In August 1956, articles of incorporation were approved for the corporate 
mame SECURANCE SERVICE INC. Registration of plaintiff’s mark was accepted by the State of 
Ohio in 1960. In 1960 when plaintiff filed application to register the mark in the U. S. Patent 
Office, plaintiff was opposed by defendant whose use of SECURANCE dates only from March 1960. 
Plaintiff brought an action for unfair competition and the Court of Appeals in reversing the 
lower Ohio court, enjoined defendant from the use of the word sECURANCE in Sandusky County, 
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Ohio. Both plaintiff and defendant appealed. Judgment for plaintiff was affirmed, and injunc- 
tion extended to include the entire State of Ohio. Consideration of the law by the court in- 
cluded, that a trade name identifies the source of the product or service and need not be affixed 
to the product, although it may serve to identify not only the business, but also the product; 
that service marks are primarily trademarks relating to services and the same law applies; 
that the rights in trademarks are acquired by use; that a trade name where it has become so 
identified with the product is equivalent to a trademark; that the same is true of a corporate 
name which will be protected against the use of the same name by another. The court found 
that the dominant word in plaintiff’s corporate name is SECURANCE, and that, the dominant word 
used together with other unimportant words does not defeat plaintiff’s rights. Further, evidence 
of confusion was found and the court affirmed the injunction against defendant’s use of 
SECURANCE and extended the injunction to the entire state. Since there was probability of ex- 
pansion throughout the State of Ohio, plaintiff was entitled to an injunction encompassing the 
entire state. The court noted that the statutory provision permitting the Secretary of State 
to consider a mark distinctive and grant registration if used for five years prior to the filing 
of the application is not a limitation on the right to register such name but merely a rule of 
evidence. Thus, use for less than the five year period is not a requirement for holding a mark 
distinctive and hence registrable. 1178 


500.19 Descriptive and Generic Marks 


The word FRESH is descriptive of the nature and quality of beverage bases. 84 
Watkins’ mark FRESH-AID is admittedly descriptive by reason of its registration on the 
Supplemental Register. 84 


Defendant sustained its burden of proof in overcoming the presumption of validity of 
plaintiff’s trademark THERMOs arising from registration of the mark, and the court found that 
“thermos” is descriptive and generic as applied to vacuum bottles. Through its educational and 
advertising campaigns and because plaintiff was not diligent in asserting and protecting its rights 
in THERMOS, the word passed into the public domain as a synonym for vacuum bottle. Since 
there is an appreciable minority of the public who recognizes and uses the trademark THERMOS, 
the court placed restrictions on its use by defendant. Defendant must (a) precede “thermos” 
by Aladdin with or without one of defendant’s brand names; (b) use of “thermos” must be 
entirely in lower case letters; (c) initial capital “T” is prohibited; (d) size, style and type of 
each letter must be the same; (e) the letters in the word “thermos” may not be larger than: 
(1) any of the letters of other names or words with which “thermos” is used; and (2) any 
letters of the same phrase, clause or sentence in which it is used; (f) defendant may not use 
the words “genuine” or “original” or synonymous terms in referring to “thermos”; (g) in 
filling orders in which the word “thermos” is used unmodified by “Aladdin’s” or “your” or 
other reference to or designation of defendant, a notice to the buyer must be included that the 
order is being filled by defendant followed by number of defendant’s product. Plaintiff’s trade- 
marks were declared valid and not infringed by defendant’s generic use as ruled above. 175 


Defendant has burden of proving that THERMos passed into the public domain. Considering 
the Aspirin and Cellophane cases, however, it is not encumbent upon defendant to show that 
to the consuming public as a whole the word has lost all its trademark significance; meaning 
that there is no minority left who are aware of its trademark significance. If a great majority 
of the American public almost universally understand what is meant by “thermos” when used 
descriptively even though they themselves use it in the trademark sense and use some other 
term for the particular product, it does not matter how small the minority is. After finding that 
a majority of the public uses the word generically, and a substantial minority uses the word 
in a trademark sense, the court must then go on to determine if it is likely that the public will 
be induced into buying defendant’s product for the product of the plaintiff, and if so, whether 
there is a means of limiting the deceit. In both Aspirin and Cellophane cases limitations on the 
generic use was made. 175 

Plaintiff appealed from dismissal of action for unfair competition. Decision affirmed. 
Justice Rabin dissented in part voting to grant judgment for plaintiff and to enjoin defendant 
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from using GLAD in connection with the sale of the identical goods as the plaintiff, phonograph 
records. In his dissent, J. Rabin noted that plaintiff was first to use the term, and plaintiff 
requested defendant to desist early in defendants’ business operation, but defendant continued 
the infringing use. Further he said, “the word GLap as used in connection with a phonograph 
record is not descriptive of such article nor does it indicate its ingredients, mode of composition, 
characteristic qualities, properties or nature.” The plaintiff satisfied the requirements for use 
as a trademark, i.e., affixation and user, and the fact that the mark had not as yet attained a 
widespread reputation was of no consequence since plaintiff proved use and intent to continue 
to use. However, this was only the dissenting opinion. 213 

Plaintiff’s trademark FEATHERCOMBS for flexible hair combs was valid even though plaintiff 
referred to its product as THE FEATHERCOMB. Mere fact the word had some significance as an 
indication of the nature of the article did not cause it to become generic since it retained its 
principle function of identifying source. 341 

Defendant contends that it is entitled to use SAFEWAY in its corporate title because it is a 
descriptive term, and the law gives less protection to descriptive words. But, if the word has 
acquired secondary meaning, the one who has created the secondary meaning is entitled to 
equitable protection. The court found that plaintiff’s mark had acquired secondary meaning. 
No determination was made as to whether the term was originally descriptive. To the extent 
that SAFEWAY was descriptive it could be used by defendant as a term, but not as a symbol to 
attract public attention. The court held that defendant’s use in its corporate name was a 
trademark use entitling a plaintiff to an injunction. 351 

Appellant’s mark SUPREME for wines and appellee’s marks SUPREME and BOURBON SUPREME 
for whiskey are not entitled to protection because they are so lacking in distinctiveness and 
neither may maintain an infringement action against the other. 363 

Since defendant admits that mark DAY-BRITE has acquired secondary meaning in the elec- 
trical fixture field, it will be protected regardless of any original weakness or descriptiveness. 
Plaintiff, however, has no exclusive right in the descriptive term “bright” in connection with any 


kind of light, and cannot prevent such use when not likely to cause confusion. 379 
RESONITE for clarinets is not a descriptive word. It is unique, arbitrary and coined for a 
particular use. 384 


The court is not precluded from considering any inherent weakness in the registered mark 
RESONITE in determining if the use of NORMANDY RESOTONE by plaintiff infringed defendant’s 
rights. RESONITE conferred no rights in its use as descriptive of a plastic material but only as an 
indication in the minds of the public of the producer, not the product. 384 


FRESH-AID or ADE (Plaintiff) for beverage base. 
FRESHIE (Defendant) for beverage base. 

Judgment of District Court ordering plaintiff’s registration restored, reversed. FRESHIE 
is not descriptive of beverage base for soft drinks. It is suggestive, and as opposed to descrip- 
tive, is entitled to protection without proof of secondary meaning. FRESH-AID held confusingly 
similar to FRESHIE for beverage base. 395 

While HOMEMAKERS is not descriptive of calendars, it is descriptive of the class of users 
for whom the design and proposed use of the product is oriented, and therefore is not capable 


of exclusive appropriation; absent a showing of secondary meaning. 400 
Where descriptive words are used as marks, the presumption of validity attaching to a 
registration may be easily overcome. 400 
BLACK & WHITE is not descriptive of Scotch whisky. 666 


ROLLING CULTIVATOR (Plaintiff) for rotary cultivator. 
ROLL-N-CULTIVATOR (Defendant) for rotary cultivator. 


Defendant was enjoined from using the term ROLLING CULTIVATOR, for its rotary cultivator 
since it is the phonetic equivalent of plaintiff’s mark ROLL-N-CULTIVATOR, which was not a 
merely descriptive term and was sufficiently fanciful to acquire secondary meaning. 669 
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Although appellant’s registration of the trademark “Thermos” are still valid, the word has 
become a generic and descriptive term and can be used descriptively by defendant on its vacuum 
bottles without infringement of plaintiff’s trademark rights. Decision of District Court af- 
firmed. The term “thermos” has been appropriated by the general public as a generic term for 
vacuum bottles. Even though the court is not convinced that the trademark’s loss of distinctive- 
ness was the result of some failure on plaintiff’s part, the defendant must be permitted to use 
the term descriptively since it has become generic in fact. Even though a minority of the public 
still recognizes the term “Thermos” as a trademark, this does not require the conclusion that 
defendant must be denied all use of the mark; it merely makes necessary the kind of protective 
decree framed by the court below which ensures that defendant’s use will be clearly descriptive 
and generic and will not cause confusion. The Court of Appeals rejects both the contention that 
the court below misapplied the Cellophane and Aspirin cases, and the contention that a trade- 
mark is entitled to complete protection so long as any members of the public recognize it as 
an identification of origin. The test is whether the principal significance of the word is an 
indication of class of product or source. If the former, then others must be permitted to use 
the term descriptively in order to keep the original owner from having an unfair advantage in 
every situation where a prospective buyer uses the word generically. 931 


Plaintiff is the owner of the registered mark “hi-g” for valves and control systems which 
it sells for use on mobile ground equipment and aircraft. Although it has registered the mark 
“hi-g” independently, it never has used that word alone, but always in a combined form, also 
registered, in which “hi-g” appears on the crest of a shield which also bears the initials Gc and 
is in turn superimposed on a wing configuration bearing the words GENERAL CONTROLS. Defen- 
dant is in the business of manufacturing electric relays and associated products, most of which 
are sold to manufacturers for incorporation into complicated machines, and many of which are 
specially designed for the customer. Plaintiff contended that use of the defendant’s corporate 
name HI-G INC. in connection with the sale and advertising of these products was an infringe- 
ment of plaintiff’s mark. Held: judgment for defendant. The term “hi-g” is descriptive. The 
letter “g” is commonly used to refer to the force of gravity, and “high’g” and “hi-g” generally 
refer to a higher than normal gravitational force and to products capable of functioning despite 
such force. Thus plaintiff’s mark is very weak. Moreover, it is always used in conjunction 
with the plaintiff's primary mark, cc, and its full corporate name, and therefore, has not 
acquired any secondary meaning. The products of the two companies are different and the 
buyers highly sophisticated so there is no likelihood of confusion. Nor was there actual con- 
fusion. The court also pointed out that other tests of infringement would have to be resolved 
in defendant’s favor. First, it had adopted its name in good faith and without notice of plain- 
tiff’s mark (electric relays were not included in plaintiff’s registration) ; second, there was no 
claim or evidence that defendant makes an inferior product or has a poor business reputation 
that could hurt plaintiff ; third, there was no indication that plaintiff is likely in the course of 
normal expansion to start making similar goods under its “hi-g” mark, since for over 20 years 
plaintiff had not used the mark in connection with those relays it does make and, in turn, they 
do not compete with defendant’s products. Finally, the court held plaintiff barred by laches. 
Plaintiff learned of defendant’s existence in 1954, the year defendant was formed, but it 
adopted a “wait and see” attitude to determine “if this newcomer was going to bother our 
business.” It did not protest until December 1958 and did not sue until a year after rejection 
of its protest. The court ruled that plaintiff could not wait and see if its alleged competitor 
would be successful and then destroy the business years later with judicial help. A parallel 
claim of unfair competition was also dismissed since it was found that no new issues were 
raised under this claim. 940 


Plaintiffs were the manufacturer and sales agent for flexible garment stays which when 
sewn into a garment could be shaped to any particular configuration and would thereafter retain 
that shape. Plaintiffs registered the mark FLExITIzED for these stays. Shortly after plaintiffs 
began operations, they entered into a 5 year contract with defendant Dubin-Haskell Lining 
Corp. whereunder Dubin-Haskell was to act as plaintiffs’ east coast sales representative. 
Dubin-Haskell was to set up a separate corporation, National Flexitized Corp., which would 
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have the right to use FLEXITIZED in its title so long as it handled plaintiffs’ products and no 
competing products and performed all the terms of the contract. Both defendants, however, 
breached this contract and National Flexitized Corp. began handling competitive stays while 
still using the term Flexitized in connection with them. A jury found in favor of plaintiff on 
its ‘breach of contract claim, and assessed $27,000 for lost profits for the remainder of the 
contract period. Plaintiff also claimed that defendants had infringed its FLEXITIZED mark by 
using the mark in connection with competing products. The court, however, found FLEXITIZED 
to be merely descriptive and not a valid mark and dismissed this claim. Plaintiffs’ claim of 
unfair competition was, however, sustained. The court held that New York law, not federal 
law, governed. It noted that New York recognizes that misappropriation of another’s trade 
name is a tort even when secondary meaning has not been established. The gist of the offense 
is that defendant has taken a free ride on the publicity heretofore associated with plaintiff’s 
product. Further use of FLEXITIZED by defendant was therefore enjoined. 944 

SLIM-LIGHTER is descriptive as applied to pocket lighters, therefore, plaintiff is not entitled 
to relief on ground of trademark infringement since no secondary meaning or likelihood of 
confusion was established. 1016 


PITCH BACK (Plaintiff) for recreational apparatus—baseball backstop and ball return. 


PITCH-N-FIELD (Defendant) for similar recreational apparatus. 

In concluding that likelihood of confusion existed the court considered all of the factors 
of similarity, the opportunity of the alleged infringer to have avoided the possibility of con- 
fusion and his intent in adopting the trademark. The degree of publicity attending the use of 
PITCH BACK was such as to impute knowledge of plaintiff’s mark to defendant prior to its first 
use of PITCH-N-FIELD as both parties were in the same line of business, notwithstanding defen- 
dant’s assertion to the contrary. The court put itself in the position of a prospective purchaser 
and determined that such a purchaser could easily be confused because of the similarity of 
the marks. Further, it was held that prrcH BACK was not descriptive as applied to the goods. 
Registration gives a mark a strong presumption of validity, although the court must decide in 
each case where validity is attacked whether a mark is invalid because of descriptiveness. 1017 


HERITAGE (Plaintiff) for furniture. 
HERITAGE (Defendant) for interior window shutters, louvered doors, room dividers, etc. 
Judgment for plaintiff. The court found that defendant’s products bore such a relationship 
to plaintiff’s furniture and room dividers that when sold under the same name confusion was 
likely. It is not necessary for plaintiff to show loss of sales or actual injury to reputation in 
order to gain relief since plaintiff is entitled to protection against the use of the same name by 
defendant in a manner which tends to dilute the distinctive significance of plaintiff’s mark. 
Defendant’s counterclaim for cancellation on the ground that plaintiff’s mark HERITAGE was 
descriptive was dismissed because the court found the word had a sufficient degree of fanciful- 
ness to serve as a trademark. 1094 


COLOR GUIDE and THE TIE WITH THE COLOR GUIDE (Plaintiff) for neckties and merchandising 
plan and program for selling ties. 

FASHION GUIDE and THE TIE WITH THE FASHION GUIDE (Defendant) for neckties and mer- 
chandising plan and program for selling ties. 

Judgment for defendant. Plaintiff brought this action for trademark infringement and 
unfair competition against defendant alleging that defendant unfairly competed with and in- 
fringed upon plaintiff’s novel plan for merchandising men’s neckties. The plan included the 
adoption of plaintiff’s two registered marks, the principal registration of COLOR GUIDE and sup- 
plemental registration of THE TIE WITH THE COLOR GUIDE. The two marks were applied to a 
label on each tie advising purchaser the color of the suit with which the tie could best be worn. 
Defendant adopted the same plan using the trademarks FASHION GUIDE and THE TIE WITH THE 
FASHION GUIDE. The court found that plaintiff’s mark CoLoR GUIDE was descriptive since it 
referred to the label giving color advice and not to the tie itself. Further, the label is a 
functional utilitarian feature of the necktie giving color guidance. The courts have repeatedly 
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held that the functional feature of an article cannot be registered and held that the mark on 
the label consisting of words descriptive of the functional element of the label, CoLor GUIDE, 
was improperly registered. The plaintiff had been attempting throughout the case to protect 
its merchandising program, but such a plan is not entitled to protection without having acquired 
secondary meaning. THE TIE WITH THE COLOR GUIDE was found to be even more descriptive and 
its supplemental registration should also have been denied for the same reason as COLOR GUIDE. 
Since plaintiff’s trademarks were invalid there could be no trademark infringement by defendant. 
Even had plaintiff's marks been registrable, plaintiff would not have been entitled to broad 
relief since the marks were weak. The marks do not sound alike or look alike. In fact, the 
Patent Office concurred in this belief by registering CoLoR GUIDE at a time when FASHION GUIDE 
had already been a registered trademark. In determining the absence of confusion, the court 
considered the intent of defendant and said that knowledge of another’s trademark and deliberate 
intention to compete were not equivalent to an attempt to deceive prospective customers, 
especially since defendant’s advertising gave prominence to its name. No such unfair conduct 
on the part of defendant was shown. 1095 


Granting of defendant’s motion for summary judgment, reversed. Plaintiff, doing business 
as Sixth Street Locker and Grocery, sought to enjoin defendant, Sixth Street Food Store of 
Lexington, Inc., from using the words Sixth Street in connection with its business on Seventh 
Street. Proof of fraud or deliberate deception is not necessary to establish unfair competition 
if it appears that there is substantial similarity leading to confusion which damages the value of 
plaintiff's name. The court dismissed the motion for summary judgment since there were 
genuine issues of fact as to all material allegations and the allegations constituted a cause of 
action which had not been pierced by defendant to show that there was no genuine issue of fact. 
Case ordered to be tried on the merits. 1100 


In action for unfair competition judgment for plaintiff, affirmed. The court ruled that 
defendant was not privileged to use the name DAIRY QUEEN in connection with his business of 
selling soft ice cream. Defendant’s predecessor transferred to defendant his interest in his 
franchise to sell DAIRY QUEEN ice cream with equipment and formula to go with it. But after 
refusing to pay royalties for the franchise, plaintiff took defendant’s machine from the premises ; 
thereupon, defendant purchased a similar machine from another manufacturer and continued 
business under the name MILLER’S DAIRY QUEEN. Defendant contended that DAIRY QUEEN was 
generic because it related to the product and not the origin of the product and that defendant 
was entitled to use the name, but the court held to the contrary, finding that DAIRY QUEEN was 
not generic. The court also held against defendant on defendant’s further contention that he 
was the first to use the name in Carter County, and, therefore, had exclusive right to the name 
in that area. The court ruled that Carter County was not considered a distinct trade territory 
from the rest of the state where the name was licensed and used. 1179 


500.20 Dilution 


The court found that as a matter of law the use of the name scor’s in flower and garden 
centers diluted the value of plaintiff’s mark scort’s for garden products such as grass seed, etc., 
and so, leads the public to believe plaintiff has connection with defendant. 415 


Plaintiffs were the manufacturer and sales agent for flexible garment stays which when 
sewn into a garment could be shaped to any particular configuration and would thereafter retain 
that shape. Plaintiffs registered the mark FLExITIzED for these stays. Shortly after plaintiffs 
began operations, they entered into a 5 year contract with defendant Dubin-Haskell Lining 
Corp. whereunder Dubin-Haskell was to act as plaintiffs’ east coast sales representative. 
Dubin-Haskell was to set up a separate corporation, National Flexitized Corp., which would 
have the right to use FLEXITIZED in its title so long as it handled plaintiffs’ products and no 
competing products and performed all the terms of the contract. Both defendants, however, 
breached this contract and National Flexitized Corp. began handling competitive stays while 
still using the term Flexitized in connection with them. A jury found in favor of plaintiff on 
its breach of contract claim, and assessed $27,000 for lost profits for the remainder of the 
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contract period. Plaintiff also claimed that defendants had infringed its FLExITIZED mark by 
using the mark in connection with competing products. The court, however, found FLEXITIZED 
to be merely descriptive and not a valid mark and dismissed this claim. Plaintiffs’ claim of 
unfair competition was, however, sustained. The court held that New York law, not federal 
law, governed. It noted that New York recognizes that misappropriation of another’s trade 
name is a tort even when secondary meaning has not been established. The gist of the offense 
is that defendant has taken a free ride on the publicity heretofore associated with plaintiff's 
product. Further use of FLEXITIZED by defendant was therefore enjoined. 944 


POLAROID (Plaintiff) for optical devices, photograph products, camera films and television 
devices. 
POLARAID (Defendant) for installing heating and refrigerating systems. 

Judgment for defendant reversed. Trial court found erroneously for defendant holding that 
there was a lack of proof of confusion or diversion of customers and a lack of competition 
between the products. In reversing the lower court’s decision, the appeal court pointed out 
that equity will enjoin the appropriation and use of the name of a corporation where the 
resemblance is so close that confusion is likely damaging the corporation to which the name 
belongs. It is immaterial that defendant had no intent to trade upon plaintiff’s name. Lack of 
proof of confusion, diversion of customers and lack of competition does not preclude a finding 
of unfair competition. The court also found for plaintiff under the Illinois Anti-dilution Statute. 
The Anti-dilution Statute states in effect, that if there is dilution of the distinctive quality of 
a mark or trade name, such as PoLARoID, which is coined, and which has acquired widespread 
reputation and good will, although there is no competition with the defendant’s product and no 
proof of confusion, plaintiff is entitled to relief. It lays a heavy hand on those who adopt a 
trademark or trade name closely resembling another’s. In view of its holding that unfair com- 
petition and dilution existed, the court did not reach or decide the issue of trademark infringe- 
ment set forth in plaintiff’s first cause of action. 1093 


500.21 Dominant Features 


The dominant phrase of the mark is FAMILY CIRCLE, and the addition of EVERYWOMAN’S in 
small print in a minor position in the upper crossbar of the “F” for FAMILY was merely 
secondary in significance. This addition was not such a departure from the original mark 
FAMILY CIRCLE to create a new unitary meaning in the mark with a different significance. The 
dominant part, FAMILY CIRCLE, was still in use at the time plaintiff filed affidavit of use of 
composite title EVERYWOMAN’S FAMILY CIRCLE. 419 


In previous litigation, appellant, owner of CopPERTONE for suntan lotion, had sought to 
enjoin appellees from use of COPA TAN, COPA CREAM and copa TINT for similar products. The 
suit had been settled and a consent decree entered on November 12, 1959, permanently enjoining 
appellees from “using the names COPATAN, COPATINT or COPACREAM or any other name or 
names confusingly similar thereto or to the trademark COPPERTONE, specifically including any 
trademark or trade name containing the word, root, prefix or suffix copA or COPPER.” In the 
instant suit, appellant by motion for order to show cause, charged appellees with violation of 
the above mentioned decree in that the latter were marketing two suntan products named coca 
TAN and COCA TINT respectively. The trial court dismissed, finding that coca TAN and COCA TINT 
were not confusingly similar to either COPPERTONE, COPA TAN, COPA TINT Or COPA CREAM. 
The dismissal was upheld on appeal, Pope, C. J., dissenting. The majority, in considering 
whether the marks involved were similar in sound, sight and meaning, determined (a) there was 
a difference in physical appearance of the trademarks, (b) the placing of a macron symbol over 
the “o” created an unconfusing pronunciation, and (c) the prefix “coca” established a meaning 
different from “Copa,” by its implication of cocoa-butter. Conceding, further, that appellees had 
“a special duty to avoid confusion” and that an infringer “once caught” should have his conduct 
carefully scrutinized, thereafter, the court held that appellees had avoided confusion and were 
not in the situation of an infringer once caught, since the earlier litigation had been settled, not 
adjudicated. In essence, the court could not find any likelihood of confusion, on the record 
before it. Since appellant had never itself used the marks COPATAN, COPATINT or COPACREAM, 
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the only competition involved was between COCA TAN or COCA TINT and COPPERTONE. No evi- 
dence of such confusion was found. Further, there was no proof that the names of the products 
COCA TAN and COCA TINT sounded similar to or like CoPATAN, COPATINT or COPACREAM. Inter 
alia, the court stated its conviction that a two word trademark had a different visual impact 
than a single word and, the record being such as it was, the court seemed to accept the trial 
judge’s conclusion of law to the effect that likelihood of confusion did not exist as though it 
were an ordinary finding of fact, stating: 


“While it is true that under certain circumstances we are as well able as the trial court to 
determine if there is a likelihood of confusion by a mere visual or auditory comparison... 
we cannot, on the record here before us, differ with the trial judge, much less hold his 
findings to be clearly erroneous.” 


In a lengthy dissent, Judge Pope, however, reached the unavoidable conclusion that likelihood 
of confusion did exist, based on the following major points : 


1. Intent was demonstrated by appellees deliberately to pick names just as close to the 
names they had just sold to plaintiff and which they were prohibited from using as was possible 
without precisely copying them. 


2. The majority had used the wrong test of confusing similarity. The marks should not 
have been minutely analyzed. They should have been considered from the point of view of a 
prospective purchaser who would not see the two marks together. He would receive and 
retain merely a general visual impression from one mark, would vaguely remember it on seeing 
the second and would mistakenly purchase the second product as a result. 


3. Objection was taken to the majority’s specific points of difference; according to the 
dissent 

a—lIt made no difference whether the marks were one or two words. 

b—Differences in packaging were neither material nor relevant. 

c—Differences in sound were unimportant in this case. 

d—Lack of secondary meaning in COPATINT or COPA TAN were immaterial. 


The important factor was that the correct decree prohibited any confusingly similar name or 
names and in his view the marks objected to were confusingly similar. 938 


Plaintiff was first to use the service mark SECURANCE for the operation of his insurance 
business in 1955. In August 1956, articles of incorporation were approved for the corporate 
name SECURANCE SERVICE INC. Registration of plaintiff's mark was accepted by the State of 
Ohio in 1960. In 1960 when plaintiff filed application to register the mark in the U. S. Patent 
Office, plaintiff was opposed by defendant whose use of SECURANCE dates only from March 1960. 
Plaintiff brought an action for unfair competition and the Court of Appeals in reversing the 
lower Ohio court, enjoined defendant from the use of the word SECURANCE in Sandusky County, 
Ohio. Both plaintiff and defendant appealed. Judgment for plaintiff was affirmed, and injunc- 
tion extended to include the entire State of Ohio. Consideration of the law by the court in- 
cluded, that a trade name identifies the source of the product or service and need not be affixed 
to the product, although it may serve to identify not only the business, but also the product; 
that service marks are primarily trademarks relating to services and the same law applies; 
that the rights in trademarks are acquired by use; that a trade name where it has become so 
identified with the product is equivalent to a trademark; that the same is true of a corporate 
name which will be protected against the use of the same name by another. The court found 
that the dominant word in plaintiff’s corporate name is SECURANCE, and that, the dominant word 
used together with other unimportant words does not defeat plaintiff’s rights. Further, evidence 
of confusion was found and the court affirmed the injunction against defendant’s use of 
SECURANCE and extended the injunction to the entire state. Since there was probability of ex- 
pansion throughout the State of Ohio, plaintiff was entitled to an injunction encompassing the 
entire state. The court noted that the statutory provision permitting the Secretary of State 
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to consider a mark distinctive and grant registration if used for five years prior to the filing 
of the application is not a limitation on the right to register such name but merely a rule of 
evidence. Thus, use for less than the five year period is not a requirement for holding a mark 
distinctive and hence registrable. 1178 


500.22 Dress of Goods 


District Court’s finding of unfair competition against Sears was not clearly erroneous, 
and, therefore was not reversed. Sears had intentionally copied plaintiff’s pole lamp causing 
customer confusion as to source. Under Illinois Law, which governs here, likelihood of confu- 
sion is all that is necessary to make out a case of unfair competition. 665 


Plaintiff, manufacturer of zippo cigarette lighters, brought this action for trademark in- 
fringement and unfair competition to keep defendant from imitating its lighter’s shape and 
appearance. Defendant began to import Japanese lighters with full knowledge that they re- 
sembled the zippo lighters. In fact, the court found that defendant’s standard and slim lighters 
were a “Chinese copy” of the zippo lighters although material and workmanship were poorer. 
Defendant sells the lighters exclusively by means of display cards on which their name ROGERS 
prominently appears along with “Made in Japan.” In order to obtain relief in this unfair 
competition action, plaintiff was required to prove: 


1. Defendant’s lighter copied plaintiff’s lighter ; 
2. The copied feature had acquired secondary meaning; 
3. The copied feature was likely to cause purchaser confusion as to source; 


4. The copied feature was nonfunctional. 


Plaintiff was able to prove (1), (2) & (3) above but not (4). It was noted that even if the 
copied feature was functional and had developed secondary meaning, the defendant would be 
required sufficiently to differentiate its product from plaintiff’s. Courts have also granted relief 
for unfair competition based on analyses other than the foregoing. However, none of the 
necessary factors are present in this case. Also defendant is not trying to trade on plaintiff’s 
name. Similar methods of doing business used by defendant are not improper. In short, defen- 
dant is not guilty of palming off or intentionally deceptive marketing practices. Other elements 
of the decision included the following: 


(a) Plaintiff's consumer survey was held admissible to show secondary meaning and like- 
lihood of confusion, but it would have given more weight had defendant’s display card been 
shown to those who participated in the survey. 


(b) Furthermore, secondary meaning as to the shape and appearance of plaintiff’s slim 
lighter was not proved, as of the time defendant began marketing its competitive slim lighter. 
Similarly, likelihood of confusion was established between plaintiff's and defendant’s standard 
lighters, but not as to the slim lighter. 


(c) Whether or not features are functional depends on whether the prohibition against 
imitation by others will deprive them of something which will substantially hinder them in 
competition. 

Features of goods were defined as functional if they affect their purpose, action or performance, 
or the facility or economy of processing, handling, or using them, and possibly if it affects the 
buyer’s choice because of its pleasing appearance. The court found that the external shape of 
plaintiff’s lighter was functional, the rounded corners, beveled edges and curved top represents 
a cheaper way to manufacture lighters and plaintiff is not entitled to injunctive relief on that 
basis. However, the court did order defendant to take further steps to differentiate its lighters 
from plaintiff's on its display cards. 1015 


500.22a Functional Features 


Solo had the right to use the same functional features in its comb as plaintiff used. 
Neither product was protected by patent. 341 
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Plaintiffs are in the business of enfranchising bakeries to bake and sell ARCHWAY HOME 
STYLE cookies. Franchisees receive plaintiffs’ recipes, formulas and techniques. Defendants 
are former franchisees. When plaintiff terminated defendants’ franchise, defendants began to 
put out a similar line of cookies called GURLEY’s HOME STYLE cookies. Plaintiffs claimed that 
defendants were using its secret recipes; that they were guilty of unfair competition and 
“palming off” in that the GuRLEY cookies were of the same appearance and were wrapped 
similarly to the ARCHWAY cookies; and that the plaintiffs’ trademark HOME STYLE was being 
infringed. Plaintiffs’ present franchise holder also joined in these allegations claiming that its 
business was being injured. The court rejected all three claims. Defendants satisfactorily 
proved that there was no such thing as a secret cookie recipe and that they had in fact used new 
recipes. Evidence indicated that many cookies of the HOME STYLE type were of similar size, 
color and texture and were packaged in similar type containers. Defendants prominently used 
the name GURLEY on a different color label from plaintiffs and this would prevent deception. 
The fact that defendants were selling their new line of cookies to former customers under the 
old franchise was not in itself unlawful; customers had been notified this was a new product. 
Finally even assuming that HOME STYLE is sufficiently unique to be the subject of trademark 
protection, examination of the two sets of labels indicated that defendants’ use of that term 
would not create confusion in the minds of prospective purchasers. Plaintiffs’ state registration 
did not add to be common law rights. 495 

Plaintiff, a Swiss corporation, had licensed an American company to manufacture toy 
building bricks which are so designed that the pieces interlock and form elaborate structures. 
Defendants had received similar licenses from a Danish concern to market similar bricks. 
Plaintiff brought suit for trademark infringement, patent infringement and unfair competition, 
but in this motion for injunction pendente lite, it pressed only the unfair competition claim. 
Plaintiff contended that defendants were using LINO and LINO METHOD to describe their products 
and that this competed unfairly with plaintiff’s use of LEGO and LEGO SYSTEM, and that defen- 
dants were unfairly stressing the similarity and interchangeability of their products. The 
court found that the blocks were not completely interchangeable, and that many of the similar 
features were functional. Moreover, it found that plaintiff had failed to establish secondary 
meaning for the appearance of its bricks. “The demand must be for a product made by the 
plaintiff as distinguished from a demand for a product for which the plaintiff has created a 
market.” With respect to the two marks, while plaintiff does use LEGO sYSTEM prominently 
on its packages, the court found that defendant did not use packages marked LINO METHOD so 
there was little likelihood of confusion. Further it found that LEco and LEGo system had not 
acquired a secondary meaning, 1.e., they had not become “so connected with toy bricks” as to be 
“a symbol which indicates the origin of these bricks.” In a rather confusing passage the court 
referred to extensive advertising of these marks by plaintiff but concluded that “there is little 
in the record to indicate that LEGO signifies in the public mind, toy bricks manufactured by the 
plaintiff.” The motion for injunction pendente lite was denied. 945 

Plaintiff, manufacturer of zippo cigarette lighters, brought this action for trademark in- 
fringement and unfair competition to keep defendant from imitating its lighter’s shape and 
appearance. Defendant began to import Japanese lighters with full knowledge that they re- 
sembled the zippo lighters. In fact, the court found that defendant’s standard and slim lighters 
were a “Chinese copy” of the zrppo lighters although material and workmanship were poorer. 
Defendant sells the lighters exclusively by means of display cards on which their name ROGERS 
prominently appears along with “Made in Japan.” In order to obtain relief in this unfair 
competition action, plaintiff was required to prove: 


Defendant’s lighter copied plaintiff's lighter ; 


. The copied feature had acquired secondary meaning ; 


. The copied feature was likely to cause purchaser confusion as to source; 


. The copied feature was nonfunctional. 
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Plaintiff was able to prove (1), (2) & (3) above but not (4). It was noted that even if the 
copied feature was functional and had developed secondary meaning, the defendant would be 
required sufficiently to differentiate its product from plaintiff’s. Courts have also granted relief 
for unfair competition based on analyses other than the foregoing. However, none of the 
necessary factors are present in this case. Also defendant is not trying to trade on plaintiff’s 
name. Similar methods of doing business used by defendant are not improper. In short, defen- 
dant is not guilty of palming off or intentionally deceptive marketing practices. Other elements 
of the decision included the following : 


(a) Plaintiff’s consumer survey was held admissible to show secondary meaning and like- 
lihood of confusion, but it would have given more weight had defendant’s display card been 
shown to those who participated in the survey. 


(b) Furthermore, secondary meaning as to the shape and appearance of plaintiff’s slim 
lighter was not proved, as of the time defendant began marketing its competitive slim lighter. 
Similarly, likelihood of confusion was established between plaintiff’s and defendant’s standard 
lighters, but not as to the slim lighter. 


(c) Whether or not features are functional depends on whether the prohibition against 
imitation by others will deprive them of something which will substantially hinder them in 
competition. 


Features of goods were defined as functional if they affect their purpose, action or performance, 
or the facility or economy of processing, handling, or using them, and possibly if it affects the 
buyer’s choice because of its pleasing appearance. The court found that the external shape of 
plaintiff’s lighter was functional, the rounded corners, beveled edges and curved top represents 
a cheaper way to manufacture lighters and plaintiff is not entitled to injunctive relief on that 
basis. However, the court did order defendant to take further steps to differentiate its lighters 
from plaintiff’s on its display cards. 1015 


COLOR GUIDE and THE TIE WITH THE COLOR GUIDE (Plaintiff) for neckties and merchandising 
plan and program for selling ties. 

FASHION GUIDE and THE TIE WITH THE FASHION GUIDE (Defendant) for neckties and mer- 
chandising plan and program for selling ties. 

Judgment for defendant. Plaintiff brought this action for trademark infringement and 
unfair competition against defendant alleging that defendant unfairly competed with and in- 
fringed upon plaintiff’s novel plan for merchandising men’s neckties. The plan included the 
adoption of plaintiff’s two registered marks, the principal registration of COLOR GUIDE and sup- 
plemental registration of THE TIE WITH THE COLOR GUIDE. The two marks were applied to a 
label on each tie advising purchaser the color of the suit with which the tie could best be worn. 
Defendant adopted the same plan using the trademarks FASHION GUIDE and THE TIE WITH THE 
FASHION GUIDE. The court found that plaintiff’s mark CoLoR GUIDE was descriptive since it 
referred to the label giving color advice and not to the tie itself. Further, the label is a 
functional utilitarian feature of the necktie giving color guidance. The courts have repeatedly 
held that the functional feature of an article cannot be registered and held that the mark on 
the label consisting of words descriptive of the functional element of the label, CoLor GUIDE, 
was improperly registered. The plaintiff had been attempting throughout the case to protect 
its merchandising program, but such a plan is not entitled to protection without having acquired 
secondary meaning. THE TIE WITH THE COLOR GUIDE was found to be even more descriptive and 
its supplemental registration should also have been denied for the same reason as COLOR GUIDE. 
Since plaintiff’s trademarks were invalid there could be no trademark infringement by defendant. 
Even had plaintiff’s marks been registrable, plaintiff would not have been entitled to broad 
relief since the marks were weak. The marks do not sound alike or look alike. In fact, the 
Patent Office concurred in this belief by registering COLOR GUIDE at a time when FASHION GUIDE 
had already been a registered trademark. In determining the absence of confusion, the court 
considered the intent of defendant and said that knowledge of another’s trademark and deliberate 
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intention to compete were not equivalent to an attempt to deceive prospective customers, 
especially since defendant’s advertising gave prominence to its name. No such unfair conduct 
on the part of defendant was shown. 1095 


500.22c Packages and Configurations 


It was unfair competition for Solo to adopt display cards similar to plaintiff’s in size, 
shape and color, to set them up in a similar display box, to abandon its own usual different 
color scheme and to fail to give prominence to its own soLo trademark. While certain similari- 
ties in display might be necessary considering the nature of the goods, deception will not be 
permitted. 341 


Plaintiffs are in the business of enfranchising bakeries to bake and sell ARCHWAY HOME 
STYLE cookies. Franchisees receive plaintiffs’ recipes, formulas and techniques. Defendants 
are former franchisees. When plaintiff terminated defendants’ franchise, defendants began to 
put out a similar line of cookies called GURLEY’s HOME STYLE cookies. Plaintiffs claimed that 
defendants were using its secret recipes; that they were guilty of unfair competition and 
“palming off” in that the GURLEY cookies were of the same appearance and were wrapped 
similarly to the ARCHWAY cookies; and that the plaintiffs’ trademark HOME STYLE was being 
infringed. Plaintiffs’ present franchise holder also joined in these allegations claiming that its 
business was being injured. The court rejected all three claims. Defendants satisfactorily 
proved that there was no such thing as a secret cookie recipe and that they had in fact used new 
recipes. Evidence indicated that many cookies of the HOME STYLE type were of similar size, 
color and texture and were packaged in similar type containers. Defendants prominently used 
the name GURLEY on a different color label from plaintiffs and this would prevent deception. 
The fact that defendants were selling their new line of cookies to former customers under the 
old franchise was not in itself unlawful; customers had been notified this was a new product. 
Finally even assuming that HOME STYLE is sufficiently unique to be the subject of trademark 
protection, examination of the two sets of labels indicated that defendants’ use of that term 
would not create confusion in the minds of prospective purchasers. Plaintiffs’ state registration 
did not add to be common law rights. 495 


500.23 Expired Patents 


Defendant’s counterclaim for unfair competition was dismissed. Plaintiff’s news releases 
containing an exaggerated description of the effects on a prior consent decree did not consti- 
tute unfair competition. Also, plaintiff had no intent to deceive in continuing to refer to an 
expired patent. 1016 


500.24 False Designation of Origin 


Order dismissing complaint on ground that complaint did not contain sufficient facts to 
maintain a claim against defendant for false description and representation was reversed. 
Plaintiff charged in its complaint that defendants sold in interstate commerce, bearings in 
containers which deliberately imitated plaintiff’s, with intent to deceive the public, falsely 
representing that the bearings originated with plaintiff. The Lanham Act provides for a right 
of action to a person engaged in interstate commerce against deceptive and misleading use of 
words or devices by another where such misleading use is carried on in interstate commerce. 
The Act not only intended to eliminate misuse of trademarks, but also, the forms of misrepre- 
sentations of the same general character which do not technically involve trademarks, thus 
Federal District Court had jurisdiction. 665 


500.25 False Trade Description 


Defendant’s motion to dismiss complaint denied. Complaint based on Section 43(a) of the 
Lanham Act for false description and misrepresentation of the plaintiff’s drum by defendant’s 
use of plaintiff's photograph to advertise and sell defendant’s inferior drum was held sufficient 
to state a cause of action against defendant. 946 
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500.26 Geographic Terms 






500.26a In General 


Granting of defendant’s motion for summary judgment, reversed. Plaintiff, doing business 
as Sixth Street Locker and Grocery, sought to enjoin defendant, Sixth Street Food Store of 
Lexington, Inc., from using the words Sixth Street in connection with its business on Seventh 
Street. Proof of fraud or deliberate deception is not necessary to establish unfair competition 
if it appears that there is substantial similarity leading to confusion which damages the value of 
plaintiff's name. The court dismissed the motion for summary judgment since there were 
genuine issues of fact as to all material allegations and the allegations constituted a cause of 
action which had not been pierced by defendant to show that there was no genuine issue of fact. 
Case ordered to be tried on the merits. 1100 





















500.26b Geographic 


Generally trademarks involving geographical terms are weak and are only entitled to 
narrow protection. 941 











500.32 Names 
500.32a In General 


Under the Lanham Act in order to sustain a cause of action for trademark infringement 
the court must determine if defendants’ use of the mark is likely to cause confusion. The same 
applies to unfair competition wherein the gist of the action is likelihood that goods of defen- 
dant will be passed off as those of plaintiff. In addition to according legal protection to property 
right in a given name, the actions try to insure that the public is not misled by the “lure of a 
subtly devised parody of a familiar name or symbol.” 70 


Plaintiffs are stockholders of Wellington Fund, Inc. suing the corporation as defendant, 
together with the Wellington Equity Fund. Wellington is the name of a well-known mutual 
fund. The management company of this fund, intending to benefit the corporation by offering 
less conservative people a new fund based on common stocks, voted to use the name of the 
original fund for a new Wellington Equity Fund handled by the same advisors. Eleven out of 
thirteen members of the original fund’s board, constituting the entire board of the new Welling- 
ton Fund, authorized the Equity Fund to use the name Wellington. But, when directors are 
so interested in and obligated to both transferor and transferee, a court of equity is not obligated 
to accept the judgment of the directors. Unanimous stockholder approval was necessary to make 
such a gift of corporate assets such as the use of the name. The court found that the good 
will and fine reputation of the original fund was the property of the fund itself and not of 
those whose services contributed to it, and that the new Equity Fund was trading upon the name 
of the Wellington Fund making customer confusion likely. The court so held even though the 
Directors of Wellington Fund had consented to use of the name by the new fund since the 
benefit to original corporation was not sufficient to support a gift of corporate assets. 663 


Preliminary injunction granted against defendant’s use of the name AMERICAN KENNEL 
CLUB OF LA., INC. since it conveys the impression to the public that defendant is connected with 
the long established and well-known AMERICAN KENNEL CLUB which had acquired secondary 
meaning, and the court said that the law will afford protection against the unfair use or 
deceptive simulation of a trade name where secondary meaning has been acquired. 1095 


In action for unfair competition judgment for plaintiff, affirmed. The court ruled that 
defendant was not privileged to use the name DAIRY QUEEN in connection with his business of 
selling soft ice cream. Defendant’s predecessor transferred to defendant his interest in his 
franchise to sell DAIRY QUEEN ice cream with equipment and formula to go with it. But after 
refusing to pay royalties for the franchise, plaintiff took defendant’s machine from the premises ; 
thereupon, defendant purchased a similar machine from another manufacturer and continued 
business under the name MILLER’S DAIRY QUEEN. Defendant contended that DAIRY QUEEN was 
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generic because it related to the product and not the origin of the product and that defendant 
was entitled to use the name, but the court, held to the contrary, finding that DAIRY QUEEN was 
not generic. The court also held against defendant on defendant’s further contention that he 
was the first to use the name in Carter County, and, therefore, had exclusive right to the name 
in that area. The court ruled that Carter County was not considered a distinct trade territory 
from the rest of the state where the name was licensed and used. 1179 


500.32b Corporate and Trade Names 


If the public, even in an “indefinable way,” is led to believe that defendant THE NATIONAL 
CITY WINDOW CLEANING COMPANY is backed by THE NATIONAL CITY BANK OF CLEVELAND, plaintiff 
is entitled to an injunction. The court found NATIONAL and ciTy were generic when standing 
alone, but in combination they created a name that was odd, unique and distinctive. By reason 
of plaintiff’s long continued use, it acquired a property right in the name. Even though there 
was no competition between plaintiff and defendant, the court held that the owner of a well- 
known valuable trademark could restrain the use of the trade name by a noncompeting business. 
A corporation may take any name not already selected, but may not infringe upon the name 
of an already existent business. The court was satisfied that defendant intended to trade upon 
the good will of plaintiff, and that plaintiff was entitled to an injunction to prevent defendant 
from tarnishing the trade name of plaintiff. 102 


Plaintiffs’ chain, SHOPPERS FAIR, supermarket type department stores, brought an action 
for unfair competition against the defendant doing business under the trade name IGA SHOPPERS 
FAIR, a grocery supermarket. The court held that 1Ga was sufficiently distinctive to distinguish 
defendant’s business, since the initials preceded SHOPPERS FAIR at all times and had acquired 
secondary meaning in that area only, while the plaintiffs’ mark had not acquired secondary 
meaning in that area while it may have in other areas. Neither party had registrations and 
plaintiff had not yet extended his business into the area. Further, there was no evidence of 
fraudulent intent on the part of defendant in changing the name. The court indicated that even 
if there was evidence of such an intent, the defendant may have inferred that plaintiffs did not 
have exclusive right to the name against a noncompeting business. An injunction was refused, 
however, plaintiffs were not precluded from bringing an action in the future if it actually did 
expand into the area and sustain damage by defendant’s use. 493 


Plaintiff used DUNHILL since 1921 on various products from tobacco and smokers articles 
to sport shirts, and the court found that the use by defendant of DUNHILL on shirts as part 
of the trade name DUNHILL SHIRT COMPANY infringed plaintiff’s use of the mark. Even though 
defendant had been using the mark on shirts since 1939, there was no estoppel present, since 
there is no evidence that plaintiff knew of defendant’s use prior to publication of the defendant’s 
mark in 1956 whereupon plaintiff duly filed an opposition. 668 


In action for unfair competition, plaintiff’s motion for an injunction pendente lite was 
denied. Although plaintiff presented a prima facie case warranting the intervention of equity, 
an injunction pendente lite being a drastic remedy was denied provided defendant answer in 
five days. The court also directed case be placed on Ready Calendar for trial within two 
weeks. Plaintiff, a dealer in old and current scientific and scholarly books was incorporated 
under the name Maxwell Scientific International, Inc. Previously, plaintiff was incorporated 
under the name Maxwell, Meier & Holmes, Inc., and now continues to do business under the 
name Maxwell, Meier & Holmes Co. Division. The individual defendants were directors and 
operating executives of plaintiff’s business and then became executives in charge of the division 
after it was formed. Thereafter the individual defendants formed their own corporation named 
International University Booksellers, Inc. which the court found was confusingly similar to 
International University and Industrial Booksellers which always appeared on plaintiff’s letter- 
head. The court also found that defendants simulated plaintiff’s distinctive legend, letterhead 
and circulars. Defendants could be enjoined from use of their own surnames Holmes and 
Meier, where it tended to confuse the public. Actual confusion need not be shown as long as 
likelihood of confusion exists. Defendants’ use of a similar corporate name, a fictitious address 





126 ANNUAL INDEX, 1963 Vol. 53 TMR 


which was formerly plaintiff’s and by which plaintiff is still identified, similar letterhead and 
circulars, reasonably shows deceit tantamount to unfair competition. 669 

Plaintiff is the owner of the registered mark “hi-g” for valves and control systems which 
it sells for use on mobile ground equipment and aircraft. Although it has registered the mark 
“hi-g” independently, it never has used that word alone, but always in a combined form, also 
registered, in which “hi-g” appears on the crest of a shield which also bears the initials Gc and 
is in turn superimposed on a wing configuration bearing the words GENERAL CONTROLS. Defen- 
dant is in the business of manufacturing electric relays and associated products, most of which 
are sold to manufacturers for incorporation into complicated machines, and many of which are 
specially designed for the customer. Plaintiff contended that use of the defendant’s corporate 
name HI-G INC. in connection with the sale and advertising of these products was an infringe- 
ment of plaintiff’s mark. Held: judgment for defendant. The term “hi-g” is descriptive. The 
letter “g” is commonly used to refer to the force of gravity, and “high’g” and “hi-g” generally 
refer to a higher than normal gravitational force and to products capable of functioning despite 
such force. Thus plaintiff's mark is very weak. Moreover, it is always used in conjunction 
with the plaintiff's primary mark, Gc, and its full corporate name, and therefore, has not 
acquired any secondary meaning. The products of the two companies are different and the 
buyers highly sophisticated so there is no likelihood of confusion. Nor was there actual con- 
fusion. The court also pointed out that other tests of infringement would have to be resolved 
in defendant’s favor. First, it had adopted its name in good faith and without notice of plain- 
tiff’s mark (electric relays were not included in plaintiff’s registration) ; second, there was no 
claim or evidence that defendant makes an inferior product or has a poor business reputation 
that could hurt plaintiff ; third, there was no indication that plaintiff is likely in the course of 
normal expansion to start making similar goods under its “hi-g’’ mark, since for over 20 years 
plaintiff had not used the mark in connection with those relays it does make and, in turn, they 
do not compete with defendant’s products. Finally, the court held plaintiff barred by laches. 
Plaintiff learned of defendant’s existence in 1954, the year defendant was formed, but it 
adopted a “wait and see” attitude to determine “if this newcomer was going to bother our 
business.” It did not protest until December 1958 and did not sue until a year after rejection 
of its protest. The court ruled that plaintiff could not wait and see if its alleged competitor 
would be successful and then destroy the business years later with judicial help. A parallel 
claim of unfair competition was also dismissed since it was found that no new issues were 
raised under this claim. 


Plaintiffs were the manufacturer and sales agent for flexible garment stays which when 
sewn into a garment could be shaped to any particular configuration and would thereafter retain 
that shape. Plaintiffs registered the mark FLEx1TIzED for these stays. Shortly after plaintiffs 
began operations, they entered into a 5 year contract with defendant Dubin-Haskell Lining 
Corp. whereunder’ Dubin-Haskell was to act as plaintiffs’ east coast sales representative. 
Dubin-Haskell was to set up a separate corporation, National Flexitized Corp., which would 
have the right to use FLEXITIZED in its title so long as it handled plaintiffs’ products and no 
competing products and performed all the terms of the contract. Both defendants, however, 
breached this contract and National Flexitized Corp. began handling competitive stays while 
still using the term Flexitized in connection with them. A jury found in favor of plaintiff on 
its breach of contract claim, and assessed $27,000 for lost profits for the remainder of the 
contract period. Plaintiff also claimed that defendants had infringed its FLEXxITIZED mark by 
using the mark in connection with competing products. The court, however, found FLEXITIZED 
to be merely descriptive and not a valid mark and dismissed this claim. Plaintiffs’ claim of 
unfair competition was, however, sustained. The court held that New York law, not federal 
law, governed. It noted that New York recognizes that misappropriation of another’s trade 
name is a tort even when secondary meaning has not been established. The gist of the offense 
is that defendant has taken a free ride on the publicity heretofore associated with plaintiff’s 
product. Further use of FLEXITIZED by defendant was therefore enjoined. 944 
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poLARoID (Plaintiff) for optical devices, photograph products, camera films and television 
devices. 
POLARAID (Defendant) for installing heating and refrigerating systems. 

Judgment for defendant reversed. Trial court found erroneously for defendant holding that 
there was a lack of proof of confusion or diversion of customers and a lack of competition 
between the products. In reversing the lower court’s decision, the appeal court pointed out 
that equity will enjoin the appropriation and use of the name of a corporation where the 
resemblance is so close that confusion is likely damaging the corporation to which the name 
belongs. It is immaterial that defendant had no intent to trade upon plaintiff’s name. Lack of 
proof of confusion, diversion of customers and lack of competition does not preclude a finding 
of unfair competition. The court also found for plaintiff under the Illinois Anti-dilution Statute. 
The Anti-dilution Statute states in effect, that if there is dilution of the distinctive quality of 
a mark or trade name, such as POLAROID, which is coined, and which has acquired widespread 
reputation and good will, although there is no competition with the defendant’s product and no 
proof of confusion, plaintiff is entitled to relief. It lays a heavy hand on those who adopt a 
trademark or trade name closely resembling another’s. In view of its holding that unfair com- 
petition and dilution existed, the court did not reach or decide the issue of trademark infringe- 
ment set forth in plaintiff’s first cause of action. 1093 


Granting of defendant’s motion for summary judgment, reversed. Plaintiff, doing business 
as Sixth Street Locker and Grocery, sought to enjoin defendant, Sixth Street Food Store of 
Lexington, Inc., from using the words Sixth Street in connection with its business on Seventh 
Street. Proof of fraud or deliberate deception is not necessary to establish unfair competition 
if it appears that there is substantial similarity leading to confusion which damages the value of 
plaintiff's name. The court dismissed the motion for summary judgment since there were 
genuine issues of fact as to all material allegations and the allegations constituted a cause of 
action which had not been pierced by defendant to show that there was no genuine issue of fact. 
Case ordered to be tried on the merits. 1100 


The court points out the danger of bringing a trade name case under the seemingly broad 
terms of Section 964 of the Penal Law instead of a suit in equity. The Penal Law provides 
summary remedy only in obvious cases of palming off, or in cases where a wrongful intent to 
deceive the public is present. Such a remedy is drastic and should only be invoked when con- 
clusive evidence of wrongful intent is present. Petitioner’s proof was found by the court to be 
insufficient to warrant such relief. In an equity suit plaintiff could have obtained relief by 
showing reasonable probability of confusion, and measures to prevent such confusion may have 
been provided short of complete prohibition of use by defendant. Whereas, under Section 964 
petitioner is entitled to complete prohibition or nothing. Order granting the petition in the 
lower court was reversed. 1100 

Plaintiff was first to use the service mark SECURANCE for the operation of his insurance 
business in 1955. In August 1956, articles of incorporation were approved for the corporate 
name SECURANCE SERVICE INC. Registration of plaintiff’s mark was accepted by the State of 
Ohio in 1960. In 1960 when plaintiff filed application to register the mark in the U. S. Patent 
Office, plaintiff was opposed by defendant whose use of SECURANCE dates only from March 1960. 
Plaintiff brought an action for unfair competition and the Court of Appeals in reversing the 
lower Ohio court, enjoined defendant from the use of the word sECURANCE in Sandusky County, 
Ohio. Both plaintiff and defendant appealed. Judgment for plaintiff was affirmed, and injunc- 
tion extended to include the entire State of Ohio. Consideration of the law by the court in- 
cluded, that a trade name identifies the source of the product or service and need not be affixed 
to the product, although it may serve to identify not only the business, but also the product; 
that service marks are primarily trademarks relating to services and the same law applies; 
that the rights in trademarks are acquired by use; that a trade name: where it has become so 
identified with the product is equivalent to a trademark; that the same is true of a corporate 
name which will be protected against the use of the same name by another. The court found 
that the dominant word in plaintiff’s corporate name is SECURANCE, and that, the dominant word 
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used together with other unimportant words does not defeat plaintiff’s rights. Further, evidence 
of confusion was found and the court affirmed the injunction against defendant’s use of 
SECURANCE and extended the injunction to the entire state. Since there was probability of ex- 
pansion throughout the State of Ohio, plaintiff was entitled to an injunction encompassing the 
entire state. The court noted that the statutory provision permitting the Secretary of State 
to consider a mark distinctive and grant registration if used for five years prior to the filing 
of the application is not a limitation on the right to register such name but merely a rule of 
evidence. Thus, use for less than the five year period is not a requirement for holding a mark 
distinctive and hence registrable. 1178 


500.32d Surnames 


There are two equity suits involved here, each brought against the other to enjoin the use 
of the family name in connection with the clothing business. Charles J. Donnelly first used 
DONNELLY’S with a distinctive logotype in 1941 and continues to use it. In 1944 Donnelly Bros. 
Inc. began using a sign resembling the Charles sign. In 1960 Donnelly Bros. Inc. was 
changed to Donnelly, Inc. by Thomas Donnelly using a very similar logotype to his brother 
Charles which actually caused confusion. The Appellate Court enjoined Thomas Donnelly 
from using the recently acquired corporate name DONNELLY, INC., and from using the 
word DONNELLY when used with a styling likely to cause confusion with the prior used 
DONNELLY’S Of CHARLES J. DONNELLY, INC., which had acquired secondary meaning. The right 
to use one’s own name does not extend to the assignment thereof to use by a corporation. 
Where one has used his surname in connection with his business in a distinctive style, and it 
has acquired secondary meaning, another user of the same surname in a style similar to the 
distinctive style of the prior user may be enjoined where confusion is likely. 1018 


HERITAGE (Plaintiff) for furniture. 
HERITAGE (Defendant) for interior window shutters, louvered doors, room dividers, etc. 


Judgment for plaintiff. The court found that defendant’s products bore such a relationship 
to plaintiff’s furniture and room dividers that when sold under the same name confusion was 
likely. It is not necessary for plaintiff to show loss of sales or actual injury to reputation in 
order to gain relief since plaintiff is entitled to protection against the use of the same name by 
defendant in a manner which tends to dilute the distinctive significance of plaintiff’s mark. 
Defendant’s counterclaim for cancellation on the ground that plaintiff’s mark HERITAGE was 
descriptive was dismissed because the court found the word had a sufficient degree of fancifulness 
to serve as a trademark. 1094 
PAUL SACHS ORIGINAL and DON SACHS ORIGINAL (Plaintiff) for petite size ladies’ dresses. 

SACHS OF CALIFORNIA (Defendant) for young missy dresses. 

Judgment for defendant. Court found no confusion to exist in this trademark infringement 
and unfair competition case. Plaintiff produces petite size dresses, sizes 8-18 under the trade- 
marks DON SACHS ORIGINAL and PAUL SACHS ORIGINAL. Defendant sells young missy dresses 
which envisions a different type figure of a young career girl under the trademark sACHS OF 
CALIFORNIA. The court found that because of the definite recognizable division in the dress field 
that the goods were not identical. Further, that the marks when considered as a whole were 
not similar in appearance or sound and that the women who purchase the garments are dis- 
cerning and familiar with the distinction in the dress line. Plaintiff attempted to argue that 
SACHS was the dominant feature of the marks, but the court noted in passing that neither party 
ever used the word sacHs alone nor in any other combination and that sacHs was given no 
predominance. The word orIGINAL although it was disclaimed in plaintiff’s registration was not 
to be disregarded. It had equal importance to PAUL or DON SACHS with which it always appeared 
as an integral mark. Further the court notes that the surname sacHs would not be accepted 
alone for registration. Defendant had done nothing to attach itself to plaintiff's advertising and 
was not guilty of unfair competition. Finally, there was no evidence of actual confusion, which 
of course is not a prerequisite to relief, but which constitutes strong evidence. 1176 
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500.36 Related Company Use 


Plaintiffs’ parent corporation has no standing to sue under Section 32(1)(a) of the act, 
since the right is given to the registrant and not a related company. 93 


Plaintiff Bancroft, owner of the trademark BAN-LOoN for crimped nylon yarn and garments 
and fabrics made from this yarn, had an elaborate licensing system under which licensees make 
the yarn, fabrics and garments subject to extensive quality controls by Bancroft and with the 
aid of extensive technical advice from Bancroft. (The system is set forth at length in the 
Findings of Fact.) Defendant Shelley, manufacturer of ladies’ sweaters, was one of Bancroft’s 
licensees. To obtain and maintain this license, Shelley was required to maintain certain high 
standards of workmanship and to submit samples of every garment to Bancroft for approval. 
Such approvals lasted for one year. Bancroft had ascertained through various tests that the 
best way to prevent undesirable “pilling” in BAN-LON sweaters was to require a stitch count 
of 28 stitches per inch. Previously sweaters with stitch counts of 25-27 per inch also had been 
accepted when considered adequate in all other respects. However, after Bancroft had given its 
licensees adequate warning of this new requirement, it approved no sample sweaters below the 
28 stitch count minimum. The higher count sweater was more expensive to produce since it 
used more yarn. It also caused Shelley some other technical difficulties. Shelley, nonetheless, 
promised to conform to the new requirement. In practice, however, it continued to produce 
sweaters with stitch counts below 28; further, it would submit samples which had the required 
count, and then produce the bulk of the sweaters below this count. The court found that there 
had been no consumer complaints to Bancroft about Shelley BAN-LON sweaters (licensees were 
required to use their own names or marks in all garments) and as of the date of decision, the 
amount of damage to Bancroft’s good will was unknown. Shelley had gone into bankruptcy, 
its equipment had been sold at an auction and its officers had indicated that Shelley would never 
again manufacture sweaters under the BAN-LON mark. Bancroft is the owner of the BAN-LON 
mark and its control over the nature and quality of the garments produced under the mark was 
such as to make its licensees related companies within the meaning of Section 5. Bancroft had 
the right to establish the 28 stitch count standard and Shelley’s violation of it constituted trade- 
mark infringement, and breach of their license agreements. Bancroft is not entitled to injunctive 
relief because no irreparable injury is threatened and Shelley is no longer making sweaters and 
does not intend to do so. Bancroft is entitled to an accounting by Shelley for all profits 
recovered from sweaters which bore the BAN-LON mark but did not meet Bancroft’s standards. 
Jurisdiction of this case was retained, pending final determination of Bancroft’s damages. 498 


Ownership of trademark rights exist appurtenant to manufacturing or marketing business 
in the United States, however, a wholly owned subsidiary and parent corporation are related 
companies and manufacturing by a subsidiary inures to the benefit of the parent corporation 
which retains ownership of the mark. Therefore, plaintiff’s contention that defendant did not 
own the trademarks since they were not manufacturing under them when recorded is not valid. 
Plaintiff’s further contention of abandonment could not prevail, since there was no factual 
showing of intent to abandon the mark. While naked licensing may constitute abandonment, 
controlled licensing does not constitute abandonment, and it is a question of fact upon which the 
language of the license agreement is not decisive and on which the party claiming abandonment 
has the burden of proof. The mere delay of a few months between the time the subsidiary was 
nationalized and the owner began manufacturing does not establish abandonment. Plaintiff’s 
motion denied and in so denying the motion, defendant is adequately protected. This is particu- 
larly so in view of the Presidential proclamation, which, among other things, places an embargo 
upon importation of all Cuban tobacco products. The granting of a preliminary injunction is 
not required or appropriate. 1098 

This is an interlocutory appeal under Rule 54(b) of Federal Rules of Civil Procedure 
from a judgment dismissing complaint; affirmed. Plaintiff alleged trademark infringement and 
inducement to breach contractual relations with its local affiliated member cooperatives. National 
Cooperative, the third-party defendant, is the owner of the contested collective trademark 
co-op; plaintiff is its licensee having only the trademark rights granted by its membership in 





130 ANNUAL INDEX, 1963 Vol. 53 TMR 


National. Any use of co-op by plaintiff, a related company, inures to the benefit of the registrant, 
National. No express exclusive territorial right was ever given to plaintiff to use the mark, 
and as a general rule none will be implied. The trial court held that plaintiff had been given 
no exclusive territory in the license agreement and that after a license expired or was revoked, 
the licensee can set up no claims against licensor adverse to the terms of the license and actual 
use. No equitable rights are created in licensee to recover loss of profits. 1175 


500.37 Secondary Meaning Marks (Section 2(f)) 


Although a laudatory mark may be entitled to protection where secondary meaning has 
been established, neither party has met the burden of showing “that through constant associa- 
tion it had become synonymous with” their products in the mind of the buying public. 363 

Since defendant admits that mark DAyY-BRITE has acquired secondary meaning in the elec- 
trical fixture field, it will be protected regardless of any original weakness or descriptiveness. 
Plaintiff, however, has no exclusive right in the descriptive term “bright” in connection with 
any kind of light, and cannot prevent such use when not likely to cause confusion. 379 


Use of the trademark RESONITE by defendant for six years and the commercial success 
resulting therefrom added strength to the claim that the trade recognized the mark as applied to 
BUNDY grade clarinets. Use and not registration is paramount in establishing rights to a 
trademark and the record shows, and the court finds that defendant had acquired a property 
right in it entitling it to registration. 384 

Where District Court made no finding that HOMEMAKERS for calendars had acquired sec- 
ondary meaning, his judgment finding the mark valid and infringed would be reversed. 400 


In previous litigation, appellant, owner of COPPERTONE for suntan lotion, had sought to 
enjoin appellees from use of COPA TAN, COPA CREAM and copa TINT for similar products. The 
suit had been settled and a consent decree entered on November 12, 1959, permanently enjoining 
appellees from “using the names COPATAN, COPATINT Or COPACREAM or any other name or 
names confusingly similar thereto or to the trademark copPERTONE, specifically including any 
trademark or trade name containing the word, root, prefix or suffix CopA or COPPER.” In the 
instant suit, appellant by motion for order to show cause, charsed appellees with violation of 
the above mentioned decree in that the latter were marketing two suntan products named coca 
TAN and COCA TINT respectively. The trial court dismissed, finding that coca TAN and COCA TINT 
were not confusingly similar to either COPPERTONE, COPA TAN, COPA TINT Or COPA CREAM. 
The dismissal was upheld on appeal, Pope, C. J., dissenting. The majority, in considering 
whether the marks involved were similar in sound, sight and meaning, determined (a) there was 
a difference in physical appearance of the trademarks, (b) the placing of a macron symbol over 
the “o” created an unconfusing pronunciation, and (c) the prefix “coca” established a meaning 
different from “Copa,” by its implication of cocoa-butter. Conceding, further, that appellees had 
“a special duty to avoid confusion” and that an infringer “once caught” should have his conduct 
carefully scrutinized, thereafter, the court held that appellees had avoided confusion and were 
not in the situation of an infringer once caught, since the earlier litigation had been settled, not 
adjudicated. In essence, the court could not find any likelihood of confusion, on the record 
before it. Since appellant had never itself used the marks COPATAN, COPATINT or COPACREAM, 
the only competition involved was between COCA TAN or COCA TINT and COPPERTONE. No evi- 
dence of such confusion was found. Further, there was no proof that the names of the products 
COCA TAN and cCOocA TINT sounded similar to or like COPATAN, COPATINT or COPACREAM. Inter 
alia, the court stated its conviction that a two word trademark had a different visual impact 
than a single word and, the record being such as it was, the court seemed to accept the trial 
judge’s conclusion of law to the effect that likelihood of confusion did not exist as though it 


were an ordinary finding of fact, stating: 


“While it is true that under certain circumstances we are as well able as the trial court to 
determine if there is a likelihood of confusion by a mere visual or auditory comparison .. . 
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we cannot, on the record here before us, differ with the trial judge, much less hold his 
findings to be clearly erroneous.” 


In a lengthy dissent, Judge Pope, however, reached the unavoidable conclusion that likelihood 
of confusion did exist, based on the following major points : 


1. Intent was demonstrated by appellees deliberately to pick names just as close to the 
names they had just sold to plaintiff and which they were prohibited from using as was possible 
without precisely copying them. 


2. The majority had used the wrong test of confusing similarity. The marks should not 
have been minutely analyzed. They should have been considered from the point of view of a 
prospective purchaser who would not see the two marks together. He would receive and 
retain merely a general visual impression from one mark, would vaguely remember it on seeing 
the second and would mistakenly purchase the second product as a result. 


3. Objection was taken to the majority’s specific points of difference; according to the 
dissent 

a—It made no difference whether the marks were one or two words. 

b—Differences in packaging were neither material nor relevant. 

c—Differences in sound were unimportant in this case. 


d—Lack of secondary meaning in COPATINT or COPA TAN were immaterial. 


The important factor was that the correct decree prohibited any confusingly similar name or 
names and in his view the marks objected to were confusingly similar. 938 


Plaintiff is the owner of the registered mark “hi-g” for valves and control systems which 
it sells for use on mobile ground equipment and aircraft. Although it has registered the mark 
“hi-g” independently, it never has used that word alone, but always in a combined form, also 
registered, in which “hi-g” appears on the crest of a shield which also bears the initials Gc and 
is in turn superimposed on a wing configuration bearing the words GENERAL CONTROLS. Defen- 
dant is in the business of manufacturing electric relays and associated products, most of which 
are sold to manufacturers for incorporation into complicated machines, and many of which are 
specially designed for the customer. Plaintiff contended that use of the defendant’s corporate 
name HI-G INC. in connection with the sale and advertising of these products was an infringe- 
ment of plaintiff’s mark. Held: judgment for defendant. The term “hi-g” is descriptive. The 
letter “g’ is commonly used to refer to the force of gravity, and “high’g” and “hi-g” generally 
refer to a higher than normal gravitational force and to products capable of functioning despite 
such force. Thus plaintiff's mark is very weak. Moreover, it is always used in conjunction 
with the plaintiff's primary mark, Gc, and its full corporate name, and therefore, has not 
acquired any secondary meaning. The products of the two companies are different and the 
buyers highly sophisticated so there is no likelihood of confusion. Nor was there actual con- 
fusion. The court also pointed out that other tests of infringement would have to be resolved 
in defendant’s favor. First, it had adopted its name in good faith and without notice of plain- 
tiff’s mark (electric relays were not included in plaintiff’s registration) ; second, there was no 
claim or evidence that defendant makes an inferior product or has a poor business reputation 
that could hurt plaintiff; third, there was no indication that plaintiff is likely in the course of 
normal expansion to start making similar goods under its “hi-g” mark, since for over 20 years 
plaintiff had not used the mark in connection with those relays it does make and, in turn, they 
do not compete with defendant’s products. Finally, the court held plaintiff barred by laches. 
Plaintiff learned of defendant’s existence in 1954, the year defendant was formed, but it 
adopted a “wait and see” attitude to determine “if this newcomer was going to bother our 
business.” It did not protest until December 1958 and did not sue until a year after rejection 
of its protest. The court ruled that plaintiff could not wait and see if its alleged competitor 
would be successful and then destroy the business years later with judicial help. A parallel 
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claim of unfair competition was also dismissed since it was found that no new issues were 
raised under this claim. 940 

Plaintiff, a Swiss corporation, had licensed an American company to manufacture toy 
building bricks which are so designed that the pieces interlock and form elaborate structures. 
Defendants had received similar licenses from a Danish concern to market similar bricks. 
Plaintiff brought suit for trademark infringement, patent infringement and unfair competition, 
but in this motion for injunction pendente lite, it pressed only the unfair competition claim. 
Plaintiff contended that defendants were using LINO and LINO METHOD to describe their products 
and that this competed unfairly with plaintiff’s use of LEGO and LEGO SYSTEM, and that defen- 
dants were unfairly stressing the similarity and interchangeability of their products. The 
court found that the blocks were not completely interchangeable, and that many of the similar 
features were functional. Moreover, it found that plaintiff had failed to establish secondary 
meaning for the appearance of its bricks. “The demand must be for a product made by the 
plaintiff as distinguished from a demand for a product for which the plaintiff has created a 
market.” With respect to the two marks, while plaintiff does use LEGo SYSTEM prominently 
on its packages, the court found that defendant did not use packages marked LINO METHOD so 
there was little likelihood of confusion. Further it found that LEGo and LEGO sysTEM had not 
acquired a secondary meaning, #.e., they had not become “so connected with toy bricks” as to be 
“a symbol which indicates the origin of these bricks.” In a rather confusing passage the court 
referred to extensive advertising of these marks by plaintiff but concluded that “there is little 
in the record to indicate that LEGo signifies in the public mind, toy bricks manufactured by the 
plaintiff.” The motion for injunction pendente lite was denied. 945 


500.38 Service Marks 


Judgment for defendant in action for infringement of plaintiff’s registered service mark and 
for unfair competition. Registration of a service mark does not entitle owner to prohibit use 
of it or of a similar mark under all circumstances. 943 


Plaintiff was first to use the service mark SECURANCE for the operation of his insurance 
business in 1955. In August 1956, articles of incorporation were approved for the corporate 
name SECURANCE SERVICE INC. Registration of plaintiff's mark was accepted by the State of 
Ohio in 1960. In 1960 when plaintiff filed application to register the mark in the U. S. Patent 
Office, plaintiff was opposed by defendant whose use of SECURANCE dates only from March 1960. 
Plaintiff brought an action for unfair competition and the Court of Appeals in reversing the 
lower Ohio court, enjoined defendant from the use of the word sECURANCE in Sandusky County, 
Ohio. Both plaintiff and defendant appealed. Judgment for plaintiff was affirmed, and injunc- 
tion extended to include the entire State of Ohio. Consideration of the law by the court in- 
cluded, that a trade name identifies the source of the product or service and need not be affixed 
to the product, although it may serve to identify not only the business, but also the product; 
that service marks are primarily trademarks relating to services and the same law applies; 
that the rights in trademarks are acquired by use; that a trade name where it has become so 
identified with the product is equivalent to a trademark; that the same is true of a corporate 
name which will be protected against the use of the same name by another. The court found 
that the dominant word in plaintiff’s corporate name is SECURANCE, and that, the dominant word 
used together with other unimportant words does not defeat plaintiff’s rights. Further, evidence 
of confusion was found and the court affirmed the injunction against defendant’s use of 
SECURANCE and extended the injunction to the entire state. Since there was probability of ex- 
pansion throughout the State of Ohio, plaintiff was entitled to an injunction encompassing the 
entire state. The court noted that the statutory provision permitting the Secretary of State 
to consider a mark distinctive and grant registration if used for five years prior to the filing 
of the application is not a limitation on the right to register such name but merely a rule of 
evidence. Thus, use for less than the five year period is not a requirement for holding a mark 
distinctive and hence registrable, 1178 
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500.39 Similarity of Goods 


In and of itself, the copying of an unpatented article does not constitute unfair competition. 
The competition however, must be both fair to consumer and trade. The consumer is protected 
from purchasing one article believing it to emanate from another source, plaintiff therefore must 
show secondary meaning in the mind of the public attaching to non-functional part of the 
article; the trade is protected against practices having a destructive effect on the producer’s 
competitive position, such as, palming off, and misappropriation of property rights. Plaintiff 
failed to show any instances of confusion, and the court held that purchasers were not likely 
to purchase a soap dish because of its source, but rather its appearance. The court refused to 
find any evidence of palming off. Basically, the design of a soap dish is dictated by its function. 
The names of plaintiff and defendants were prominently displayed on their dishes, and there 
was a slight difference in the decoration of the dishes. Further, the use of a similar translucent 
bag for wrapping the defendants’ soap dishes was not unusual, and the lower court’s finding that 
defendants copied the wrapping of plaintiff was unsupported by evidence. Relief has sometimes 
been afforded in unfair competition actions, where there was misappropriation of property rights. 
However, this theory has been limited in the past to cases of deception and interference with 
contractual relations. The good will which constitutes property rights does not apply to the 
good will of the product itself which has not acquired secondary meaning. Any good will which 
may have emanated from the product itself, defendants were entitled to share along with the 
public. Further, the court found no evidence of interference with plaintiff’s contractual rights 
by defendants or any deliberate diversion of plaintiff’s business. Complaint dismissed. 167 


Defendant, Talman Bigelow, was an employee of plaintiff which made and sold a fiberglass 
sailboat called a pay sAILor. Later, defendant left the employ of plaintiff and organized his 
own corporation for making fiberglass sailboats. Talman Bigelow then purchased one of 
plaintiff’s DAY SAILORS, altered it, photographed it in its altered condition, and used the photo- 
graph to advertise and sell his own boats sold under the name of EXPLORER. There was no 
evidence of confusion or passing off. The court said that mere copying of a product not 
protected by a patent, copyright or trademark does not in itself constitute unfair competition 
unless there is breach of confidential relationship or palming off. The court found no breach of 
confidential relationship or palming off and found plaintiff not entitled to relief under an action 
for unfair competition. Plaintiff was not entitled to relief under 43(a) of the Act since the 
sailboat photographed by defendant and used in advertising differed from plaintiff’s product 
and plaintiff failed to prove that defendants’ sailboat was not the same as that advertised or 
was inferior or of cheaper quality than that shown in the advertisement. Further, there was 
no false designation of origin. Judgment for defendants. 213 

Where defendant is innocent junior user, and goods are different though related, fact that 
goods of both are “likely to be sold in the same specialized retail outlets or in the same depart- 


ment of large retail outlets” is not in and of itself sufficient reason for granting an injunction. 
357 


In determining whether confusion will be caused when mark similar to a registered trade- 
mark is used on related though noncompeting goods, no one single factor can determine the 
results. Strength of the mark, degree of similarity between mark and goods, defendants’ good 
faith in adopting its mark, quality of the respective products, sophistication of buyers—all play 
a part in determining likelihood of confusion. 357 


Plaintiff is the owner of the registered mark “hi-g” for valves and control systems which 
it sells for use on mobile ground equipment and aircraft. Although it has registered the mark 
“hi-g” independently, it never has used that word alone, but always in a combined form, also 
registered, in which “hi-g” appears on the crest of a shield which also bears the initials cc and 
is in turn superimposed on a wing configuration bearing the words GENERAL CONTROLS. Defen- 
dant is in the business of manufacturing electric relays and associated products, most of which 
are sold to manufacturers for incorporation into complicated machines, and many of which are 
specially designed for the customer. Plaintiff contended that use of the defendant’s corporate 
name HI-G INC. in connection with the sale and advertising of these products was an infringe- 
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ment of plaintiff’s mark. Held: judgment for defendant. The term “hi-g” is descriptive. The 
letter “g’” is commonly used to refer to the force of gravity, and “high’g” and “hi-g” generally 
refer to a higher than normal gravitational force and to products capable of functioning despite 
such force. Thus plaintiff’s mark is very weak. Moreover, it is always used in conjunction 
with the plaintiff's primary mark, cc, and its full corporate name, and therefore, has not 
acquired any secondary meaning. The products of the two companies are different and the 
buyers highly sophisticated so there is no likelihood of confusion. Nor was there actual con- 
fusion. The court also pointed out that other tests of infringement would have to be resolved 
in defendant’s favor. First, it had adopted its name in good faith and without notice of plain- 
tiff’s mark (electric relays were not included in plaintiff’s registration) ; second, there was no 
claim or evidence that defendant makes an inferior product or has a poor business reputation 
that could hurt plaintiff; third, there was no indication that plaintiff is likely in the course of 
normal expansion to start making similar goods under its “hi-g” mark, since for over 20 years 
plaintiff had not used the mark in connection with those relays it does make and, in turn, they 
do not compete with defendant’s products. Finally, the court held plaintiff barred by laches. 
Plaintiff learned of defendant’s existence in 1954, the year defendant was formed, but it 
adopted a “wait and see” attitude to determine “if this newcomer was going to bother our 
business.” It did not protest until December 1958 and did not sue until a year after rejection 
of its protest. The court ruled that plaintiff could not wait and see if its alleged competitor 
would be successful and then destroy the business years later with judicial help. A parallel 
claim of unfair competition was also dismissed since it was found that no new issues were 
raised under this claim. 940 


500.40 Slogans 


Plaintiff had built up the slogan WHERE THERE’S LIFE . . . THERE’S BUD at great expense so 
that it has become well-known to the public in connection with its beer. Defendant developed the 
slogan WHERE THERE'S LIFE . . . THERE’S BUGS for use in connection with its floor wax and insec- 
ticide. The court held that plaintiff had a property right in the slogan and that defendant’s 
deceptively similar slogan was likely to cause confusion of source and financial loss by reason 
of the unwholesome association of the idea of bugs and beer. Florida law supports the decision 
and makes it clear that neither direct competition nor actual confusion is necessary to obtain 
an injunction. 491 


500.41 Suggestive Marks 


The protection afforded a trademark or service mark varies with the type of word selected. 
A coined word is given a far wider ambit of protection than a common word. ALLSTATE is not 
a coined word but rather is composed of two common words used by others. 943 


PITCH BACK (Plaintiff) for recreational apparatus—baseball backstop and ball return. 
PITCH-N-FIELD (Defendant) for similar recreational apparatus. 

In concluding that likelihood of confusion existed the court considered all of the factors 
of similarity, the opportunity of the alleged infringer to have avoided the possibility of confusion 
and his intent in adopting the trademark. The degree of publicity attending the use of PITcH 
BACK was such as to impute knowledge of plaintiff’s mark to defendant prior to its first use of 
PITCH-N-FIELD as both parties were in the same line of business, notwithstanding defendant’s 
assertion to the contrary. The court put itself in the position of a prospective purchaser and 
determined that such a purchaser could easily be confused because of the similarity of the 
marks. Further, it was held that prrcH BACK was not descriptive as applied to the goods. 
Registration gives a mark a strong presumption of validity, although the court must decide in 
each case where validity is attacked whether a mark is invalid because of descriptiveness. 1017 


500.45 Trade Secrets 


Plaintiff manufactured and sold a hand ink marking device called MAGIC MARKER consisting 
of a felt writing nib which continually absorbed ink from a saturated sponge encased in a glass 
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container. Defendant, being engaged in the ink business, was interested in becoming a licensee 
of plaintiff. Several meetings took place, but a satisfactory licensing agreement was never 
worked out. Defendant by independent research came out with a similar marking device called 
MARKS-A-LOT 18 months after the meetings with plaintiff had taken place and plaintiff brought 
this action for misuse of trade secrets allegedly obtained during the meetings. In such an action 
there must be a showing of a confidential relationship between the parties, disclosure of trade 
secrets and the use of the trade secrets. The plaintiff's marker had been on the market and 
available to the general public, and to defendant which was free to examine it and its patent, 
and to use any knowledge gained therefrom subject to patent restrictions. There is a property 
right in a trade secret, but that right is only protected against those who acquire and use the 
knowledge wrongfully. The evidence pointed to the fact that plaintiff’s knowledge and use was 
not wrongful. No trade secrets were divulged during the meeting between plaintiff and defen- 
dant, and the court held that any features common to both markers were such that could have 
been revealed by inspection of the MAGIC MARKER and therefore were in public domain, while 
there were features of MARKS-A-LOT alone which were the result of independent research by 
defendant. Judgment for defendant affirmed. 210 

Defendant, Talman Bigelow, was an employee of plaintiff which made and sold a fiberglass 
sailboat called a pAY sAILor. Later, defendant left the employ of plaintiff and organized his 
own corporation for making fiberglass sailboats. Talman Bigelow then purchased one of 
plaintiff's DAY SAILORS, altered it, photographed it in its altered condition, and used the photo- 
graph to advertise and sell his own boats sold under the name of EXPLORER. There was no 
evidence of confusion or passing off. The court said that mere copying of a product not 
protected by a patent, copyright or trademark does not in itself constitute unfair competition 
unless there is breach of confidential relationship or palming off. The court found no breach of 
confidential relationship or palming off and found plaintiff not entitled to relief under an action 
for unfair competition. Plaintiff was not entitled to relief under 43(a) of the Act since the 
sailboat photographed by defendant and used in advertising differed from plaintiff’s product 
and plaintiff failed to prove that defendants’ sailboat was not the same as that advertised or 
was inferior or of cheaper quality than that shown in the advertisement. Further, there was 
no false designation of origin. Judgment for defendants. 213 

Plaintiffs are in the business of enfranchising bakeries to bake and sell ARCHWAY HOME 
STYLE cookies. Franchisees receive plaintiffs’ recipes, formulas and techniques. Defendants 
are former franchisees. When plaintiff terminated defendants’ franchise, defendants began to 
put out a similar line of cookies called GURLEY’s HOME STYLE cookies. Plaintiffs claimed that 
defendants were using its secret recipes; that they were guilty of unfair competition and 
“palming off” in that the GuRLEY cookies were of the same appearance and were wrapped 
similarly to the ARCHWAY cookies; and that the plaintiffs’ trademark HOME STYLE was being 
infringed. Plaintiffs’ present franchise holder also joined in these allegations claiming that its 
business was being injured. The court rejected all three claims. Defendants satisfactorily 
proved that there was no such thing as a secret cookie recipe and that they had in fact used new 
recipes. Evidence indicated that many cookies of the HOME STYLE type were of similar size, 
color and texture and were packaged in similar type containers. Defendants prominently used 
the name GURLEY on a different color label from plaintiffs and this would prevent deception. 
The fact that defendants were selling their new line of cookies to former customers under the 
old franchise was not in itself unlawful; customers had been notified this was a new product. 
Finally even assuming that HOME STYLE is sufficiently unique to be the subject of trademark 
protection, examination of the two sets of labels indicated that defendants’ use of that term 
would not create confusion in the minds of prospective purchasers. Plaintiffs’ state registration 
did not add to be common law rights. 495 

Judgment for defendant in this unfair competition case. The. court held that the copying 
by defendant of plaintiff’s marking machine was not actionable per se since the machines were 
available on the market for anyone to copy. Employees’ agreement not to divulge employer’s 
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secret is no restriction on information which is readily available to everyone. An injunction 
against a defendant which purports to forbid activities he carries on through employees has no 
bearing upon what an employee can or cannot do once the employment ends. 1018 
500.46 Trademark Use 
500.46a In General 


After 1957, Solo used the term FEATHERLIGHT as a trademark in connection with its combs. 
The term took on trademark significance because of “Solo’s clear attempts to give it a con- 


spicuous position . . . without giving prominence to the mark soto.” 341 
A valid trademark is based on use under circumstances showing that the user intends to 
adopt the mark as a trademark. Long extended use is not required. 405 


The dominant phrase of the mark is FAMILY CIRCLE, and the addition of EVERYWOMAN’S in 
small print in a minor position in the upper crossbar of the “F” for FAMILY was merely 
secondary in significance. This addition was not such a departure from the original mark 
FAMILY CIRCLE to create a new unitary meaning in the mark with a different significance. The 
dominant part, FAMILY CIRCLE, was still in use at the time plaintiff filed affidavit of use of 
composite title EVERYWOMAN’S FAMILY CIRCLE. 419 


500.46d No Trademark Use 


Prior to 1957, defendant Solo had used the word FEATHERLIGHT as an adjective to describe 
the quality of its hair rollers. This was not a trademark use and Solo could not rely upon it 
to establish pre-1957 rights in FEATHERLIGHT as a trademark. 341 


500.46e Deceptive Use 


COLOR GUIDE and THE TIE WITH THE COLOR GUIDE (Plaintiff) for neckties and merchandising 
plan and program for selling ties. 

FASHION GUIDE and THE TIE WITH THE FASHION GUIDE (Defendant) for neckties and mer- 
chandising plan and program for selling ties. 

Judgment for defendant. Plaintiff brought this action for trademark infringement and 
unfair competition against defendant alleging that defendant unfairly competed with and in- 
fringed upon plaintiff’s novel plan for merchandising men’s neckties. The plan included the 
adoption of plaintiff's two registered marks, the principal registration of COLOR GUIDE and sup- 
plemental registration of THE TIE WITH THE COLOR GUIDE. The two marks were applied to a 
label on each tie advising purchaser the color of the suit with which the tie could best be worn. 
Defendant adopted the same plan using the trademarks FASHION GUIDE and THE TIE WITH THE 
FASHION GUIDE. The court found that plaintiff’s mark CoLor GUIDE was descriptive since it 
referred to the label giving color advice and not to the tie itself. Further, the label is a 
functional utilitarian feature of the necktie giving color guidance. The courts have repeatedly 
held that the functional feature of an article cannot be registered and held that the mark on 
the label consisting of words descriptive of the functional element of the label, CoLor GUIDE, 
was improperly registered. The plaintiff had been attempting throughout the case to protect 
its merchandising program, but such a plan is not entitled to protection without having acquired 
secondary meaning. THE TIE WITH THE COLOR GUIDE was found to be even more descriptive and 
its supplemental registration should also have been denied for the same reason as COLOR GUIDE. 
Since plaintiff's trademarks were invalid there could be no trademark infringement by defendant. 
Even had plaintiff’s marks been registrable, plaintiff would not have been entitled to broad 
relief since the marks were weak. The marks do not sound alike or look alike. In fact, the 
Patent Office concurred in this belief by registering CoLOR GUIDE at a time when FASHION GUIDE 
had already been a registered trademark. In determining the absence of confusion, the court 
considered the intent of defendant and said that knowledge of another’s trademark and deliberate 
intention to compete were not equivalent to an attempt to deceive prospective customers, 
especially since defendant’s advertising gave prominence to its name. No such unfair conduct 
on the part of defendant was shown. 1095 
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500.47 Unfair Competition Articles: 225, 599 


This unfair competition suit was brought by plaintiff, who operated a dry goods store under 
the trade name Murphey’s, to prevent defendant from using a similar trade name in plaintiff's 
marketing area. Defendant petitioned for removal from State Court to Federal Court alleging 
that the rights involved were in excess of the $10,000 jurisdictional amount. Plaintiff expressly 
denies that his good will exceeds the jurisdictional amount. The courts refused the defendant’s 
petition to remove and held that the amount of controversy is the value to the plaintiff of his 
claimed right to prevent such use of his name by defendant in his area, and not the monetary 
value of a possible judgment against defendant. 1014 


Plaintiff, manufacturer of zippo cigarette lighters, brought this action for trademark in- 
fringement and unfair competition to keep defendant from imitating its lighter’s shape and 
appearance. Defendant began to import Japanese lighters with full knowledge that they re- 
sembled the zippo lighters. In fact, the court found that defendant’s standard and slim lighters 
were a “Chinese copy” of the z1ppo lighters although material and workmanship were poorer. 
Defendant sells the lighters exclusively by means of display cards on which their name ROGERS 
prominently appears along with “Made in Japan.” In order to obtain relief in this unfair 
competition action, plaintiff was required to prove: 


1. Defendant’s lighter copied plaintiff's lighter ; 


The copied feature had acquired secondary meaning ; 


z. 
3. The copied feature was likely to cause purchaser confusion as to source; 
4. 


The copied feature was nonfunctional. 


Plaintiff was able to prove (1), (2) & (3) above but not (4). It was noted that even if the 
copied feature was functional and had developed secondary meaning, the defendant would be 
required sufficiently to differentiate its product from plaintiff’s. Courts have also granted relief 
for unfair competition based on analyses other than the foregoing. However, none of the 
necessary factors are present in this case. Also defendant is not trying to trade on plaintiff’s 
name. Similar methods of doing business used by defendant are not improper. In short, defen- 
dant is not guilty of palming off or intentionally deceptive marketing practices. Other elements 
of the decision included the following: 


(a) Plaintiff's consumer survey was held admissible to show secondary meaning and like- 
lihood of confusion, but it would have given more weight had defendant’s display card been 
shown to those who participated in the survey. 


(b) Furthermore, secondary meaning as to the shape and appearance of plaintiff’s slim 
lighter was not proved, as of the time defendant began marketing its competitive slim lighter. 
Similarly, likelihood of confusion was established between plaintiff’s and defendant’s standard 


lighters, but not as to the slim lighter. 


(c) Whether or not features are functional depends on whether the prohibition against 
imitation by others will deprive them of something which will substantially hinder them in 


competition. 


Features of goods were defined as functional if they affect their purpose, action or performance, 
or the facility or economy of processing, handling, or using them, and possibly if it effects the 
buyer’s choice because of its pleasing appearance. The court found that the external shape of 
plaintiff’s lighter was functional, the rounded corners, beveled edges and curved top represents 
a cheaper way to manufacture lighters and plaintiff is not entitled to injunctive relief on that 
basis. However, the court did order defendant to take further steps to differentiate its lighters 
from plaintiff's on its display cards. 1015 

Defendant’s counterclaim for unfair competition was dismissed. Plaintiff’s news releases 
containing an exaggerated description of the effects of a prior consent decree did not constitute 
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unfair competition. Also, plaintiff had no intent to deceive in continuing to refer to an expired 
patent. 1016 

Judgment for defendant in this unfair competition case. The court held that the copying 
by defendant of plaintiff’s marking machine was not actionable per se since the machines were 
available on the market for anyone to copy. Employees’ agreement not to divulge employer’s 
secret is no restriction on information which is readily available to everyone. An injunction 
against a defendant which purports to forbid activities he carries on through employees has no 
bearing upon what an employee can or cannot do once the employment ends. 1018 


There are two equity suits involved here, each brought against the other to enjoin the use 
of the family name in connection with the clothing business. Charles J. Donnelly first used 
DONNELLY’s with a distinctive logotype in 1941 and continues to use it. In 1944 Donnelly Bros. 
Inc. began using a sign resembling the Charles sign. In 1960 Donnelly Bros. Inc. was 
changed to Donnelly, Inc. by Thomas Donnelly using a very similar logotype to his brother 
Charles which actually caused confusion. The Appellate Court enjoined Thomas Donnelly 
from using the recently acquired corporate name DONNELLY, INC., and from using the 
word DONNELLY when used with a styling likely to cause confusion with the prior used 
DONNELLY’S of CHARLES J. DONNELLY, INC., which had acquired secondary meaning. The right 
to use one’s own name does not extend to the assignment thereof to use by a corporation. 
Where one has used his surname in connection with his business in a distinctive style, and it 
has acquired secondary meaning, another user of the same surname in a style similar to the 
distinctive style of the prior user may be enjoined where confusion is likely. 1018 


POLAROID (Plaintiff) tor optical devices, photograph products, camera films and _ television 
devices. 
POLARAID (Defendant) for installing heating and refrigerating systems. 

Judgment for defendant reversed. Trial court found erroneously for defendant holding that 
there was a lack of proof of confusion or diversion of customers and a lack of competition 
between the products. In reversing the lower court’s decision, the appeal court pointed out 
that equity will enjoin the appropriation and use of the name of a corporation where the 
resemblance is so close that confusion is likely damaging the corporation to which the name 
belongs. It is immaterial that defendant had no intent to trade upon plaintiff’s name. Lack of 
proof of confusion, diversion of customers and lack of competition does not preclude a finding 
of unfair competition. The court also found for plaintiff under the Illinois Anti-dilution Statute. 
The Anti-dilution Statute states in effect, that if there is dilution of the distinctive quality of 
a mark or trade name, such as POLAROID, which is coined, and which has acquired widespread 
reputation and good will, although there is no competition with the defendant’s product and no 
proof of confusion, plaintiff is entitled to relief. It lays a heavy hand on those who adopt a 
trademark or trade name closely resembling another’s. In view of its holding that unfair com- 
petition and dilution existed, the court did not reach or decide the issue of trademark infringe- 
ment set forth in plaintiff’s first cause of action. 1093 

Plaintiff had no exclusive right to the feature of a label sewn on a necktie with color advice 
to the purchaser, since it was a functional feature that had not acquired secondary meaning. 
Therefore, the action for unfair competition was dismissed. 1096 

Defendant’s counterclaim for unfair competition charges plaintiff, licensee, with having 
unfairly competed with defendant by manufacturing and selling baby trainers having the same 
appearance, functional and non-functional characteristics as that put out by defendant, causing 
customer confusion. The test of unfair competition is likelihood of confusion. The court found 
that the clear designation of origin on the products alleviated the likelihood of confusion and 
counterclaim for unfair competition was dismissed. 1096 

Plaintiff is currently engaged in producing a motion picture called THE WONDERFUL WORLD 
OF THE BROTHERS GRIMM. Defendant, intending to release a picture entitled GRIMMS FAIRY TALES, 
a film produced in Germany six years ago, advertised the film by using the words A WONDERFUL 
WORLD OF THE GRIMM BROTHERS etc. Plaintiff claimed that this advertisement traded upon the 
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publicity given their production and that it misleads the public. Preliminary injunction was 
granted preventing defendant from using the words WONDERFUL WORLD in conjunction with de- 
fendant’s advertising. To sustain an action for unfair competition actual confusion arising 
from the misleading advertisement need not be shown. All that is required to be shown is the 
probability of public deception. The trial court found that the advertisement sought by imita- 
tion of plaintiff’s title to convey the impression that defendant’s film was the same as plaintiff’s. 
The Appellate Court said that the use of another’s advertising and publicity in a misleading 
manner is no less unfair than adopting a trademark which had become associated with the first 
user. In the case of an advertising slogan, if the public notoriety is sufficient to form an asso- 
ciation in the minds of the public which fixes plaintiff as the source it acquires secondary 
meaning. The sufficiency of public notoriety to establish secondary meaning is in the discre- 
tion of the court. It is sufficient if the segment of the public comprises enough people to contra- 
distinguish them from a few. The appeal court found that the trial court had not abused its 
discretion in holding that plaintiff’s slogan had acquired secondary meaning and that plaintiff 
was entitled to a preliminary injunction. 1099 


Granting of defendant’s motion for summary judgment, reversed. Plaintiff, doing business 
as Sixth Street Locker and Grocery, sought to enjoin defendant, Sixth Street Food Store of 
Lexington, Inc., from using the words Sixth Street in connection with its business on Seventh 
Street. Proof of fraud or deliberate deception is not necessary to establish unfair competition 
if it appears that there is substantial similarity leading to confusion which damages the value of 
plaintiff's name. The court dismissed the motion for summary judgment since there were 
genuine issues of fact as to all material allegations and the allegations constituted a cause of 
action which had not been pierced by defendant to show that there was no genuine issue of fact. 
Case ordered to be tried on the merits. 1100 


The court points out the danger of bringing a trade name case under the seemingly broad 
terms of Section 964 of the Penal Law instead of a suit in equity. The Penal Law provides 
summary remedy only in obvious cases of palming off, or in cases where a wrongful intent to 
deceive the public is present. Such a remedy is drastic and should only be invoked when con- 
clusive evidence of wrongful intent is present. Petitioner’s proof was found by the court to be 
insufficient to warrant such relief. In an equity suit plaintiff could have obtained relief by 
showing reasonable probability of confusion, and measures to prevent such confusion may have 
been provided short of complete prohibition of use by defendant. Whereas, under Section 964 
petitioner is entitled to complete prohibition or nothing. Order granting the petition in the 
lower court was reversed. 1100 

Plaintiff was first to use the service mark SECURANCE for the operation of his insurance 
business in 1955. In August 1956, articles of incorporation were approved for the corporate 
name SECURANCE SERVICE INC. Registration of plaintiff’s mark was accepted by the State of 
Ohio in 1960. In 1960 when plaintiff filed application to register the mark in the U. S. Patent 
Office, plaintiff was opposed by defendant whose use of SECURANCE dates only from March 1960. 
Plaintiff brought an action for unfair competition and the Court of Appeals in reversing the 
lower Ohio court, enjoined defendant from the use of the word sEcURANCE in Sandusky County 
Ohio. Both plaintiff and defendant appealed. Judgment for plaintiff was affirmed, and injunction 
extended to include the entire State of Ohio. Consideration of the law by the court included, 
that a trade name identifies the source of the product or service and need not be affixed to 
the product, although it may serve to identify not only the business, but also the product; that 
service marks are primarily trademarks relating to services and the same law applies; that the 
rights in trademarks are acquired by use; that a trade name where it has become so identified 
with the product is equivalent to a trademark; that the same is true of a corporate name which 
will be protected against the use of the same name by another. The court found that the domi- 
nant word in plaintiff’s corporate name is SECURANCE, and that, the dominant word used together 
with other unimportant words does not defeat plaintiff’s rights. Further, evidence of confusion 
was found and the court affirmed the injunction against defendant’s use of SECURANCE and ex- 
tended the injunction to the entire state. Since there was probability of expansion throughout the 
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State of Ohio, plaintiff was entitled to an injunction encompassing the entire state. The court 
noted that the statutory provision permitting the Secretary of State to consider a mark dis- 
tinctive and grant registration if used for five years prior to the filing of the application is not 
a limitation on the right to register such name but merely a rule of evidence. Thus, use for 
less than the five year period is not a requirement for holding a mark distinctive and hence 
“egistrable. 1178 


500.5 Scope or RELIEF 
500.51 In General 


Defendant sustained its burden of proof in overcoming the presumption of validity of plain- 
tiff’s trademark THERMOS arising from registration of the mark, and the court found that 
“thermos” is descriptive and generic as applied to vacuum bottles. Through its educational and 
advertising campaigns and because plaintiff was not diligent in asserting and protecting its rights 
in THERMOS, the word passed into the public domain as a synonym for vacuum bottle. Since 
there is an appreciable minority of the public who recognizes and uses the trademark THERMOs, 
the court placed restrictions on its use by defendant. Defendant must (a) precede “thermos” by 
Aladdin with or without one of defendant’s brand names; (b) use of “thermos” must be en- 
tirely in lower case letters; (c) initial capital “T” is prohibited; (d) size, style and type of 
each letter must be the same; (e) the letters in the word “thermos” may not be larger than: 
(1) any of the letters of other names or words with which “thermos” is used; and (2) any 
letters of the same phrase, clause or sentence in which it is used; (f) defendant may not use 
the words “genuine” or “original” or synonymous terms in referring to “thermos”; (g) in 
filling orders in which the word “thermos” is used unmodified by “Aladdin’s” or “your” or 
other reference to or designation of defendant, a notice to the buyer must be included that the 
order is being filled by defendant followed by number of defendant’s product. Plaintiff’s trade- 
marks were declared valid and not infringed by defendant’s generic use as ruled above. 175 


Fraudulent intent is not necessary to actionable infringement. To continue to use an 
infringing name, regardless of the innocence in its original adoption, is an act of unfair com- 
petition. 494 

The trademark “Thermos” having been appropriated by the public as a generic term for 
vacuum bottles, defendant, a manufacturer of such products, must be permitted to use the term 
descriptively in connection with its goods. Since a minority of the public still recognizes the 
trademark significance of the “Thermos” mark, defendant’s use of the mark will be limited in 
order to protect plaintiff’s rights. Defendant must use “thermos” without initial capitalization 
or any special form of lettering; the word must always be accompanied by defendant’s name; 
and defendant is prohibited from using the term “genuine” or “original” in connection with 
“thermos.” Plaintiff’s trademark registrations for “Thermos” and THERMOs in a stylized form 
are specifically held valid. 931 


500.52 Accounting 


District Court found High Fidelity Recordings, Inc. guilty of unfair competition and 
awarded plaintiff profits from the sale of records in copied jackets and attorney’s fees. High 
Fidelity Recordings, Inc. appealed from the award of profits and attorney’s fees. Decision was 
affirmed. Appellant relied on some California cases which stand for the proposition that there 
must be actual palming off in order to recover profits when fraudulent intent to divert business 
is absent, that is, where one innocently competes. However, there was a line of cases which 
allowed recovery where there was intent to divert business by unlawful means. The court found 
that appellant’s conduct in selling the records in a jacket which gave the impression that the 
record was made by appellee was evidence of a deliberate intent to palm off resulting in customer 
confusion, an equivalent of palming off. Further, fully cognizant of California law, the court 
was correct in granting reasonable attorney’s fees. 210 
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Accounting for damages in trademark infringement and unfair competition action is made 
by a master after interlocutory judgment becomes final. Plaintiff was also entitled to costs and 
attorney’s fees. 494 

Plaintiff Bancroft, owner of the trademark BAN-LON for crimped nylon yarn and garments 
and fabrics made from this yarn, had an elaborate licensing system under which licensees make 
the yarn, fabrics and garments subject to extensive quality controls by Bancroft and with the 
aid of extensive technical advice from Bancroft. (The system is set forth at length in the 
Findings of Fact.) Defendant Shelley, manufacturer of ladies’ sweaters, was one of Bancroft’s 
licensees. To obtain and maintain this license, Shelley was required to maintain certain high 
standards of workmanship and to submit samples of every garment to Bancroft for approval. 
Such approvals lasted for one year. Bancroft had ascertained through various tests that the 
best way to prevent undesirable “pilling” in BAN-LON sweaters was to require a stitch count 
of 28 stitches per inch. Previously sweaters with stitch counts of 25-27 per inch also had been 
accepted when considered adequate in all other respects. However, after Bancroft had given its 
licensees adequate warning of this new requirement, it approved no sample sweaters below the 
28 stitch count minimum. The higher count sweater was more expensive to produce since it 
used more yarn. It also caused Shelley some other technical difficulties. Shelley, nonetheless, 
promised to conform to the new requirement. In practice, however, it continued to produce 
sweaters with stitch counts below 28; further, it would submit samples which had the required 
count, and then produce the bulk of the sweaters below this count. The court found that there 
had been no consumer complaints to Bancroft about Shelley BAN-LON sweaters (licensees were 
required to use their own names or marks in all garments) and as of the date of decision, the 
amount of damage to Bancroft’s good will was unknown. Shelley had gone into bankruptcy, 
its equipment had been sold at an auction and its officers had indicated that Shelley would never 
again manufacture sweaters under the BAN-LON mark. Bancroft is the owner of the BAN-LON 
mark and its control over the nature and quality of the garments produced under the mark was 
such as to make its licensees related companies within the meaning of Section 5. Bancroft had 
the right to establish the 28 stitch count standard and Shelley’s violation of it constituted trade- 
mark infringement, and breach of their license agreements. Bancroft is not entitled to injunctive 
relief because no irreparable injury is threatened and Shelley is no longer making sweaters and 
does not intend to do so. Bancroft is entitled to an accounting by Shelley for all profits 
recovered from sweaters which bore the BAN-LON mark but did not meet Bancroft’s standards. 
Jurisdiction of this case was retained, pending final determination of Bancroft’s damages. 498 

Plaintiff’s right to accounting must be decided by District Court since it was not dealt with 
in that court previously. 667 

Since damages are difficult to compute in the torts of trademark infringement and unfair 
competition where sales to the public and loss of good will are involved, defendant whose mark 
was infringed by plaintiff need only show a reasoned basis for the computation of damages. It 
was plaintiff’s conduct which caused the difficulty in ascertaining damages, and defendant should 
not be denied relief because the damages cannot be calculated exactly. Defendant’s future profits 
can be estimated since it had an established business with a percentage of the national market. 
The sharp decline in defendant’s sales began in 1954 and there has been no material change in 
the competitive structure of the heating industry between 1954 and 1959. And, so, the circum- 
stances causing confusion in 1958 could have caused confusion in 1954. Defendant has the bur- 
den of providing a reasonable basis for computation of damages, but does not have to negate 
every intervening factor which may have caused decline in sales. Plaintiff has the burden of 
rebutting defendant’s prima facie showing. Court accepts Master’s Findings as they are in 
accord with the evidence and are not clearly erroneous. 942 


500.53 Attorney’s Fees 


District Court found High Fidelity Recordings, Inc. guilty of unfair competition and 
awarded plaintiff profits from the sale of records in copied jackets and attorney’s fees. High 
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Fidelity Recordings, Inc. appealed from the award of profits and attorney’s fees. Decision was 
affirmed. Appellant relied on some California cases which stand for the proposition that there 
must be actual palming off in order to recover profits when fraudulent intent to divert business 
is absent, that is, where one innocently competes. However, there was a line of cases which 
allowed recovery where there was intent to divert business by unlawful means. The court found 
that appellant’s conduct in selling the records in a jacket which gave the impression that the 
record was made by appellee was evidence of a deliberate intent to palm off resulting in customer 
confusion, an equivalent of palming off. Further, fully cognizant of California law, the court 
was correct in granting reasonable attorney’s fees. 210 

Defendants’ motion to recommit the report of the master assessing damages was denied. 
The court found the master used an outside accounting source in an administrative capacity, 
merely performing a bookkeeping service, to draw up schedules on the basis of the master’s 
report and under his direction. The master had completed his findings before he used the 
assistance of an accountant. The court entered judgment for plaintiff in the amount of 
$1,094,779.94 exclusive of taxable costs which included double damages, counsel fees and ex- 
penses. 667 


500.54 Consent Decree 


In previous litigation, appellant, owner of COPPERTONE for suntan lotion, had sought to 
enjoin appellees from use of COPA TAN, COPA CREAM and copa TINT for similar products. The 
suit had been settled and a consent decree entered on November 12, 1959, permanently enjoining 
appellees from “using the names COPATAN, COPATINT or COPACREAM or any other name or 
names confusingly similar thereto or to the trademark CoPPERTONE, specifically including any 
trademark or trade name containing the word, root, prefix or suffix coPpA or COPPER.” In the 
instant suit, appellant by motion for order to show cause, charged appellees with violation of 
the above mentioned decree in that the latter were marketing two suntan products named coca 
TAN and COCA TINT respectively. The trial court dismissed, finding that cocA TAN and COCA TINT 
were not confusingly similar to either COPPERTONE, COPA TAN, COPA TINT or COPA CREAM. 
The dismissal was upheld on appeal, Pope, C. J., dissenting. The majority, in considering 
whether the marks involved were similar in sound, sight and meaning, determined (a) there was 
a difference in physical appearance of the trademarks, (b) the placing of a macron symbol over 
the “o” created an unconfusing pronunciation, and (c) the prefix “coca” established a meaning 
different from “Copa,” by its implication of cocoa-butter. Conceeding, further, that appellees had 
“a special duty to avoid confusion” and that an infringer “once caught” should have his conduct 
carefully scrutinized, thereafter, the court held that appellees had avoided confusion and were 
not in the situation of an infringer once caught, since the earlier litigation had been settled, not 
adjudicated. In essence, the court could not find any likelihood of confusion, on the record 
before it. Since appellant had never itself used the marks COPATAN, COPATINT or COPACREAM, 
the only competition involved was between COCA TAN or COCA TINT and COPPERTONE. No evi- 
dence of such confusion was found. Further, there was no proof that the names of the products 
COCA TAN and COCA TINT sounded similar to or like COPATAN, COPATINT or COPACREAM. Inter 
alia, the court stated its conviction that a two word trademark had a different visual impact 
than a single word and, the record being such as it was, the court seemed to accept the trial 
judge’s conclusion of law to the effect that likelihood of confusion did not exist as though it 
were an ordinary finding of fact, stating: 


“While it is true that under certain circumstances we are as well able as the trial court to 
determine if there is a likelihood of confusion by a mere visual or auditory comparison... 
we cannot, on the record here before us, differ with the trial judge, much less hold his 
findings to be clearly erroneous.” 


In a lengthy dissent, Judge Pope, however, reached the unavoidable conclusion that likelihood 
of confusion did exist, based on the following major points: 
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1. Intent was demonstrated by appellees deliberately to pick names just as close to the 
names they had just sold to plaintiff and which they were prohibited from using as was possible 
without precisely copying them. 


2. The majority had used the wrong test of confusing similarity. The marks should not 
have been minutely analyzed. They should have been considered from the point of view of a 
prospective purchaser who would not see the two marks together. He would receive and 
retain merely a general visual impression from one mark, would vaguely remember it on seeing 
the second and would mistakenly purchase the second product as a result. 


3. Objection was taken to the majority’s specific points of difference; according to the 
dissent 

a—It made no difference whether the marks were one or two words. 

b—Differences in packaging were neither material nor relevant. 

c—Differences in sound were unimportant in this case. 

d—Lack of secondary meaning in COPATINT or COPA TAN were immaterial. 


The important factor was that the correct decree prohibited any confusingly similar name or 
names and in his view the marks objected to were confusingly similar. 938 


Appeal from portion of contempt decree as it relates to injunction against use by appellants 
of BiovipoN. By consent judgment appellants had been enjoined from using BIOcIDIN and any 
other mark containing pIN, but there was no adjudication that appellants had infringed appel- 
lee’s trademark corIcipIN, or that appellants had unfairly competed with appellee. Appellee 
subsequently filed a motion to adjudge appellants in contempt for violation of prior court decree 
and District Court granted motion, and, in addition to other relief, enjoined appellants from 
using BIOVIDON “or any other simulation or colorable imitation of . . . CoRICIDIN,” but 
no hearing was held upon which it could be determined whether BiovivoN was a colorable 
imitation of corIcipIN. On appeal, court reversed decree prohibiting appellants from using 
BIOVIDON since there were no findings that use of BIOVIDON amounted to unfair competition with, 
or infringement of CoRICIDIN or that an injunction was a necessary part of the remedy for 
past violations of the court decree, in order to prevent future violations. 1175 


500.55 Contempt Proceedings 


In previous litigation, appellant, owner of COPPERTONE for suntan lotion, had sought to 
enjoin appellees from use of COPA TAN, COPA CREAM and COPA TINT for similar products. The 
suit had been settled and a consent decree entered on November 12, 1959, permanently enjoining 
appellees from “using the names COPATAN, COPATINT Or COPACREAM or any other name or 
names confusingly similar thereto or to the trademark CoPpPERTONE, specifically including any 
trademark or trade name containing the word, root, prefix or suffix CoPpA or COPPER.” In the 
instant suit, appellant by motion for order to show cause, charged appellees with violation of 
the above mentioned decree in that the latter were marketing two suntan products named coca 
TAN and COCA TINT respectively. The trial court dismissed, finding that cocA TAN and COCA TINT 
were not confusingly similar to either COPPERTONE, COPA TAN, COPA TINT Or COPA CREAM. 
The dismissal was upheld on appeal, Pope, C. J., dissenting. The majority, in considering 
whether the marks involved were similar in sound, sight and meaning, determined (a) there was 
a difference in physical appearance of the trademarks, (b) the placing of a macron symbol over 
the “o” created an unconfusing pronunciation, and (c) the prefix “coca” established a meaning 
different from “Copa,” by its implication of cocoa-butter. Conceding, further, that appellees had 
“a special duty to avoid confusion” and that an infringer “once caught” should have his conduct 
carefully scrutinized, thereafter, the court held that appellees had avoided confusion and were 
not in the situation of an infringer once caught, since the earlier litigation had been settled, not 
adjudicated. In essence, the court could not find any likelihood of ‘confusion, on the record 
before it. Since appellant had never itself used the marks COPATAN, COPATINT or COPACREAM, 
the only competition involved was between COCA TAN or COCA TINT and COPPERTONE. No evi- 
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dence of such confusion was found. Further, there was no proof that the names of the products 
COCA TAN and COCA TINT sounded similar to or like COPATAN, COPATINT Or COPACREAM. Inter 
alia, the court stated its conviction that a two word trademark had a different visual impact 
than a single word and, the record being such as it was, the court seemed to accept the trial 
judge’s conclusion of law to the effect that likelihood of confusion did not exist as though it 
were an ordinary finding of fact, stating: 


“While it is true that under certain circumstances we are as well able as the trial court to 
determine if there is a likelihood of confusion by a mere visual or auditory comparison . . 
we cannot, on the record here before us, differ with the trial judge, much less hold his 
findings to be clearly erroneous.” 


In a lengthy dissent, Judge Pope, however, reached the unavoidable conclusion that likelihood 
of confusion did exist, based on the following major points: 


1. Intent was demonstrated by appellees deliberately to pick names just as close to the 
names they had just sold to plaintiff and which they were prohibited from using as was possible 
without precisely copying them. 


2. The majority had used the wrong test of confusing similarity. The marks should not 
have been minutely analyzed. They should have been considered from the point of view of a 
prospective purchaser who would not see the two marks together. He would receive and 
retain merely a general visual impression from one mark, would vaguely remember it on seeing 
the second and would mistakenly purchase the second product as a result. 


3. Objection was taken to the majority’s specific points of difference; according to the 
dissent 

a—lIt made no difference whether the marks were one or two words. 

b—Differences in packaging were neither material nor relevant. 

c—Differences in sound were unimportant in this case. 

d—Lack of secondary meaning in COPATINT or COPA TAN were immaterial. 


The important factor was that the correct decree prohibited any confusingly similar name or 
names and in his view the marks objected to were confusingly similar. 938 


Appeal from portion of contempt decree as it relates to injunction against use by appellants 
of BIOVIDON. By consent judgment appellants had been enjoined from using BiocipIN and any 
other mark containing DIN, but there was no adjudication that appellants had infringed appel- 
lee’s trademark coricipIN, or that appellants had unfairly competed with appellee. Appellee 
subsequently filed a motion to adjudge appellants in contempt for violation of prior court decree 
and District Court granted motion, and, in addition to other relief, enjoined appellants from 
using BIOVIDON “or any other simulation or colorable imitation of . . . corIcIDIN,” but 
no hearing was held upon which it could be determined whether sBiovipoN was a colorable 
imitation of coricipiIn. On appeal, court reversed decree prohibiting appellants from using 
BIOVIDON since there were no findings that use of BIOVIDON amounted to unfair competition with, 
or infringement of coRIcIDIN or that an injunction was a necessary part of the remedy for 
past violations of the court decree, in order to prevent future violations. 1175 


500.57 Damages 


Plaintiff claimed that defendants’ product METRACAL was an imitation of plaintiff’s NATURCAL 
and NATROCAL. Defendants moved for summary judgment on the ground that plaintiff’s Presi- 
dent admitted in his deposition that plaintiff had not been damaged. Actually, plaintiff's 
President made statements in his deposition which suggested that no damage had resulted by 
reason of defendants’ activity ; he could not recall an instance of lost sales or customers. How- 
ever, the court pointed out that an inability to recall instances of damage while under the stress 
of depositions did not mean that the court must draw the inference that no damage existed. 
If any such inference is to be drawn, it should be by the trier of the facts, not on motion for 
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summary judgment. Defendants’ counsel failed to get an unequivocal statement from plaintiff's 
President that in fact plaintiff suffered no damage, neither did he make use of discovery pro- 
ceeding to show absence of damage. The motion would not have been granted if this were the 
only ground for it. As a second ground for summary judgment, defendants urged that amount 
of damages had no factual basis, but were based on plaintiff’s President’s feelings that damages 
were about 4 million dollars. Plaintiff is not entitled to damages unless fact of damage and 
amount are established with reasonable certainty, not by speculation or guess. Based on this 
rule, court granted summary judgment to defendants. 211 


It is not necessary for plaintiffs to establish specifically how much injury he sustained from 
a name which was found likely to cause confusion. 494 


Defendants’ motion to recommit the report of the master assessing damages was denied. 
The court found the master used an outside accounting source in an administrative capacity, 
merely performing a bookkeeping service, to draw up schedules on the basis of the master’s 
report and under his direction. The master had completed his findings before he used the 
assistance of an accountant. The court entered judgment for plaintiff in the amount of 
$1,094,779.94 exclusive of taxable costs which included double damages, counsel fees and ex- 
penses. 667 

Since damages are difficult to compute in the torts of trademark infringement and unfair 
competition where sales to the public and loss of good will are involved, defendant whose mark 
was infringed by plaintiff need only show a reasoned basis for the computation of damages. It 
was plaintiff’s conduct which caused the difficulty in ascertaining damages, and defendant should 
not be denied relief because the damages cannot be calculated exactly. Defendant’s future profits 
can be estimated since it had an established business with a percentage of the national market. 
The sharp decline in defendant’s sales began in 1954 and there has been no material change in 
the competitive structure of the heating industry between 1954 and 1959. And, so, the circum- 
stances causing confusion in 1958 could have caused confusion in 1954. Defendant has the bur- 
den of providing a reasonable basis for computation of damages, but does not have to negate 
every intervening factor which may have caused decline in sales. Plaintiff has the burden of 
rebutting defendant’s prima facie showing. Court accepts Master’s Findings as they are in 
accord with the evidence and are not clearly erroneous. 942 


500.58 Injunction 


Preliminary injunction granted on a finding that confusion existed as a result of defendant’s 
use of the corporate name SAFEWAY in its real estate business. Plaintiff prior user of SAFEWAY 
for retail grocery stores and in real estate business should be recognized, until a full hearing 
on the merits, as having a superior right to the name. Although the parties may not be in 
direct competition, it is well settled that direct competition is not necessary to obtain injunctive 
relief. The test is whether confusion is likely, and in this case the court found that confusion 
was probable. Granting a preliminary injunction is in the discretion of the trial court and the 
order will not be reversed unless there is a showing of abuse of discretion. The court found 
little controversy as to facts holding that the issuance of the preliminary injunction was proper 
even though plaintiff would not have suffered irreparable harm if it had been denied. Some 
harm was probable to plaintiff, and such harm was likely to be irreparable, while defendant, 
incorporated for only 14 months would not have sustained as much harm as the plaintiff would 
have if the injunction had not been granted. 351 

The law of unfair competition has been expanded to cover situations where there is no actual 
competition; trademark infringement now covers situations where only a property right in a 
trademark has been invaded. 415 

Jurisdiction was based by the trial court on diversity of citizenship and not on the Lanham 
Act. Plaintiff’s registration of the slogan had not been acquired until after institution of the 
suit, a month before trial during the period in which defendant was under a temporary injunction 
which prevented infringement, and that such registration did not give rise to an action under 
the federal statute. The appeal court found that the amended complaint alleged sufficient 
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threats upon which relief could be granted under the Act, however. An equity court views the 
case as of the time of granting the relief, and there was proof at that time, that, except for the 
restraining order, defendant would have acted in violation of the Lanham Act, therefore, a 
threat of infringement was enough on which to base an injunction. The court issuing the in- 
junction also has the power to enforce it and prevent the publication of the infringing material. 
Judgment of trial court affirmed, defendant enjoined. 491 

Plaintiff Bancroft, owner of the trademark BAN-LON for crimped nylon yarn and garments 
and fabrics made from this yarn, had an elaborate licensing system under which licensees make 
the yarn, fabrics and garments subject to extensive quality controls by Bancroft and with the 
aid of extensive technical advice from Bancroft. (The system is set forth at length in the 
Findings of Fact.) Defendant Shelley, manufacturer of ladies’ sweaters, was one of Bancroft’s 
licensees. To obtain and maintain this license, Shelley was required to maintain certain high 
standards of workmanship and to submit samples of every garment to Bancroft for approval. 
Such approvals lasted for one year. Bancroft had ascertained through various tests that the 
best way to prevent undesirable “pilling” in BAN-LON sweaters was to require a stitch count 
of 28 stitches per inch. Previously sweaters with stitch counts of 25-27 per inch also had been 
accepted when considered adequate in all other respects. However, after Bancroft had given its 
licensees adequate warning of this new requirement, it approved no sample sweaters below the 
28 stitch count minimum. The higher count sweater was more expensive to produce since it 
used more yarn. It also caused Shelley some other technical difficulties. Shelley, nonetheless, 
promised to conform to the new requirement. In practice, however, it continued to produce 
sweaters with stitch counts below 28; further, it would submit samples which had the required 
count, and then produce the bulk of the sweaters below this count. The court found that there 
had been no consumer complaints to Bancroft about Shelley BAN-LON sweaters (licensees were 
required to use their own names or marks in all garments) and as of the date of decision, the 
amount of damage to Bancroft’s good will was unknown. Shelley had gone into bankruptcy, 
its equipment had been sold at an auction and its officers had indicated that Shelley would never 
again manufacture sweaters under the BAN-LON mark. Bancroft is the owner of the BAN-LON 
mark and its control over the nature and quality of the garments produced under the mark was 
such as to make its licensees related companies within the meaning of Section 5. Bancroft had 
the right to establish the 28 stitch count standard and Shelley’s violation of it constituted trade- 
mark infringement, and breach of their license agreements. Bancroft is not entitled to injunctive 
relief because no irreparable injury is threatened and Shelley is no longer making sweaters and 
does not intend to do so. Bancroft is entitled to an accounting by Shelley for all profits 
recovered from sweaters which bore the BAN-LON mark but did not meet Bancroft’s standards. 
Jurisdiction of this case was retained, pending final determination of Bancroft’s damages. 498 


500.58a Preliminary Injunction 


Preliminary injunction granted on a finding that confusion existed as a result of defendant’s 
use of the corporate name SAFEWAY in its real estate business. Plaintiff prior user of SAFEWAY 
for retail grocery stores and in real estate business should be recognized, until a full hearing 
on the merits, as having a superior right to the name. Although the parties may not be in 
direct competition, it is well settled that direct competition is not necessary to obtain injunctive 
relief. The test is whether confusion is likely, and in this case the court found that confusion 
was probable. Granting a preliminary injunction is in the discretion of the trial court and the 
order will not be reversed unless there is a showing of abuse of discretion. The court found 
little controversy as to facts holding that the issuance of the preliminary injunction was proper 
even though plaintiff would not have suffered irreparable harm if it had been denied. Some 
harm was probable to plaintiff, and such harm was likely to be irreparable, while defendant, 
incorporated for only 14 months would not have sustained as much harm as the plaintiff would 
have if the injunction had not been granted. 351 

District courts should be cautious in granting preliminary injunctions in trademark infringe- 
ment cases. In this case, the court found that the facts warranted a preliminary injunction and 
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so ordered it, allowing defendant until September 1, 1962 to market products presently pack- 
aged. 410 
Plaintiff's motion for preliminary injunction granted to maintain status quo during the 


pendency of the action. The court found that plaintiff would have suffered irreparable injury 
if it were not allowed. 667 


In action for unfair competition, plaintiff’s motion for an injunction pendente lite was 
denied. Although plaintiff presented a prima facie case warranting the intervention of equity, 
an injunction pendente lite being a drastic remedy was denied provided defendant answer in 
five days. The court also directed case be placed on Ready Calendar for trial within two 
weeks. Plaintiff, a dealer in old and current scientific and scholarly books was incorporated 
under the name Maxwell Scientific International, Inc. Previously, plaintiff was incorporated 
under the name Maxwell, Meier & Holmes, Inc., and now continues to do business under the 
name Maxwell, Meier & Holmes Co. Division. The individual defendants were directors and 
operating executives of plaintiff’s business and then became executives in charge of the division 
after it was formed. Thereafter the individual defendants formed their own corporation named 
International University Booksellers, Inc. which the court found was confusingly similar to 
International University and Industrial Booksellers which always appeared on plaintiff’s letter- 
head. The court also found that defendants simulated plaintiff’s distinctive legend, letterhead 
and circulars. Defendants could be enjoined from use of their own surnames Holmes and 
Meier, where it tended to confuse the public. Actual confusion need not be shown as long as 
likelihood of confusion exists. Defendants’ use of a similar corporate name, a fictitious address 
which was formerly plaintiff’s and by which plaintiff is still identified, similar letterhead and 
circulars, reasonably shows deceit tantamount to unfair competition. 669 


Plaintiff, a Swiss corporation, had licensed an American company to manufacture toy 
building bricks which are so designed that the pieces interlock and form elaborate structures. 
Defendants had received similar licenses from a Danish concern to market similar bricks. 
Plaintiff brought suit for trademark infringement, patent infringement and unfair competition, 
but in this motion for injunction pendente lite, it pressed only the unfair competition claim. 
Plaintiff contended that defendants were using LINO and LINO METHOD to describe their products 
and that this competed unfairly with plaintiff’s use of LEGO and LEGO SYSTEM, and that defen- 
dants were unfairly stressing the similarity and interchangeability of their products. The 
court found that the blocks were not completely interchangeable, and that many of the similar 
features were functional. Moreover, it found that plaintiff had failed to establish secondary 
meaning for the appearance of its bricks. “The demand must be for a product made by the 
plaintiff as distinguished from a demand for a product for which the plaintiff has created a 
market.” With respect to the two marks, while plaintiff does use LEGO SYSTEM prominently 
on its packages, the court found that defendant did not use packages marked LINO METHOD so 
there was little likelihood of confusion. Further it found that LEGo and LEGO system had not 
acquired a secondary meaning, i.e., they had not become “so connected with toy bricks” as to be 
“a symbol which indicates the origin of these bricks.” In a rather confusing passage the court 
referred to extensive advertising of these marks by plaintiff but concluded that “there is little 
in the record to indicate that LEGO signifies in the public mind, toy bricks manufactured by the 
plaintiff.” The motion for injunction pendente lite was denied. 945 


Preliminary injunction granted against defendant’s use of the name AMERICAN KENNEL 
CLUB OF LA., INC. since it conveys the impression to the public that defendant is connected with 
the long established and well-known AMERICAN KENNEL CLUB which had acquired secondary 
meaning, and the court said that the law will afford protection against the unfair use or 
deceptive simulation of a trade name where secondary meaning has been acquired. 1095 


Plaintiff sought to enjoin defendant from interfering with its importation of CABANAS and 
H. DE CABANAS Y CARBAJAL Cigars, and sought a judgment declaring that defendant Cuban 
Tobacco is not the rightful owner of the marks in question. Defendant counterclaimed for a 
temporary injunction preventing plaintiff from infringing its mark by importing and distributing 
the trademarked cigars in the United States. Both plaintiff's and defendant’s motions for 
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temporary injunction were denied. The trademark H. DE CABANAS Y CARBAJAL was first regis- 
tered in 1906 by De Cabanas, a New Jersey corporation, wholly owned by Cuban Tobacco. 
In 1952 this subsidiary was liquidated and Cuban Tobacco succeeded to ownership, subsequently 
renewing the registration under the 1946 Act and registering a second trademark CABANAS. 
The cigars were produced in New Jersey in the 1930’s, but in 1934 manufacture was shifted to 
Cuba where it continued until 1961. In 1951 before its liquidation, the owner of the United 
States trademark De Cabanas agreed with Tabacalera Cubana, wholly owned by Cuban Tobacco 
and the owner of the brand rights in Cuba and the actual manufacturer of the cigars since 1934, 
to allow Tabacalera to market the trademarked cigars throughout the world. The agreement 
provided for supervision by De Cabanas of the quality of the cigars and the right to inspection. 
The agreement also stated that De Cabanas was the owner of the trademarks and the Tabacalera 
had no title to them. De Cabanas also reserved the right to manufacture or market all brands 
of cigars throughout the world. In 1952 Cuban Tobacco succeeded to all rights of DE CABANAS 
and both Cuban Tobacco and Tabacalera were governed by the agreement until 1960. In 1960 
Tabacalera was nationalized by the Castro government which took over full control denying to 
Cuban Tobacco any right to control the quality of the product. Plaintiff R. C. W. went into the 
business of importing Cuban cigars in the United States which included those marked CABANAS 
and H. DE CABANAS Y CARBAJAL. A load of these cigars were shipped to New York and placed 
in a bonded warehouse where they remained until the bringing of this action. Defendant about 
a week before had recorded the trademarks with the Treasury Department and the notice of 
recordation had alerted all customs men who declined to accept duty for the release of the 
cigars which violated Cuban Tobacco’s interest in their registered and recorded trademarks. 
In respect to plaintiff’s motion for injunction, the court said that registration is prima facie 
evidence of validity and ownership of the mark and that the party claiming invalidity had the 
burden of proof. Plantiff had not sustained that burden. Further, trademarks properly regis- 
tered may be recorded and such recording may be attacked by motion for preliminary injunction 
only if the facts show that there was no justification for issuance. The plaintiff’s “minimal” 


showing was not enough to carry the burden or to show the court probability of success at 
trial. 1097 


500.58b Permanent Injunction 


Defendant was permanently enjoined from advertising the sale of its vending machines as 
intended to dispense BAYER aspirin, thereby leading the public to believe that defendant had some 
connection with, was sponsored by, or sold supplies of BAYER aspirin, causing damage to plain- 
tiff’s reputation. 212 

In original action for trademark infringement and unfair competition by Borg-Warner 
against York-Shipley, defendant had counterclaimed on same grounds; defendant prevailed. 
50 TMR 1226, 127 USPQ 42. On appeal, the scope of the injunction had been ordered 
narrowed. 293 F.2d 88, 52 TMR 818, 130 USPQ 294. This is an, appeal from the trial 
court’s second injunction whose terms plaintiff claimed were still too broad. See 131 USPQ 
498. The Appellate Court in the present appeal sustained plaintiff’s objections, and to avoid 
further confusion, set forth its own terms of injunction. First, plaintiff is enjoined from market- 
ing, advertising, etc. its oil conversion burners, and oil and gas fired furnaces under the trade- 
mark york or colorable imitations thereof, but it retains the right to use yorK on air condition- 
ing devices which perform both heating and cooling functions. This part of the injunction 
differed from the trial court’s in that the former had banned plaintiff’s use of yorK on all 
heating systems. This was too broad since defendant had not established such a broad secondary 
meaning. Second, plaintiff is permitted to sell oil or gas fired furnaces and oil conversion 
burners through its York division provided that it use a distinctive trademark, not including 
the word york, on such products and in juxtaposition to the words “burner” or “furnace” in all 
promotional material. 492 

Defendants were enjoined from using DYNAMIC READING or DYNAMIC READING CLINIC as 
the name of reading courses of any kind, except that for six months defendants were allowed to 
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subordinate to the new name chosen that it was the successor of, or formerly known as 
Dynamic Reading Clinic. 493 

Defendant has infringed plaintiff’s registered trademarks coca-coLa and COKE by substitut- 
ing ROYAL-CROWN COLA in response to requests for COCA-COLA or COKE without taking sufficient 
effective action to inform the purchaser of the identity of the merchandise received at the time 
of the sale even though defendant did not represent that he was selling plaintiff’s product and 
did, in fact, undertake in good faith to instruct his waitresses and those serving his customers 
to advise them that only ROYAL-CROWN COLA was being served to them. 942 


Petitioner on writ of certiorari sought to vacate judgment of Florida Supreme Court which 
permanently enjoined him from engaging in activities which amounted to the practice of law. 
The petitioner attacked the injunction only insofar as it prohibited him from engaging in specific 
activities before the Patent Office. Petitioner is registered to practice before the United States 
Patent Office, but has never been admitted to practice before the Florida Bar or any other bar. 
Under Florida law, preparation and prosecution of patent applications for others constitutes 
practice of law. However, under 35 U.S.C. 31 Congress has expressly permitted the Commis- 
sioner of Patents to allow non-lawyers to practice before the Patent Office. When State law 
is incompatible with federal legislation, the State must yield. No State law can hinder or 
obstruct a license granted by Congress. Judgment vacated and case remanded. 1093 


Appeal from portion of contempt decree as it relates to injunction against use by appellants 
of BIOVIDON. By consent judgment appellants had been enjoined from using BIOCIDIN and any 
other mark containing pin, but there was no adjudication that appellants had infringed appel- 
lee’s trademark corICIDIN, or that appellants had unfairly competed with appellee. Appellee 
subsequently filed a motion to adjudge appellants in contempt for violation of prior court decree 
and District Court granted motion, and, in addition to other relief, enjoined appellants from 
using BIOVIDON “or any other simulation or colorable imitation of . . . coRICcIDIN,” but 
no hearing was held upon which it could be determined whether Brovimon was a colorable 
imitation of coricipIn. On appeal, court reversed decree prohibiting appellants from using 
BIOVIDON since there were no findings that use of BIOVIDON amounted to unfair competition with, 
or infringement of corIcIpIN or that an injunction was a necessary part of the remedy for 
past violations of the court decree, in order to prevent future violations. 1175 


500.6 JuRISDICTION 


Trademark infringement action dismissed on the ground that plaintiffs did not state a cause 
of action; unfair competition suit also dismissed because jurisdiction no longer existed. 93 


District Court has jurisdiction over counterclaim for cancellation of plaintiff’s trademark 
which has been registered for more than 5 years, since the counterclaim alleges that the trade- 
mark was abandoned and that plaintiff made a fraudulent affidavit asserting continued use of 
the mark FAMILY CIRCLE. 419 


The court had jurisdiction under 15 U.S.C. 1114(1) to determine if defendants’ use of 
DYNAMIC READING CLINIC in commerce was an infringement of plaintiffs’ service mark, READING 
DYNAMICS, since the mark is registered and valid. 494 


Motion to dismiss complaint denied. In an action by the owner of the unregistered trade- 
mark APEX NATURALIZER for hair preparation for a declaratory judgment that the mark does 
not infringe defendant’s registered mark NATURALIZER for shoes, it was held that a federal 
court has jurisdiction under 15 U.S.C, 21 based on the allegation that defendant’s mark was 
registered even though plaintiff was not the owner of a federal registration. The defendant did 
not deny that a justiciable issue was engendered by its charge of unfair competition and in- 
fringement of its registered mark. If defendant took the initiative in bringing the suit alleging 
infringement there would be no question of the federal court’s jurisdiction. 496 

The court has jurisdiction under the doctrine of pendent jurisdiction to include the claim 
of breach of contract where the court already has jurisdiction under plaintiff’s claim of trade- 
mark infringement. To separate the claims which are very closely allied here, although the 
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required proof is not identical, would frustrate the purpose of §1338(b), the avoidance of piece- 
meal litigation. Although plaintiff abandoned its claim to trademark infringement and unfair 
competition during the suit, the District Court’s jurisdiction of the breach of contract action, 
once acquired, was not affected. Judgment for plaintiff was affirmed and the court upheld the 
contract whereby one party agreed to refrain from commercial exploitation of his name and 
vested exclusive right to the good will attached to the name in another. There was no question 
of invalidity here, by reason of restraint of trade. 663 
Order dismissing complaint on ground that complaint did not contain sufficient facts to 
maintain a claim against defendant for false description and representation was reversed. Plain- 
tiff charged in its complaint that defendants sold in interstate commerce, bearings in containers 
which deliberately imitated plaintiff’s, with intent to deceive the public, falsely representing that 
the bearings originated with plaintiff. The Lanham Act provides for a right of action to a 
person engaged in interstate commerce against deceptive and misleading use of words or devices 
by another where such misleading use is carried on in interstate commerce. The Act not only 
intended to eliminate misuse of trademarks, but also, the forms of misrepresentations of the 
same general character which do not technically involve trademarks, thus Federal District Court 
had jurisdiction. 665 
Although in other Circuits there is some authority to the effect that the Lanham Act 
[Section 43(a)] creates an action for unfair competition thus giving federal courts jurisdiction 
of the claim as arising under the Statute, the Second Circuit rejects the idea that the Lanham 
Act itself creates a cause of action for unfair competition. (See footnote 23 of reported 
case; 136 USPQ 72.) 668 
District Court’s granting of summary judgment to plaintiff in action for declaratory judg- 
ment reversed on appeal with direction to dismiss complaint. Summary judgment was granted 
to defendant in declaratory judgment action brought by plaintiff whose application to register 
its trademark Topp-coLa for cola beverages in Puerto Rico was opposed by defendant there. 
Declaratory judgment may be brought by one who is subjected to trademark infringement and 
threat of legal proceedings, but who is prevented from refuting it by the other party who 
withholds suit. However, all defendant has done is file an opposition in the local registration 
proceeding and this is not itself a charge of infringement. The Court of Appeals held District 
Court in New York has no right to enjoin local proceedings in Puerto Rico since Puerto Rico 
has the same right as any state to enact trademark legislation and determine whether or not 
plaintiff is entitled to registration. Plaintiff’s right to federal registration is not concerned in 
the opposition proceedings. An application for local registration may not be the basis for a 
declaratory judgment action to remove a local opposition proceeding to federal courts. 
937 

Federal District Court has jurisdiction by virtue of the Trademark Laws of The United 
States over action for infringement of plaintiff’s registered trademarks by sales made by 
defendant in intrastate commerce. 943 
This unfair competition suit was brought by plaintiff, who operated a dry goods store under 

the trade name Murphey’s, to prevent defendant from using a similar trade name in plaintiff’s 
marketing area. Defendant petitioned for removal from State Court to Federal Court alleging 
that the rights involved were in excess of the $10,000 jurisdictional amount. Plaintiff expressly 
denies that his good will exceeds the jurisdictional amount. The courts refused the defendant’s 
petition to remove and held that the amount of controversy is the value to the plaintiff of his 
claimed right to prevent such use of his name by defendant in his area, and not the monetary 
value of a possible judgment against defendant. 1014 


Trademark owner brought an action for trade name and federally registered trademark 
infringement in California state court. Eight days later defendant brought declaratory judgment 
action in Federal District Court of Delaware seeking cancellation of Plaintiff’s registered trade- 
marks. Defendant in California case then removed to Federal District Court in California. In 
order to make both actions identical all that alleged infringer had to do was to counterclaim for 
cancellation in California District Courts. Although the state court does not have the power 
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to cancel federal registration, the federal court of California upon removal has jurisdiction even 
though the state court from which the action was removed did not have such jurisdiction. The 
only other question was which court had priority. The federal court to which the state court 
action is removed has possession of the action as of the date it was filed in the state court. 
Therefore, the California action had priority, and the motion brought in the Delaware court 
to enjoin trademark owner from prosecuting was denied. Trademark owner’s motion in the 
Delaware court to stay proceedings in the Delaware court was granted. 1177 


500.7 PLEADING AND PRACTICE 


In this suit for trademark infringement and unfair competition in which defendant counter- 
claimed for unfair competition, defendant sought to reinstate the jury trial which had been 
struck by an earlier order of the court. Defendants’ motion was based on the United States 
Supreme Court decision in Dairy Queen, Inc. v. Wood, 369 U.S. 469, 133 USPQ 294 (1962), 
in which the Supreme Court had allowed a jury in a case where an injunction against trade- 
mark infringement was sought. In the instant case, the court distinguished DAIRY QUEEN on the 
grounds that plaintiff’s primary claim therein had been a simple action for debt founded on 
contract, and the claim for injunctive relief against further infringement in violation of the 
contract was “only incidental procedural relief.” In the instant case, however, the entire action 
was founded on equitable rules of law, unfair competition being “inherently equitable in nature” 
and jury trial was held to be inappropriate. Motion denied. 495 


In this trademark infringement action allegations in counterclaim for relief were sufficient 
under Rule 8(a) of the Federal Rules of Civil Procedure in that they charged that plaintiff and 
its parent corporation conspired to restrain defendant’s business to gain unlawful advantage. 
Objections to the pleadings show the court’s dissatisfaction with demands for overtechnical rules 
of pleading. Objections to pleading overruled. 1017 


500.71 Complaint 


Plaintiff, the well-known entertainer known for his unique vocal comic style, brought an 
action against defendants alleging that in advertising its product LEsSToIL on television, it used a 
cartoon of a duck with an actor imitating the vocal sounds of plaintiff, and that as a result 
television audience believed the sounds made by the duck were made by plaintiff. Plaintiff is not 
complaining simply of imitation in the sense of copying his material or ideas, but of causing 
a mistake in identity. It was not defendants’ product that was offered in competition, but that 
of the anonymous actor who for defendants’ benefit was subsidized by defendants. Judgment 
dismissing the action for not stating a cause of action was vacated and the case was remanded 
for further proceedings. The court could not agree with defendants that there was no competi- 
tive interest or purpose and no real confusion of product which would lead to plaintiff’s loss 
of an opportunity in the entertainment field as a result of the deliberate imitation of plaintiff’s 
voice. 65 

Although plaintiffs are the owners of registered service mark protected by Section 3 of the 
Lanham Act, complaint failed to state a violation of plaintiffs’ rights, in that it merely states 
what defendants intend to do. Plaintiffs failed to show use in commerce in conjunction with 
services. The Lanham Act only affords protection against overt acts causing confusion and not 
just mere intention to act. 93 

Motion to make more definite and certain a complaint charging common law copyright in- 
fringement and unfair competition. The causes of action alleging unfair competition charged 
that plaintiffs had originated a dress design with zippered detachable skirt and had given it the 
name ZIP-AROUND and that defendants, including several former employees of plaintiff, had 
unfairly copied this design and name. The causes alleged secondary meaning, a prior employer- 
employee relationship, confusion in the minds of the purchasing public, and damages due to 
defendants’ wrongful acts, and were held to be clearly sufficient as stating a cause of action. 
The court noted that “the scope of liability in this field is constantly expanding and goes beyond 
the restricted concept of palming off.” 517 
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500.72 Answer 


District Court has jurisdiction over counterclaim for cancellation of plaintiff’s trademark 
which had been registered for more than 5 years, since the counterclaim alleges that the trade- 
mark was abandoned and that plaintiff made a fraudulent affidavit asserting continued use of the 
mark FAMILY CIRCLE. 419 


Motion to dismiss defendant’s counterclaim charging plaintiff with misuse and abuse of its 
trademark registration denied. Plaintiff should have known that it was not entitled to any 
rights in the word Town itself since TOwN is “sui generis” to all persons in the food industry. 
The fact that plaintiff charges that as a matter of law it is not guilty of bad faith or misuse of 
its trademark creates a question of facts to be determined by the trier. Even though defendant 
failed to allege false and fraudulent representation with regard to plaintiff’s registration, and, 
therefore, is not entitled to damages under Section 1120, it is a basic principle of the Federal 
Rules of Civil Procedure that defendant would be entitled to damages if it were ultimately found 
that plaintiff misused or abused its trademark registrations or acted in bad faith and without 
color of right in bringing the suit. Other relief such as cancellation of plaintiff’s mark may also 
have been granted under 15 U.S.C.A. §1115(b) in this action if the facts so warrant it. Such 
determination was deferred until all the facts had been adduced. 497 


500.73 Motions 


Plaintiff claimed that defendants’ product METRACAL was an imitation of plaintiff’s NATURCAL 
and NATROCAL. Defendants moved for summary judgment on the ground that plaintiff’s Presi- 
dent admitted in his deposition that plaintiff had not been damaged. Actually, plaintiff’s 
President made statements in his deposition which suggested that no damage had resulted by 
reason of defendants’ activity ; he could not recall an instance of lost sales or customers. How- 
ever, the court pointed out that an inability to recall instances of damage while under the stress 
of depositions did not mean that the court must draw the inference that no damage existed. 
If any such inference is to be drawn, it should be by the trier of the facts, not on motion for 
summary judgment. Defendants’ counsel failed to get an unequivocal statement from plaintiff’s 
President that in fact plaintiff suffered no damage, neither did he make use of discovery pro- 
ceeding to show absence of damage. The motion would not have been granted if this were the 
only ground for it. As a second ground for summary judgment, defendants urged that amount 
of damages had no factual basis, but were based on plaintiff’s President’s feelings that damages 
were about 4 million dollars. Plaintiff is not entitled to damages unless fact of damage and 
amount are established with reasonable certainty, not by speculation or guess. Based on this 
rule, court granted summary judgment to defendants. 211 

Ritz-Carlton Restaurant & Hotel Company, predecessor of defendant, attempted to license 
the use of the name RITZ TOWER for an apartment, hotel and restaurant to plaintiff’s predecessor 
for a certain fee. There was no express assumption of this agreement by the plaintiff, present 
owner of the building. In any event, the court held that the original agreement was void since 
there was no supervision of the nature and quality of the operation of plaintiff’s building or 
restaurant by defendant, therefore, purported license was a “naked license” which was void. A 
naked license has the tendency to confuse the public which most likely would expect the building 
and restaurant to have the services of the same nature and quality as defendant’s own restaurant, 
the Carlton House. A licensee is not estopped from asserting that the licensing agreement is 
a “naked license” and void. Since the license agreement was void, there was no basis for 
enjoining plaintiff on other grounds from using the name RITZ TOWER in view of the facts that 
defendant stipulated that confusion did not exist in the public mind, the naked license was an 
abandonment of defendant’s right to use the name, and additional evidence of abandonment by the 
defendant in that the word Ritz has been omitted from the name of defendant’s present building, 
the Carlton House which replaced the old Ritz-Carlton Hotel, and the widespread use of the 
word Ritz on establishments in the City not connected with defendant. Summary judgment was 
granted to plaintiff. Plaintiff was allowed to continue to use the name RITZ TOWER without de- 
fendant’s consent and without payment of any fee. 214 
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Motion denied. Motion for summary judgment in the trademark infringement suit is 
usually denied where there exists a genuine issue of fact as to the question of consumer 
confusion. 494 

In this suit for trademark infringement and unfair competition in which defendant counter- 
claimed for unfair competition, defendant sought to reinstate the jury trial which had been 
struck by an earlier order of the court. Defendants’ motion was based on the United States 
Supreme Court decision in Dairy Queen, Inc. v. Wood, 369 U.S. 469, 133 USPQ 294 (1962), 
in which the Supreme Court had allowed a jury in a case where an injunction against trade- 
mark infringement was sought. In the instant case, the court distinguished DAIRY QUEEN on the 
grounds that plaintiff’s primary claim therein had been a simple action for debt founded on 
contract, and the claim for injunctive relief against further infringement in violation of the 
contract was “only incidental procedural relief.” In the instant case, however, the entire action 
was founded on equitable rules of law, unfair competition being “inherently equitable in nature” 
and jury trial was held to be inappropriate. Motion denied. 495 

Motion to amend complaint in order to join individuals, sole officers and owners of defen- 
dant corporation as joint tort feasors granted. Where complete relief cannot be accorded plaintiff 
unless individuals are joined who participated in the same transaction wherein plaintiff claims 
that such individuals were not acting as agents of the corporation, motion is granted under 
Rule 20(a). 496 

Motion to dismiss defendant’s counterclaim charging plaintiff with misuse and abuse of its 
trademark registration denied. Plaintiff should have known that it was not entitled to any 
rights in the word Town itself since TOwN is “sui generis” to all persons in the food industry. 
The fact that plaintiff charges that as a matter of law it is not guilty of bad faith or misuse of 
its trademark creates a question of facts to be determined by the trier. Even though defendant 
failed to allege false and fraudulent representation with regard to plaintiff's registration, and, 
therefore, is not entitled to damages under Section 1120, it is a basic principle of the Federal 
Rules of Civil Procedure that defendant would be entitled to damages if it were ultimately found 
that plaintiff misused or abused its trademark registrations or acted in bad faith and without 
color of right in bringing the suit. Other relief such as cancellation of plaintiff’s mark may also 
have been granted under 15 U.S.C.A. §1115(b) in this action if the facts so warrant it. Such 
determination was deferred until all the facts had been adduced. 497 

Defendant’s motion to transfer trademark infringement case from Pennsylvania to Texas 
District Court where the action might have originally been brought was granted. Having given 
proper consideration and weight to all of the factors relating to the convenience of witnesses 
and parties, the transfer was ordered. In trademark cases most of plaintiff’s evidence will come 
from files and business records and the general operation of defendant. Plaintiff would have to 
transfer its records from New York to Pittsburgh anyway and since defendant’s witnesses and 
records are in Texas the balance of convenience is in favor of defendant. 589 

Plaintiff-appellee was granted a stay of mandate in trademark infringement action, where- 
upon defendant-appellant filed a motion to vacate the order, or in the alternative continue the 
stay conditioned upon plaintiff accounting for all profits derived from sale by it of beverage base 
FRESH-AID and FRESH-ADE during the stay. Motion to vacate was denied, but condition as to 
profits was imposed as a continuance of the stay. 665 

Defendants’ motion to recommit the report of the master assessing damages was denied. 
The court found the master used an outside accounting source in an administrative capacity, 
merely performing a bookkeeping service, to draw up schedules on the basis of the master’s 
report and under his direction. The master had completed his findings before he used the 
assistance of an accountant. The court entered judgment for plaintiff in the amount of 
$1,094,779.94 exclusive of taxable costs which included double damages, counsel fees and ex- 
penses. : 667 

Defendant’s motion to dismiss complaint denied. Complaint based on Section 43(a) of the 
Lanham Act for false description and misrepresentation of the plaintiff’s drum by defendant’s 
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use of plaintiff’s photograph to advertise and sell defendant’s inferior drum was held sufficient 
to state a cause of action against defendant. 946 


This unfair competition suit was brought by plaintiff, who operated a dry goods store under 
the trade name Murphey’s, to prevent defendant from using a similar trade name in plaintiff’s 
marketing area. Defendant petitioned for removal from State Court to Federal Court alleging 
that the rights involved were in excess of the $10,000 jurisdictional amount. Plaintiff expressly 
denies that his good will exceeds the jurisdictional amount. The courts refused the defendant’s 
petition to remove and held that the amount of controversy is the value to the plaintiff of his 
claimed right to prevent such use of his name by defendant in his area, and not the monetary 
value of a possible judgment against defendant. 1014 


Plaintiff sought to enjoin defendant from interfering with its importation of CABANAS and 
H. DE CABANAS Y CARBAJAL Cigars, and sought a judgment declaring that defendant Cuban 
Tobacco is not the rightful owner of the marks in question. Defendant counterclaimed for a 
temporary injunction preventing plaintiff from infringing its mark by importing and distributing 
the trademarked cigars in the United States. Both plaintiff's and defendant’s motions for 
temporary injunction were denied. The trademark H. DE CABANAS Y CARBAJAL was first regis- 
tered in 1906 by De Cabanas, a New Jersey corporation, wholly owned by Cuban Tobacco. 
In 1952 this subsidiary was liquidated and Cuban Tobacco succeeded to ownership, subsequently 
renewing the registration under the 1946 Act and registering a second trademark CABANAS. 
The cigars were produced in New Jersey in the 1930's, but in 1934 manufacture was shifted to 
Cuba where it continued until 1961. In 1951 before its liquidation, the owner of the United 
States trademark De Cabanas agreed with Tabacalera Cubana, wholly owned by Cuban Tobacco 
and the owner of the brand rights in Cuba and the actual manufacturer of the cigars since 1934, 
to allow Tabacalera to market the trademarked cigars throughout the world. The agreement 
provided for supervision by De Cabanas of the quality of the cigars and the right to inspection. 
The agreement also stated that De Cabanas was the owner of the trademarks and the Tabacalera 
had no title to them. De Cabanas also reserved the right to manufacture or market all brands 
of cigars throughout the world. In 1952 Cuban Tobacco succeeded to all rights of DE CABANAS 
and both Cuban Tobacco and Tabacalera were governed by the agreement until 1960. In 1960 
Tabacalera was nationalized by the Castro government which took over full control denying to 
Cuban Tobacco any right to control the quality of the product. Plaintiff R. C. W. went into the 
business of importing Cuban cigars in the United States which included those marked CABANAS 
and H. DE CABANAS Y CARBAJAL. A load of these cigars were shipped to New York and placed 
in a bonded warehouse where they remained until the bringing of this action. Defendant about 
a week before had recorded the trademarks with the Treasury Department and the notice of 
recordation had alerted all customs men who declined to accept duty for the release of the 
cigars which violated Cuban Tobacco’s interest in their registered and recorded trademarks. 
In respect to plaintiff’s motion for injunction, the court said that registration is prima facie 
evidence of validity and ownership of the mark and that the party claiming invalidity had the 
burden of proof. Plaintiff had not sustained that burden. Further, trademarks properly regis- 
tered may be recorded and such recording may be attacked by motion for preliminary injunction 
only if the facts show that there was no justification for issuance. The plaintiff’s “minimal” 
showing was not enough to carry the burden or to show the court probability of success at 
trial. 1097 


Appeal from portion of contempt decree as it relates to injunction against use by appellants 
of BIovipon. By consent judgment appellants had been enjoined from using BIocIDIN and any 
other mark containing pin, but there was no adjudication that appellants had infringed appel- 
lee’s trademark corIcIDIN, or that appellants had unfairly competed with appellee. Appellee 
subsequently filed a motion to adjudge appellants in contempt for violation of prior court decree 
and District Court granted motion, and, in addition to other relief, enjoined appellants from 
using BIOVIDON “or any other simulation or colorable imitation of . . . CoRICIDIN,” but 
no hearing was held upon which it could be determined whether Brovipon was a colorable 
imitation of coricipiIn. On appeal, court decree prohibiting appellants from using BIovipoN 
since there were no findings that use of BIOVIDON amounted to unfair competition with, or 
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infringement of coricipIN or that an injunction was a necessary part of the remedy for 
past violations of the court decree, in order to prevent future violations. 1175 


500.74 Evidence 


Evidence of third-party registrations showed weakness of mark FRESHIE, and lack of 
secondary meaning. Watkins’ knowledge, by reason of a search report, of Sunway’s registration 
of FRESHIE was immaterial, since Watkins had a right to use the descriptive term to describe 
his goods in combination with its name. 84 


The defendants offered numerous third-party registrations for BONNIE, but none were for 
the household products field. The court said that such use on other products even if the use 
was prior to plaintiff did not invalidate plaintiff’s mark, nor excuse defendants’ infringement. 
Defendants’ registration of BONNIE BRITE was canceled and its counterclaim based on plaintiff’s 
copying of its label was dismissed. No accounting for profits was allowed since plaintiff did not 
show that it was entitled to pecuniary damages. 212 


Confusion among the purchasing public is of little consequence if it results from use of 
marks lying in the public domain and which have acquired no secondary meaning. 400 


500.74a In General 


Even though portions of the evidence as to confusion should have been excluded, there was 
sufficient competent and substantial evidence to show likelihood of confusion and to render the 
disputed evidence non-prejudicial. Instances of actual confusion are not necessary. Where the 
trial judge makes a judgment as to confusing similarity of names based solely on his own 
experience and observation, in cases of trademark infringement, the appeal court can just as well 
determine likelihood of confusion. Where it is shown that defendant’s choice of the name is 
part of a plan to play on the drawing power of a well-known name, plaintiff’s position on likeli- 
hood of confusion is enhanced. 70 


Hundreds of clippings and excerpts from publications show use of “thermos” as descriptive 
and generic. Policing files of plaintiff tend to show the growth in generic use. Defendant’s 
customer correspondence showed a substantial use of “vacuum bottle,” but in spite of this, 
about one-third of the customers used the descriptive word “thermos” in referring to defendant’s 
product. 175 

Court permitted generic use of THERMOs to enrich the language, as well as to prevent 
monopoly of the word by plaintiff whose goods are almost always offered to the consumers who 
use the word generically, even though other trademarked products are acceptable or desirable 
thus giving plaintiff an unfair advantage. But only if there are means of preventing the deceit 
to even a minority of customers who use THERMOS in trademark sense, can consideration be given 
to the unfair disadvantage at which defendant finds himself. The court was of the opinion that 
restrictions on the generic use of the word “thermos” by defendant would eliminate the risk of 
confusion. 176 

The court is not precluded from considering any inherent weakness in the registered mark 
RESONITE in determining if the use of NORMANDY RESOTONE by plaintiff infringed defendant’s 
rights. RESONITE conferred no rights in its use as descriptive of a plastic material but only as an 
indication in the minds of the public of the producer, not the product. 384 

In determining infringement, other citations of trademark registrations may indicate a 
pattern, but are not conclusive since evidence of confusion usually varies. Generally, the court 
looks to the same set of facts in support of a case of infringement as for unfair competition. 384 


The fact that other brewers used the same mark as other distillers, such as Ballantine’s 
and Black Label, in the past, is immaterial, and is no justification for defendants to use on its 
beer the same mark as plaintiff on its whisky. It is not necessary for plaintiffs to prove wrongful 
intent, but the inference of likelihood of confusion is drawn if the facts show that plaintiff’s 
name was deliberately adopted, since by his very act the defendant expected the resultant con- 
fusion. Proof of specific instances of confusion is not necessary to prove infringement. 666 
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The fact that the Florida Insurance Department and other insurance commissions granted 
defendant a license after making a determination that the name was not so similar to plaintiff’s 
as to cause confusion was given great weight. 941 


When issues not raised by the pleadings are tried by consent of the parties, they shall be 
treated as if they had been raised in the pleadings. 942 


ALLSTATE INSURANCE COMPANY (Plaintiff) for underwriting of auto insurance risks. 
ALLSTATE INVESTMENT CORPORATION (Defendant) for mortgage brokerage services. 


Since ALLSTATE is “weak,” plaintiff, to prevail, must show that infringement or unfair 
competition exists in the insurance field, or that ALLSTATE has acquired widespread secondary 
meaning creating likelihood of confusion with source of defendant’s services. Where defendant 
and an insurance company have a common president, and majority stockholder, common offices, 
and a common sign, but where there is no evidence that said insurance company’s customers 
confused origin of their insurance with plaintiff, or that defendant ever sold insurance, or the 
plaintiff and defendant are in direct competition, and where state administrative agency did not 
find names deceptively similar, court finds as a fact that there is no infringement, no unfair 
competition by defendant and no confusion in the public mind by defendant’s use of ALLSTATE 
INVESTMENT CORPORATION, irrespective of instances of misdirected mail and telephone calls due 
simply to carelessness. 943 

Action under 35 U.S.C. 146 by plaintiff to reverse decision of Patent Office denying its 
claim to registration. The court held that although the Patent Office decision as to confusion 
was not conclusive as res adjudicata, the plaintiff has burden of proving by substantial evidence 
that decision was erroneous. 946 


Appellant, owner of FRITOs, TATOS and other similar marks for snack foods had sought to 
enjoin appellee’s use of the mark cH1p-o’s for a snack food product. After extensive discovery 
procedures by both parties, and after 188 exhibits had been introduced into evidence subject to 
certain stipulations, the trial court, refusing to go forward with the trial, held that the proof 
tendered by appellant would fail to convince the court that a likelihood of confusion did or could 
exist. A prolonged trial, therefore, would be a waste and the lower court ordered judgment in 
favor of defendant-appellee. Held: reversed and remanded. Under the circumstances “appellant 
did not have its day in court.” The great respect given to the trial court’s judgment as to 
likelihood of confusion is based on its ability to judge credibility of witnesses present before it. 
Here the credibility was prejudged. “An outline of appellant’s proffered proof clearly shows that 
such procedure cannot be sustained.” It included the history of both companies; surveys ; expert 
testimony on impulse buying, and testimony of fifteen housewives who had been actually con- 
fused. Side by side comparison by the judge “cannot conclusively negative the likelihood of 
confusion as a matter of law nor can it negative confusion as a matter of fact by the expedient 


of technically accepting the offered proof but summarily rejecting its weight or credibility.” 
1014 


Opinion letter by defendant’s “house counsel” relating to defendant’s right to use alleged 
infringing trademark is privileged where it is based, at least in part upon a confidential com- 
munication from an officer of defendant to counsel. Hence plaintiff is not entitled to the produc- 
tion of this document. However, an interdepartmental memorandum of a large corporation 
does not fall within the definition of communications protected by the attorney-client privilege, 
and defendant’s claim of privilege with respect to the production of same is accordingly over- 
ruled. 1016 


HERITAGE (Plaintiff) for furniture. 
HERITAGE (Defendant) for interior window shutters, louvered doors, room dividers, etc. 


Judgment for plaintiff. The court found that defendant’s products bore such a relationship 
to plaintiff’s furniture and room dividers that when sold under the same name confusion was 
likely. It is not necessary for plaintiff to show loss of sales or actual injury to reputation in 
order to gain relief since plaintiff is entitled to protection against the use of the same name by 
defendant in a manner which tends to dilute the distinctive significance of plaintiff’s mark. 
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Defendant’s counterclaim for cancellation on the ground that plaintiff’s mark HERITAGE was 
descriptive was dismissed because the court found the word had a sufficient degree of fancifulness 
to serve as a trademark. 1094 


500.74b Surveys 


Evidence, exclusive of polls, was enough to show THERMOS had become generic. Polls 
taken by both plaintiff and defendant reflect their respective views of the law, and the methods 
used by each tend to elicit the evidence each wished to bring out. Weight given to plaintiff’s 
survey is adversely affected by poor design of question asked, and the fact that most interviewees 
had higher than average educational and economic status, thus a representative cross-section of 
the consumer public was not shown. Defendant’s survey appeared to have been conducted by 
recognized scientific principles and methods. Court was impressed by high degree of credibility 
of interviewees who testified. 175 

Plaintiff, manufacturer of zippo cigarette lighters, brought this action for trademark in- 
fringement and unfair competition to keep defendant from imitating its lighter’s shape and 
appearance. Defendant began to import Japanese lighters with full knowledge that they re- 
sembled the zrpro lighters. In fact, the court found that defendant’s standard and slim lighters 
were a “Chinese copy” of the zippo lighters although material and workmanship were poorer. 
Defendant sells the lighters exclusively by means of display cards on which their name ROGERS 
prominently appears along with “Made in Japan.” In order to obtain relief in this unfair 
competition action, plaintiff was required to prove: 


1. Defendant’s lighter copied plaintiff’s lighter ; 
2. The copied feature had acquired secondary meaning ; 
3. The copied feature was likely to cause purchaser confusion as to source; 


4. The copied feature was nonfunctional. 


Plaintiff was able to prove (1), (2) & (3) above but not (4). It was noted that even if the 
copied feature was functional and had developed secondary meaning, the defendant would be 
required sufficiently to differentiate its product from plaintiff’s. Courts have also granted relief 
for unfair competition based on analyses other than the foregoing. However, none of the 
necessary factors are present in this case. Also defendant is not trying to trade on plaintiff’s 
name. Similar methods of doing business used by defendant are not improper. In short, defen- 
dant is not guilty of palming off or intentionally deceptive marketing practices. Other elements 
of the decision included the following : 

(a) Plaintiff’s consumer survey was held admissible to show secondary meaning and like- 
lihood of confusion, but it would have given more weight had defendant’s display card been 
shown to those who participated in the survey. 

(b) Furthermore, secondary meaning as to the shape and appearance of plaintiff’s slim 
lighter was not proved, as of the time defendant began marketing its competitive slim lighter. 
Similarly, likelihood of confusion was established between plaintiff’s and defendant’s standard 
lighters, but not as to the slim lighter. 

(c) Whether or not features are functional depends on whether the prohibition against 
imitation by others will deprive them of something which will substantially hinder them in 
competition. 


Features of goods were defined as functional if they affect their purpose, action or performance, 
or the facility or economy of processing, handling, or using them, and possibly if it effects the 
buyer’s choice because of its pleasing appearance. The court found that the external shape of 
plaintiff’s lighter was functional, the rounded corners, beveled edges and curved top represents 
a cheaper way to manufacture lighters and plaintiff is not entitled to injunctive relief on that 
basis. However, the court did order defendant to take further steps to differentiate its lighters 
from plaintiff's on its display cards. 1015 
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Plaintiff’s survey attempting to show likelihood of confusion was admissible. But, the 
survey was not directed to the ordinary purchaser, rather to a group of sales personnel familiar 
with the merchandising plan. The fact that the superior was not called to testify as to how 
the stores were selected did not render the survey inadmissible, but merely impaired its pro- 
bative value. Actually, the survey testimony showed that the plaintiff’s mark was descriptive 
and not capable of designating origin, since it was evident that the sales personnel who had been 
contacted in the survey considered it to be so. After all the advertising plaintiff had done, 
COLOR GUIDE had not acquired secondary meaning. 1096 


500.75 Declaratory Judgment Suits 


District Court’s granting of summary judgment to plaintiff in action for declaratory judg- 
ment reversed on appeal with direction to dismiss complaint. Summary judgment was granted 
to defendant in declaratory judgment action brought by plaintiff whose application to register 
its trademark topp-coLa for cola beverages in Puerto Rico was opposed by defendant there. 
Declaratory judgment may be brought by one who is subjected to trademark infringement and 
threat of legal proceedings, but who is prevented from refuting it by the other party who 
withholds suit. However, all defendant has done is file an opposition in the local registration 
proceeding and this is not itself a charge of infringement. The Court of Appeals held District 
Court in New York has no right to enjoin local proceedings in Puerto Rico since Puerto Rico 
has the same right as any state to enact trademark legislation and determine whether or not 
plaintiff is entitled to registration. Plaintiff’s right to federal registration is not concerned in 
the opposition proceedings. An application for local registration may not be the basis for a de- 
claratory judgment action to remove a local opposition proceeding to federal courts. 937 


Trademark owner brought an action for trade name and federally registered trademark 
infringement in California state court. Eight days later defendant brought declaratory judgment 
action in Federal District Court of Delaware seeking cancellation of Plaintiff’s registered trade- 
marks. Defendant in California case then removed to Federal District Court in California. In 
order to make both actions identical all that alleged infringer had to do was to counterclaim for 
cancellation in California District Court. Although the state court does not have the power 
to cancel federal registration, the federal court of California upon removal has jurisdiction even 
though the state court from which the action was removed did not have such jurisdiction. The 
only other question was which court had priority. The federal court to which the state court 
action is removed has possession of the action as of the date it was filed in the state court. 
Therefore, the California action had priority, and the motion brought in the Delaware court 
to enjoin trademark owner from prosecuting was denied. Trademark owner’s motion in the 
Delaware court to stay proceedings in the Delaware court was granted. 1177 


500.76 Defenses 
500.76a In General 


Invalidity of a trademark is a proper defense of plaintiff to a charge of alleged infringement. 
The question of validity is properly before the appeal court even though plaintiff did not appeal 
from that part of the decree finding the defendant’s trademark RESONITE valid. Defendant ap- 
pealed from a decree finding no infringement and plaintiff may properly urge invalidity of 
defendant’s mark on appeal as a ground for sustaining the trial court’s finding of no infringe- 
ment. 384 

Motion to amend complaint in order to join individuals, sole officers and owners of defen- 
dant corporation as joint tort feasors granted. Where complete relief cannot be accorded plain- 
tiff unless individuals are joined who participated in the same transaction wherein plaintiff 
claims that such individuals were not acting as agents of the corporation, motion is granted 
under Rule 20(a). 496 

The fact that other brewers used the same mark as other distillers, such as Ballantine’s 
and Black Label, in the past, is immaterial, and is no justification for defendants to use on its 
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beer the same mark as plaintiff on its whisky. It is not necessary for plaintiffs to prove wrong- 
ful intent, but the inference of likelihood of confusion is drawn if the facts show that plaintiff's 
name was deliberately adopted, since by his very act the defendant expected the resultant con- 
fusion. Proof of specific instances of confusion is not necessary to prove infringement. 666 


500.76b Estoppel 


Plaintiff used DUNHILL since 1921 on various products from tobacco and smokers articles 
to sport shirts, and the court found that the use by defendant of DUNHILL on shirts as part 
of the trade name DUNHILL SHIRT COMPANY infringed plaintiff’s use of the mark. Even though 
defendant had been using the mark on shirts since 1939, there was no estoppel present, since 
there is no evidence that plaintiff knew of defendant’s use prior to publication of the defendant’s 
mark in 1956 whereupon plaintiff duly filed an opposition. 668 


500.76c Laches and Acquiescence 


Even though plaintiff could have acted sooner to bring suit, in view of defendants’ intent 

to trade upon plaintiff’s reputation, defendant is in no position to invoke the defense of laches. 
70 

Plaintiff has used mark DAyY-BRITE on electrical fixtures since 1923. While it may have 
acquiesced in defendant’s use since 1946 of sTA-BRITE as part of its corporate name, this would 
not bar plaintiff from pressing a claim of trademark infringement now that defendant has 
started to use STA-BRITE as a mark. Case should be remanded so facts as to likelihood of con- 
fusion can be brought out. 379 


Plaintiff is the owner of the registered mark “hi-g” for valves and control systems which 
it sells for use on mobile ground equipment and aircraft. Although it has registered the mark 
“hi-g” independently, it never has used that word alone, but always in a combined form, also 
registered, in which “hi-g” appears on the crest of a shield which also bears the initials cc and 
is in turn superimposed on a wing configuration bearing the words GENERAL CONTROLS. Defen- 
dant is in the business of manufacturing electric relays and associated products, most of which 
are sold to manufacturers for incorporation into complicated machines, and many of which are 
specially designed for the customer. Plaintiff contended that use of the defendant’s corporate 
name HI-G INC. in connection with the sale and advertising of these products was an infringe- 
ment of plaintiff’s mark. Held: judgment for defendant. The term “hi-g” is descriptive. The 
letter “g” is commonly used to refer to the force of gravity, and “high’g” and “hi-g” generally 
refer to a higher than normal gravitational force and to products capable of functioning despite 
such force. Thus plaintiff's mark is very weak. Moreover, it is always used in conjunction 
with the plaintiff's primary mark, cc, and its full corporate name, and therefore, has not 
acquired any secondary meaning. The products of the two companies are different and the 
buyers highly sophisticated so there is no likelihood of confusion. Nor was there actual con- 
fusion. The court also pointed out that other tests of infringement would have to be resolved 
in defendant’s favor. First, it had adopted its name in good faith and without notice of plain- 
tiff’s mark (electric relays were not included in plaintiff’s registration) ; second, there was no 
claim or evidence that defendant makes an inferior product or has a poor business reputation 
that could hurt plaintiff ; third, there was no indication that plaintiff is likely in the course of 
normal expansion to start making similar goods under its “hi-g” mark, since for over 20 years 
plaintiff had not used the mark in connection with those relays it does make and, in turn, they 
do not compete with defendant’s products. Finally, the court held plaintiff barred by laches. 
Plaintiff learned of defendant’s existence in 1954, the year defendant was formed, but it 
adopted a “wait and see” attitude to determine “if this newcomer was going to bother our 
business.” It did not protest until December 1958 and did not sue until a year after rejection 
of its protest. The court ruled that plaintiff could not wait and see if its alleged competitor 
would be successful and then destroy the business years later with judicial help. A parallel 
claim of unfair competition was also dismissed since it was found that no new issues were 
raised under this claim. 940 
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500.77 Findings of Fact 


Trial court’s finding of facts was not clearly erroneous. Defendant’s advertising and use of 
trademark RESONITE in its narrow sense was limited to a particular line of clarinets. Even 
though defendant used RESONITE in a descriptive sense as applying to the material of which its 
BUNDY RESONITE Clarinets were made, RESONITE was always emphasized as the trademark. 384 

This suit first involved a Patent Office cancellation wherein the finding of fact of confusing 
similarity was determined and the mark canceled. The role of the District Court in this kind 
of proceeding is different from a suit involving the validity of a trademark originally begun in 
District Court. The findings of fact by the Patent Office as to confusing similarity must be 
accepted as controlling by the District Court unless the contrary is established by thoroughly 
convincing evidence. 395 

Court of Appeals will assume plaintiff’s mark had not acquired a secondary meaning in 
absence of a finding by the trial court that it had. 400 

Confusing similarity is a question of fact and findings of a trial court will be upheld unless 
clearly erroneous. 405 

On appeal, findings of fact made by the trial court will not be disturbed unless clearly 
erroneous. The District Court need not only rely on the evidence submitted at trial, but may 
rely on its own comparison of the marks. 664 

District Court’s finding of unfair competition against Sears was not clearly erroneous, 
and, therefore was not reversed. Sears had intentionally copied plaintiff's pole lamp causing 
customer confusion as to source. Under Illinois Law, which governs here, likelihood of confu- 
sion is all that is necessary to make out a case of unfair competition. 665 

Appellant, owner of FRITOS, TATOS and other similar marks for snack foods had sought to 
enjoin appellee’s use of the mark cuHrP-o’s for a snack food product. After extensive discovery 
procedures by both parties, and after 188 exhibits had been introduced into evidence subject to 
certain stipulations, the trial court, refusing to go forward with the trial, held that the proof 
tendered by appellant would fail to convince the court that a likelihood of confusion did or could 
exist. A prolonged trial, therefore, would be a waste and the lower court ordered judgment in 
favor of defendant-appellee. Held: reversed and remanded. Under the circumstances “appellant 
did not have its day in court.” The great respect given to the trial court’s judgment as to 
likelihood of confusion is based on its ability to judge credibility of witnesses present before it. 
Here the credibility was prejudged. “An outline of appellant’s proffered proof clearly shows that 
such procedure cannot be sustained.” It included the history of both companies; surveys; expert 
testimony on impulse buying, and testimony of fifteen housewives who had been actually con- 
fused. Side by side comparison by the judge “cannot conclusively negative the likelihood of 
confusion as a matter of law nor can it negative confusion as a matter of fact by the expedient 


of technically accepting the offered proof but summarily rejecting its weight or credibility.” 
1014 


500.78 Conclusions of Law 


Appellant, owner of FriTos, TATOS and other similar marks for snack foods had sought to 
enjoin appellee’s use of the mark cHrp-o’s for a snack food product. After extensive discovery 
procedures by both parties, and after 188 exhibits had been introduced into evidence subject to 
certain stipulations, the trial court, refusing to go forward with the trial, held that the proof 
tendered by appellant would fail to convince the court that a likelihood of confusion did or could 
exist. A prolonged trial, therefore, would be a waste and the lower court ordered judgment in 
favor of defendant-appellee. Held: reversed and remanded. Under the circumstances “appellant 
did not have its day in court.” The great respect given to the trial court’s judgment as to 
likelihood of confusion is based on its ability to judge credibility of witnesses present before it. 
Here the credibility was prejudged. “An outline of appellant’s proffered proof clearly shows that 
such procedure cannot be sustained.” It included the history of both companies; surveys; expert 
testimony on impulse buying, and testimony of fifteen housewives who had been actually con- 
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fused. Side by side comparison by the judge “cannot conclusively negative the likelihood of 
confusion as a matter of law nor can it negative confusion as a matter of fact by the expedient 


of technically accepting the offered proof but summarily rejecting its weight or credibility.” 
1014 


500.8 Conriict or Laws 


Plaintiffs were the manufacturer and sales agent for flexible garment stays which when 
sewn into a garment could be shaped to any particular configuration and would thereafter retain 
that shape. Plaintiffs registered the mark FLEXxITIzED for these stays. Shortly after plaintiffs 
began operations, they entered into a 5 year contract with defendant Dubin-Haskell Lining 
Corp. whereunder Dubin-Haskell was to act as plaintiffs’ east coast sales representative. 
Dubin-Haskell was to set up a separate corporation, National Flexitized Corp., which would 
have the right to use FLEXITIZED in its title so long as it handled plaintiffs’ products and no 
competing products and performed all the terms of the contract. Both defendants, however, 
breached this contract and National Flexitized Corp. began handling competitive stays while 
still using the term FLEXITIZED in connection with them. A jury found in favor of plaintiff on 
its breach of contract claim, and assessed $27,000 for lost profits for the remainder of the 
contract period. Plaintiff also claimed that defendants had infringed its FLEXITIZED mark by 
using the mark in connection with competing products. The court, however, found FLEXITIZED 
to be merely descriptive and not a valid mark and dismissed this claim. Plaintiffs’ claim of 
unfair competition was, however, sustained. The court held that New York law, not federal 
law, governed. It noted that New York recognizes that misappropriation of another’s trade 
name is a tort even when secondary meaning has not been established. The gist of the offense 
is that defendant has taken a free ride on the publicity heretofore associated with plaintiff's 
product. Further use of FLEXxITIZED by defendant was therefore enjoined. 944 


500.9 AppELLATE PROCEDURE 


Ordinarily, when the grant of a preliminary injunction is reversed, case is remanded for 
plenary trial to give plaintiff opportunity to offer further proof. Where plaintiff already has 
had this opportunity on a rehearing of original motion below, remand to give plaintiff third 
hearing would be unfair to defendant. Case dismissed. 357 


Invalidity of a trademark is a proper defense of plaintiff to a charge of alleged infringement. 
The question of validity is properly before the appeal court even though plaintiff did not appeal 
from that part of the decree finding the defendant’s trademark RESONITE valid. Defendant ap- 
pealed from a decree finding no infringement and plaintiff may properly urge invalidity of 
defendant’s mark on appeal as a ground for sustaining the trial court’s finding of no infringe- 
ment. 384 

In original action for trademark infringement and unfair competition by Borg-Warner 
against York-Shipley, defendant had counterclaimed on same grounds; defendant prevailed. 50 
TMR 1226, 127 USPQ 42. On appeal, the scope of the injunction had been ordered narrowed. 
293 F.2d 88, 52 TMR 818, 130 USPQ 294. This is an appeal from the trial court’s second 
injunction whose terms plaintiff claimed were still too broad. See 131 USPQ 498. The Ap- 
pellate Court in the present appeal sustained plaintiff's objections, and to avoid further confusion, 
set forth its own terms of injunction. First, plaintiff is enjoined from marketing, advertising, 
etc. its oil conversion burners, and oil and gas fired furnaces under the trademark yorK or 
colorable imitations thereof, but it retains the right to use yorK on air conditioning devices 
which perform both heating and cooling functions. This part of the injunction differed from the 
trial court’s in that the former had banned plaintiff’s use of yorK on all heating systems. This 
was too broad since defendant had not established such a broad secondary meaning. Second, 
plaintiff is permitted to sell oil or gas fired furnaces and oil conversion burners through its 
York division provided that it use a distinctive trademark, not including the word yorxK, on 
such products and in juxtaposition to the words “burner” or “furnace” in all promotional 
material. 492 
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Appellant, owner of FRITOS, TATOS and other similar marks for snack foods had sought to 
enjoin appellee’s use of the mark curIp-o’s for a snack food product. After extensive discovery 
procedures by both parties, and after 188 exhibits had been introduced into evidence subject to 
certain stipulations, the trial court, refusing to go forward with the trial, held that the proof 
tendered by appellant would fail to convince the court that a likelihood of confusion did or 
could exist. A prolonged trial, therefore, would be a waste and the lower court ordered judg- 
ment in favor of defendant-appellee. Held: reversed and remanded. Under the circumstances 
“appellant did not have its day in court.” The great respect given to the trial court’s judgment 
as to likelihood of confusion is based on its ability to judge credibility of witnesses present 
before it. Here the credibility was prejudged. “An outline of appellant’s proffered proof clearly 
shows that such procedure cannot be sustained.” It included the history of both companies ; 
surveys; expert testimony on impulse buying, and testimony of fifteen housewives who had been 
actually confused. Side by side comparison by the judge “cannot conclusively negative the 
likelihood of confusion as a matter of law nor can it negative confusion as a matter of fact 
by the expedient of technically accepting the offered proof but summarily rejecting its weight 
or credibility.” 1014 


600. CONFUSING SIMILARITY (Also see Patent Office Section 400) 
600.1 In GENERAL 


Plaintiff, the well-known entertainer known for his unique vocal comic style, brought an 
action against defendants alleging that in advertising its product LESToI on television, it used a 
cartoon of a duck with an actor imitating the vocal sounds of plaintiff, and that as a result 
television audience believed the sounds made by the duck were made by plaintiff. Plaintiff is not 
complaining simply of imitation in the sense of copying his material or ideas, but of causing 
a mistake in identity. It was not defendants’ product that was offered in competition, but that 
of the anonymous actor who for defendants’ benefit was subsidized by defendants. Judgment 
dismissing the action for not stating a cause of action was vacated and the case was remanded 
for further proceedings. The court could not agree with defendants that there was no competi- 
tive interest or purpose and no real confusion of product which would lead to plaintiff’s loss 
of an opportunity in the entertainment field as a result of the deliberate imitation of plaintiff's 
voice. 65 

If the public, even in an “indefinable way,” is led to believe that defendant THE NATIONAL 
CITY WINDOW CLEANING COMPANY is backed by THE NATIONAL CITY BANK OF CLEVELAND, plaintiff 
is entitled to an injunction. The court found NATIONAL and cITy were generic when standing 
alone, but in combination they created a name that was odd, unique and distinctive. By reason 
of plaintiff’s long continued use, it acquired a property right in the name. Even though there 
was no competition between plaintiff and defendant, the court held that the owner of a well- 
known valuable trademark could restrain the use of the trade name by a noncompeting business. 
A corporation may take any name not already selected, but may not infringe upon the name 
of an already existent business. The court was satisfied that defendant intended to trade upon 
the good will of plaintiff, and that plaintiff was entitled to an injunction to prevent defendant 
from tarnishing the trade name of plaintiff. 102 

In and of itself, the copying of an unpatented article does not constitute unfair competition. 
The competition however, must be both fair to consumer and trade. The consumer is protected 
from purchasing one article believing it to emanate from another source, plaintiff therefore 
must show secondary meaning in the mind of the public attaching to non-functional part of the 
article; the trade is protected against practices having a destructive effect on the producer’s 
competitive position, such as, palming off, and misappropriation of property rights. Plaintiff 
failed to show any instances of confusion, and the court held that purchasers were not likely to 
purchase a soap dish because of its source, but rather its appearance. The court refused to find 
any evidence of palming off. Basically, the design of a soap dish is dictated by its function. 
The names of plaintiff and defendants were prominently displayed on their dishes, and there was 
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a slight difference in the decoration of the dishes. Further, the use of a similar translucent bag 
for wrapping the defendants’ soap dishes was not unusual, and the lower court’s finding that 
defendants copied the wrapping of plaintiff was unsupported by evidence. Relief has sometimes 
been afforded in unfair competition actions, where there was misappropriation of property rights. 
However, this theory has been limited in the past to cases of deception and interference with 
contractual relations. The good will which constitutes property rights does not apply to the 
good will of the product itself which has not acquired secondary meaning. Any good will which 
may have emanated from the product itself, defendants were entitled to share along with the 
public. Further, the court found no evidence of interference with plaintiff's contractual rights 
by defendants or any deliberate diversion of plaintiff’s business. Complaint dismissed. 167 


Use of mark DISTINCTION BY TRIUMPH OF EUROPE on women’s foundation garments is not 
confusingly similar to TR1umMPH for hosiery, notwithstanding fact that owner of latter mark, 
Triumph Hosiery Mills, makes ladies’ undergarments. The latter are marketed by subsidiary 
under DANSKIN mark. 357 


Where trademark defendant is innocent junior user, and where the senior user’s mark is 
weak, senior will not be permitted to bar junior from using its mark on related though different 
goods. 357 

Likelihood of confusion is a question of fact. Evidence of actual confusion is not necessary 
to such a finding. Similarity in sound, appearance or suggestive connotation is a basis for hold- 
ing a trademark is confusingly similar to a prior mark. One entering the field already occupied 
has a duty to avoid confusion in the selection of his trademark. 395 


Plaintiff’s mark THE DINER’S CLUB for credit card service, although it is a weak mark, has 
developed by advertising and identifies plaintiff. If defendant were allowed to use the mark 
DINERS for frozen foods, the court held that confusion of source would be likely, even though 
there was an absence of competition. 410 


On appeal, decree for defendant was affirmed. In a case of unfair competition whether the 
plaintiff chooses to base his right to relief on common law or the Michigan CLS 1956, § 450.6, 
in order to be entitled to injunctive relief, confusion to the public must be proved, not just 
confusion in the abstract because of similarity of names, but rather whether the public is likely 
to act in a manner which results in actual and substantial injury to plaintiff. The court held 
that such confusion was not likely because of the concurrent use of ALPINE SKI & SPORT SHOP 
for athletic: clothing and equipment by plaintiff, and of ALPINE VALLEY SKI AREA, INC. for the 
recreational area where ski equipment is rented and sold by defendant. 589 


Plaintiffs are stockholders of Wellington Fund, Inc. suing the corporation as defendant, 
together with the Wellington Equity Fund. Wellington is the name of a well-known mutual 
fund. The management company of this fund, intending to benefit the corporation by offering 
less conservative people a new fund based on common stocks, voted to use the name of the 
original fund for a new Wellington Equity Fund handled by the same advisors. Eleven out of 
thirteen members of the original fund’s board, constituting the entire board of the new Welling- 
ton Fund, authorized the Equity Fund to use the name Wellington. But, when directors are 
so interested in and obligated to both transferor and transferee, a court of equity is not obligated 
to accept the judgment of the directors. Unanimous stockholder approval was necessary to make 
such a gift of corporate assets such as the use of the name. The court found that the good 
will and fine reputation of the original fund was the property of the fund itself and not of 
those whose services contributed to it, and that the new Equity Fund was trading upon the name 
of the Wellington Fund making customer confusion likely. The court so held even though the 
Directors of Wellington Fund had consented to use of the name by the new fund since the 
benefit to original corporation was not sufficient to support a gift of corporate assets. 663 


BLACK & WHITE (Plaintiff) for Scotch whisky. 
BLACK & WHITE (Defendant) for beer. 


Judgment in trademark infringement and unfair competition action dismissing complaint, 
reversed. The only question to have been decided was likelihood of confusion, and not whether 
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the goods are of the same descriptive properties. The Lanham Act did away with the concept 
of goods of the same descriptive properties. Infringement may be found where the marks are 
used on goods of different descriptive properties where there is no actual competition between 
parties. Likelihood of confusion is for the Court of Appeals to decide since it is more a con- 
clusion of law than a finding of fact. Confusion as to source is likely to occur when the 
newcomer uses another’s mark on a product which in the buyer’s mind is related to the product 
of the original trademark owner. The Ninth Circuit does not go so far as the Second Circuit 
in Yale v. Robertson, 26 F.2d 972, where newcomer’s use must be so foreign as to insure against 
any identification of the two products. But, beer and Scotch whisky are related and the use of 
the same mark BLACK & WHITE on both is likely to cause confusion. Each case is decided on 
its own facts and prior decisions are of little help, especially if they came down before the 
Lanham Act. The public has only a general impression to guide them in selecting products and 
is entitled to protection against confusion. 666 

Plaintiff, a Swiss corporation, had licensed an American company to manufacture toy 
building bricks which are so designed that the pieces interlock and form elaborate structures. 
Defendants had received similar licenses from a Danish concern to market similar bricks. 
Plaintiff brought suit for trademark infringement, patent infringement and unfair competition, 
but in this motion for injunction pendente lite, it pressed only the unfair competition claim. 
Plaintiff contended that defendants were using LINO and LINO METHOD to describe their products 
and that this competed unfairly with plaintiff’s use of LEGO and LEGO SYSTEM, and that defen- 
dants were unfairly stressing the similarity and interchangeability of their products. The court 
found that the blocks were not completely interchangeable, and that many of the similar features 
were functional. Moreover, it found that plaintiff had failed to establish secondary meaning for 
the appearance of its bricks. “The demand must be for a product made by the plaintiff as dis- 
tinguished from a demand for a product for which the plaintiff has created a market.” With 
respect to the two marks, while plaintiff does use LEGO SYSTEM prominently on its packages, the 
court found that defendant did not use packages marked LINO METHOD so there was little likeli- 
hood of confusion. Further it found that LEGo and LEGO sysTEM had not acquired a secondary 
meaning, 1.e., they had not become “so connected with toy bricks” as to be “a symbol which 
indicates the origin of these bricks.” In a rather confusing passage the court referred to exten- 
sive advertising of these marks by plaintiff but concluded that “there is little in the record to 
indicate that LEGO signifies in the public mind, toy bricks manufactured by the plaintiff.” The 
motion for injunction pendente lite was denied. 945 


600.2 CoNFUSINGLY SIMILAR MarKS 


(This section is arranged alphabetically by Trademarks as far as possible. Also see Not 
Confusingly Similar Marks pages 167 to 171 and Word List pages 29 to 36.) 


ALO-CREME and ALO-CREME AFTER TAN (Plaintiff) for body lotion and sun tan lotion. 
ALLERCREME and ALLERCREME SAF-TAN (Defendant) for body lotion and sun tan lotion. 

Action by plaintiff under 35 U.S.C. 146 for reversal of Patent Office denial of registration 
wherein defendant counterclaimed for infringement. Judgment for defendant on counterclaim 
charging trademark infringement; plaintiff denied right to register. Patent Office made a 
finding of likelihood of confusion as to the marks of the parties, and the plaintiff did not satisfy 
its burden of proof to show that the decision was clearly erroneous. The court found that the 
marks were so similar as to cause confusion and that a side by side comparison of the marks 
was not the test of likelihood of confusion. Also, actual confusion is not necessary for the 
granting of an injunction. 946 


BLACK & WHITE (Plaintiff) for Scotch whisky. 


BLACK & WHITE (Defendant) for beer. 


Judgment in trademark infringement and unfair competition action dismissing complaint, 
reversed. The only question to have been decided was likelihood of confusion, and not whether 
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the goods are of the same descriptive properties. The Lanham Act did away with the concept 
of goods of the same descriptive properties. Infringement may be found where the marks are 
used on goods of different descriptive properties where there is no actual competition between 
parties. Likelihood of confusion is for the Court of Appeals to decide since it is more a con- 
clusion of law than a finding of fact. Confusion as to source is likely to occur when the 
newcomer uses another’s mark on a product which in the buyer’s mind is related to the product 
of the original trademark owner. The Ninth Circuit does not go so far as the Second Circuit 
in Yale v. Robertson, 26 F.2d 972, where newcomer’s use must be so foreign as to insure against 
any identification of the two products. But, beer and Scotch whisky are related and the use of 
the same mark BLACK & WHITE on both is likely to cause confusion. Each case is decided on 
its own facts and prior decisions are of little, help, especially if they came down before the 
Lanham Act. The public has only a general impression to guide them in selecting products and 
is entitled to protection against confusion. 666 


BONNIE (Plaintiff) for blue, silver dip and pine odor disinfectant, bleach ammonia, starch, fluff 
and pine detergent ammonia. 


BONNIE BRITE (Defendants) for floor wax, glass polish, paste wax, instant floor cleaner and 
silver polish. 
The goods involved are low-priced household items sold to housewives through the same 
outlets, and in some cases, placed on shelves close to each other. The slight distinction between 
BONNIE and BONNIE BRITE would likely be overlooked. The court found that BONNIE was the 


distinctive part of the mark and that BRITE was merely descriptive and given little considera- 
tion. 212 


FEATHERLIGHT for flexible hair combs was confusingly similar to FEATHERCOMBS for the 
same product. 341 


FRESH-AID or ADE (Plaintiff) for beverage base. 
FRESHIE (Defendant) for beverage base. 

Judgment of District Court ordering plaintiff’s registration restored, reversed. FRESHIE 
is not descriptive of beverage base for soft drinks. It is suggestive, and as opposed to descrip- 
tive, is entitled to protection without proof of secondary meaning. FRESH-AID held confusingly 
similar to FRESHIE for beverage base. 395 


GOLDEN FLAKE (Plaintiff) for potato chips and horseradish. 
RAINBO GOLDEN FLAKE (Defendant) for refrigerated dinner rolls. 


Judgment for plaintiff affirmed. Even though the marks used on the products were not in 
direct competition, they are both food products, sold in the same outlets to the same class of 
people advertised through the same media, and, therefore, the court found would be likely to 
cause customer confusion. Plaintiff’s mark GOLDEN FLAKE is not descriptive of the goods, namely, 
potato chips and horseradish, and defendant was guilty of trademark infringement. 664 


MopiLac (Applicant) for modified milk formula for infants. 
MODALAC (Cited Registration) modified fluid milk product. 


The court upheld decision of Examiner that confusion between the marks was likely even 
though the goods were sold through different channels of trade. Plaintiff’s mopmLac was sold 
in cans in drug stores and supermarkets and was bought by mothers of infants primarily upon 
doctor’s recommendation. MODALAC has been and could be recommended for feeding infants, 
and it is sold from house-to-house by delivery trucks in paper containers, or from refrigerated 
cabinets of supermarkets. The purchasers might well be the same and the marks are so similar 
as to cause confusion of course. Applicant’s registration does not limit sales in any manner to 
particular stores and sales methods can change any time. Lack of evidence of actual confusion 
is immaterial. The finding of fact as to likelihood of confusion will not be overturned unless 
clearly wrong. Complaint dismissed. 105 
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MOTOR-MEDIC (Plaintiff-Applicant) for an automobile oil additive. 
AUTO-MEDIC (Cited Registration) for lubricating oil additives. 
This was a civil action brought under Section 21 of the Act to compel the Commissioner 
to register the mark Motor-mepic. After considering the appearance, meaning and sound of 
both marks, the court found that customer confusion would be likely. Auto and MoToR were 
found to have little trademark significance, while MEDIC, which is the word common to both, 
would be more likely to be remembered by the purchaser as the dominant feature of the mark. 
The terms are distinguishable with side-by-side comparison, but the purchaser is rarely afforded 
that opportunity. The Patent Office’s finding of fact as to confusion carries a strong presump- 
tion of correctness. In seeking to compel the Commissioner of Patents to grant registration, 
applicant must show by clear and convincing proof that the Commissioner’s decision was erro- 
neous. Plaintiff did not do SO, and was not entitled to registration. 1178 


MULTI-FILL (Plaintiff) for lighter fluid. 
MULTI-REFILL (Defendant) for lighter fluid. 

Preliminary injunction granted. Plaintiff had acquired secondary meaning in the term 
MULTI-FILL and the mark identified the plaintiff. The court found that the confusion was likely 
to occur if defendant, late comer, used MULTI-REFILL for the same goods. 667 


PITCH BACK (Plaintiff) for recreational apparatus—baseball backstop and ball return. 
PITCH-N-FIELD (Defendant) for similar recreational apparatus. 

In concluding that likelihood of confusion existed the court considered all of the factors 
of similarity, the opportunity of the alleged infringer to have avoided the possibility of confusion 
and his intent in adopting the trademark. The degree of publicity attending the use of PITCH 
BACK was such as to impute knowledge of plaintiff’s mark to defendant prior to its first use of 
PITCH-N-FIELD as both parties were in the same line of business, notwithstanding defendant’s 
assertion to the contrary. The court put itself in the position of a prospective purchaser and 
determined that such a purchaser could easily be confused because of the similarity of the 
marks. Further, it was held that prrcH BACK was not descriptive as applied to the goods. 
Registration gives a mark a strong presumption of validity, although the court must decide in 
each case where validity is attacked whether a mark is invalid because of descriptiveness. 1017 


POLAROID (Plaintiff) for optical devices, photograph products, camera films and _ television 
devices. 
POLARAID (Defendant) for installing heating and refrigerating systems. 

Judgment for defendant reversed. Trial court found erroneously for defendant holding that 
there was a lack of proof of confusion or diversion of customers and a lack of competition 
between the products. In reversing the lower court’s decision, the appeal court pointed out 
that equity will enjoin the appropriation and use of the name of a corporation where the 
resemblance is so close that confusion is likely damaging the corporation to which the name 
belongs. It is immaterial that defendant had no intent to trade upon plaintiff’s name. Lack of 
proof of confusion, diversion of customers and lack of competition does not preclude a finding 
of unfair competition. The court also found for plaintiff under the Illinois Anti-dilution Statute. 
The Anti-dilution Statute states in effect, that if there is dilution of the distinctive quality of 
a mark or trade name, such as POLAROID, which is coined, and which has acquired widespread 
reputation and good will, although there is no competition with the defendant’s product and no 
proof of confusion, plaintiff is entitled to relief. It lays a heavy hand on those who adopt a 
trademark or trade name closely resembling another’s. In view of its holding that unfair com- 
petition and dilution existed, the court did not reach or decide the issue of trademark infringe- 
ment set forth in plaintiff’s first cause of action. 1093 


READING DYNAMICS and READING DYNAMICS INSTITUTE (Plaintiffs) for reading courses. 
DYNAMIC READING CLINIC (Defendants) for reading courses. 


The marks in association with reading courses given by different organizations in the same 
area were found to be likely to cause confusion and an injunction was issued. 493 
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ROLLING CULTIVATOR (Plaintiff) for rotary cultivator. 
ROLL-N-CULTIVATOR (Defendant) for rotary cultivator. 

Defendant was enjoined from using the term ROLLING CULTIVATOR, for its rotary cultivator 
since it is the phonetic equivalent of plaintiff’s mark ROLL-N-CULTIVATOR, which was not a 
merely descriptive term and was sufficiently fanciful to acquire secondary meaning. 669 

Plaintiff was first to use the service mark sECURANCE for the operation of his insurance 
business in 1955. In August 1956, articles of incorporation were approved for the corporate 
name SECURANCE SERVICE INC. Registration of plaintiff’s mark was accepted by the State of 
Ohio in 1960. In 1960 when plaintiff filed application to register the mark in the U. S. Patent 
Office, plaintiff was opposed by defendant whose use of SECURANCE dates only from March 1960. 
Plaintiff brought an action for unfair competition and the Court of Appeals in reversing the 
lower Ohio court, enjoined defendant from the use of the word sECURANCE in Sandusky County, 
Ohio. Both plaintiff and defendant appealed. Judgment for plaintiff was affirmed, and injunction 
extended to include the entire State of Ohio. Consideration of the law by the court included, 
that a trade name identifies the source of the product or service and need not be affixed to 
the product, although it may serve to identify not only the business, but also the product; that 
service marks are primarily trademarks relating to services and the same law applies; that the 
rights in trademarks are acquired by use; that a trade name where it has become so identified 
with the product is equivalent to a trademark; that the same is true of a corporate name which 
will be protected against the use of the same name by another. The court found that the domi- 
nant word in plaintiff’s corporate name is SECURANCE, and that, the dominant word used together 
with other unimportant words does not defeat plaintiff’s rights. Further, evidence of confusion 
was found and the court affirmed the injunction against defendant’s use of SECURANCE and ex- 
tended the injunction to the entire state. Since there was probability of expansion throughout the 
State of Ohio, plaintiff was entitled to an injunction encompassing the entire state. The court 
noted that the statutory provision permitting the Secretary of State to consider a mark dis- 
tinctive and grant registration if used for five years prior to the filing of the application is not 
a limitation on the right to register such name but merely a rule of evidence. Thus, use for 
less than the five year period is not a requirement for holding a mark distinctive and hence 
registrable. 1178 


SIMMONDs for a purveyor of reupholstering services is likely to be confused with simmons 
for sleep and allied products. Even though there is a lack of strict functional interchangeability 
between the goods, the protection of the law extends to these goods and even goes so far as to 
protect noncompeting goods. 70 


600.3 Not ConFUSINGLY SIMILAR MarkKs 


(This section is arranged alphabetically by Trademarks as far as possible. Also see 
Confusingly Similar Marks pages 164 to 167 and Word List pages 29 to 36.) 


ALLSTATE INSURANCE COMPANY (Plaintiff) for underwriting of auto insurance risks. 
ALLSTATE INVESTMENT CORPORATION (Defendant) for mortgage brokerage services. 

Since ALLSTATE is “weak,” plaintiff, to prevail, must show that infringement or unfair 
competition exists in the insurance field, or that ALLSTATE has acquired widespread secondary 
meaning creating likelihood of confusion with source of defendant’s services. Where defendant 
and an insurance company have a common president, and majority stockholder, common offices, 
and a common sign, but where there is no evidence that said insurance company’s customers 
confused origin of their insurance with plaintiff, or that defendant ever sold insurance, or the 
plaintiff and defendant are in direct competition, and where state administrative agency did not 
find names deceptively similar, court finds as a fact that there is no infringement, no unfair 
competition by defendant and no confusion in the public mind by defendant’s use of ALLSTATE 
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INVESTMENT CORPORATION, irrespective of instances of misdirected mail and telephone calls due 
simply to carelessness. 943 


AMERICAN LIBERTY INSURANCE COMPANY (Plaintiff) for automobile and general casualty insur- 
ance. 
AMERICAN LIBERTY LIFE INSURANCE COMPANY (Defendant) for life insurance. 

Complaint dismissed. The court found that there was no likelihood that the ordinarily 
careful customer would be confused by the marks as applied to specifically different lines of 
insurance. The names of both plaintiff and defendant were examined as a whole considering the 
relevant fact that the parties were not in direct competition. The effect of registration is not 
to give the owner an unlimited monopoly of the name. Plaintiff here, has only the exclusive 
right to use the name in connection with the specific services of fire, marine and general casualty 
insurance and to services of substantially the same descriptive properties. A finding of likelihood 
of confusion requires more than an occasional misdirected letter be shown in order for plaintiff 
to obtain an injunction. The nature of the business is also considered in determining confusion. 
The court found that in the casualty and general lines of insurance business, the good will of 
the company is not so closely tied to their names, and that the similarity in names is not so 
important. The brokers who place insurance in this case are professional buyers who have 
knowledge of the facts. 941 


Plaintiffs are in the business of enfranchising bakeries to bake and sell ARCHWAY HOME 
STYLE cookies. Franchisees receive plaintiffs’ recipes, formulas and techniques. Defendants are 
former franchisees. When plaintiff terminated defendants’ franchise, defendants began to put 
out a similar line of cookies called GURLEY’s HOME STYLE cookies. Plaintiffs claimed that de- 
fendants were using its secret recipes; that they were guilty of unfair competition and “palming 
off” in that the GURLEY cookies were of the same appearance and were wrapped similarly to the 
ARCHWAY cookies; and that the plaintiffs’ trademark HOME STYLE was being infringed. Plain- 
tiffs’ present franchise holder also joined in these allegations claiming that its business was being 
injured. The court rejected all three claims. Defendants satisfactorily proved that there was 
no such thing as a secret cookie recipe and that they had in fact used new recipes. Evidence 
indicated that many cookies of the HOME STYLE type were of similar size, color and texture and 
were packaged in similar type containers. Defendants prominently used the name GURLEY on a 
different color label from plaintiffs and this would prevent deception. The fact that defendants 
were selling their new line of cookies to former customers under the old franchise was not in 
itself unlawful; customers had been notified this was a new product. Finally even assuming 
that HOME STYLE is sufficiently unique to be the subject of trademark protection, examination 
of the two sets of labels indicated that defendants’ use of that term would not create confusion 
in the minds of prospective purchasers. Plaintiffs’ state registration did not add to be common 
law rights. 495 


COLOR GUIDE and THE TIE WITH THE COLOR GUIDE (Plaintiff) for neckties and merchandising 
plan and program for selling ties. 


FASHION GUIDE and THE TIE WITH THE FASHION GUIDE (Defendant) for neckties and mer- 
chandising plan and program for selling ties. 

Judgment for defendant. Plaintiff brought this action for trademark infringement and 
unfair competition against defendant alleging that defendant unfairly competed with and in- 
fringed upon plaintiff's novel plan for merchandising men’s neckties. The plan included the 
adoption of plaintiff’s two registered marks, the principal registration of CoLoR GUIDE and sup- 
plemental registration of THE TIE WITH THE COLOR GUIDE. The two marks were applied to a 
label on each tie advising purchaser the color of the suit with which the tie could best be worn. 
Defendant adopted the same plan using the trademarks FASHION GUIDE and THE TIE WITH THE 
FASHION GUIDE. The court found that plaintiff’s mark coLor GUIDE was descriptive since it 
referred to the label giving color advice and not to the tie itself. Further, the label is a 
functional utilitarian feature of the necktie giving color guidance. The courts have repeatedly 
held that the functional feature of an article cannot be registered and held that the mark on 
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the label consisting of words descriptive of the functional element of the label, CoLor GUIDE, 
was improperly registered. The plaintiff had been attempting throughout the case to protect 
its merchandising program, but such a plan is not entitled to protection without having acquired 
secondary meaning. THE TIE WITH THE COLOR GUIDE was found to be even more descriptive and 
its supplemental registration should also have been denied for the same reason aS COLOR GUIDE. 
Since plaintiff’s trademarks were invalid there could be no trademark infringement by defendant. 
Even had plaintiff’s marks been registrable, plaintiff would not have been entitled to broad 
relief since the marks were weak. The marks do not sound alike or look alike. In fact, the 
Patent Office concurred in this belief by registering COLOR GUIDE at a time when FASHION GUIDE 
had already been a registered trademark. In determining the absence of confusion, the court 
considered the intent of defendant and said that knowledge of another’s trademark and deliberate 
intention to compete were not equivalent to an attempt to deceive prospective customers, 
especially since defendant’s advertising gave prominence to its name. No such unfair conduct 
on the part of defendant was shown. 1095 

In previous litigation, appellant, owner of COPPERTONE for suntan lotion, had sought to 
enjoin appellees from use of COPA TAN, COPA CREAM and copa TINT for similar products. The 
suit had been settled and a consent decree entered on November 12, 1959, permanently enjoining 
appellees from “using the names COPATAN, COPATINT or COPACREAM or any other name or 
names confusingly similar thereto or to the trademark COPPERTONE, specifically including any 
trademark or trade name containing the word, root, prefix or suffix copa or CopPER.” In the 
instant suit, appellant by motion for order to show cause, charged appellees with violation of 
the above mentioned decree in that the latter were marketing two suntan products named coca 
TAN and COCA TINT respectively. The trial court dismissed, finding that cocA TAN and COCA TINT 
were not confusingly similar to either COPPERTONE, COPA TAN, COPA TINT Or COPA CREAM. 
The dismissal was upheld on appeal, Pope, C. J., dissenting. The majority, in considering 
whether the marks involved were similar in sound, sight and meaning, determined (a) there was 
a difference in physical appearance of the trademarks, (b) the placing of a macron symbol over 
the “o” created an unconfusing pronunciation, and (c) the prefix “coca” established a meaning 
different from “Copa,” by its implication of cocoa-butter. Conceding, further, that appellees had 
“a special duty to avoid confusion” and that an infringer “once caught” should have his conduct 
carefully scrutinized, thereafter, the court held that appellees had avoided confusion and were 
not in the situation of an infringer once caught, since the earlier litigation had been settled, not 
adjudicated. In essence, the court could not find any likelihood of confusion, on the record 
before it. Since appellant had never itself used the marks COPATAN, COPATINT Or COPACREAM, 
the only competition involved was between COCA TAN or COCA TINT and COPPERTONE. No evi- 
dence of such confusion was found. Further, there was no proof that the names of the products 
COCA TAN and COCA TINT sounded similar to or like COPATAN, COPATINT Or COPACREAM. Inter 
alia, the court stated its conviction that a two word trademark had a different visual impact 
than a single word and, the record being such as it was, the court seemed to accept the trial 
judge’s conclusion of law to the effect that likelihood of confusion did not exist as though it 
were an ordinary finding of fact, stating: 

“While it is true that under certain circumstances we are as well able as the trial court to 
determine if there is a likelihood of confusion by a mere visual or auditory comparison . . . 
we cannot, on the record here before us, differ with the trial judge, much less hold his 
findings to be clearly erroneous.” 


In a lengthy dissent, Judge Pope, however, reached the unavoidable conclusion that likelihood 
of confusion did exist, based on the following major points : 

1. Intent was demonstrated by appellees deliberately to pick names just as close to the 
names they had just sold to plaintiff and which they were prohibited from using as was possible 
without precisely copying them. 

2. The majority had used the wrong test of confusing similarity. The marks should not 
have been minutely analyzed. They should have been considered from the point of view of a 
prospective purchaser who would not see the two marks together. He would receive and 
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retain merely a general visual impression from one mark, would vaguely remember it on seeing 
the second and would mistakenly purchase the second product as a result. 


3. Objection was taken to the majority’s specific points of difference; according to the 
dissent 


a—It made no difference whether the marks were one or two words. 
b—Differences in packaging were neither material nor relevant. 
c—Differences in sound were unimportant in this case. 

d—Lack of secondary meaning in COPATINT or COPA TAN were immaterial. 


The important factor was that the correct decree prohibited any confusingly similar name or 
names and in his view the marks objected to were confusingly similar. 938 


Watkins’ mark FrEsH-AID for liquid imitation base for soft drinks is not confusingly similar 
to FRESHIE for powdered imitation base for soft drinks. The packaging of Watkins’ product is 
different from Sunway’s, and Watkins at all times preceded its trademark FRESH-AID with its 
name. 84 


In determining confusion, the Board did not take into account the weakness of Sunway’s 
mark FRESHIE by reason of its including the common descriptive term “fresh.” Descriptive por- 
tions of a mark are given little weight in determining confusion. Aside from the common 
descriptive parts of the marks, FRESHIE and FRESH-AID differ in appearance, sound and meaning. 

84 
HERITAGE HOUSE (Appellee) for a store name for furniture. 
HERITAGE (Appellant) for furniture. 


The court found that the total effect of the words HERITAGE HOUSE for a store name for 
furniture would not create confusion in the minds of ordinarily prudent buyers with appellant’s 
prior use of HERITAGE for furniture. 405 


joy (Plaintiff) for perfume, toilet water, powder and soap. 
JOY OF BATHING (Defendant) for bath oil. 


Appeal from decision dismissing complaint by owner of trademark joy for cosmetics to 
enjoin use of JOY OF BATHING by defendant in connection with sale of its bath oil preparation. 
There being no evidence of actual customer confusion between the respective products, and 
there being no dispute as to the difference in dress of the respective packages, court cannot say 
that lower court was clearly in error in finding that there was no significant likelihood of 
confusion as to sources of respective products. This finding is strengthened by lower court’s 
additional findings that defendant did not intend to pass off its product as that of plaintiff, and 
that it used the word joy on its bath oil containers in partially descriptive sense. New evidence 
of change of dress of defendant’s bath oil raises a closer question of possible confusion than 
does its customary package but trial court was not clearly in error in failing to find that 
possibility a substantial one. Judgment order dismissing complaint, and lower court’s denial of 
plaintiff’s motion for new trial are accordingly affirmed. 937 


PAUL SACHS ORIGINAL and DON SACHS ORIGINAL (Plaintiff) for petite size ladies’ dresses. 
SACHS OF CALIFORNIA (Defendant) for young missy dresses. 


Judgment for defendant. Court found no confusion to exist in this trademark infringement 
and unfair competition case. Plaintiff produces petite size dresses, sizes 8-18 under the trade- 
marks DON SACHS ORIGINAL and PAUL SACHS ORIGINAL. Defendant sells young missy dresses 
which envisions a different type figure of a young career girl under the trademark sACHS OF 
CALIFORNIA. The court found that because of the definite recognizable division in the dress field 
that the goods were not identical. Further, that the marks when considered as a whole were 
not similar in appearance or sound and that the women who purchase the garments are dis- 
cerning and familiar with the distinction in the dress line. Plaintiff attempted to argue that 
SACHS was the dominant feature of the marks, but the court noted in passing that neither party 
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ever used the word sacus alone nor in any other combination and that saAcHS was given no 
predominance. The word orIGINAL although it was disclaimed in plaintiff’s registration was not 
to be disregarded. It had equal importance to PAUL or DON SACHS with which it always appeared 
as an integral mark. Further the court notes that the surname sacHs would not be accepted 
alone for registration. Defendant had done nothing to attach itself to plaintiff’s advertising and 
was not guilty of unfair competition. Finally, there was no evidence of actual confusion, which 
of course is not a prerequisite to relief, but which constitutes strong evidence. 1176 


600.4 Crass oF Goops 
BLACK & WHITE (Plaintiff) for Scotch whisky. 
BLACK & WHITE (Defendant) for beer. 


Judgment in trademark infringement and unfair competition action dismissing complaint, 
reversed. The only question to have been decided was likelihood of confusion, and not whether 
the goods are of the same descriptive properties. The Lanham Act did away with the concept 
of goods of the same descriptive properties. Infringement may be found where the marks are 
used on goods of different descriptive properties where there is no actual competition between 
parties. Likelihood of confusion is for the Court of Appeals to decide since it is more a con- 
clusion of law than a finding of fact. Confusion as to source is likely to occur when the 
newcomer uses another’s mark on a product which in the buyer’s mind is related to the product 
of the original trademark owner. The Ninth Circuit does not go so far as the Second Circuit 
in Yale v. Robertson, 26 F.2d 972, where newcomer’s use must be so foreign as to insure against 
any identification of the two products. But, beer and Scotch whisky are related and the use of 
the same mark BLACK & WHITE on both is likely to cause confusion. Each case is decided on 
its own facts and prior decisions are of little help, especially if they came down before the 
Lanham Act. The public has only a general impression to guide them in selecting products and 
is entitled to protection against confusion. 666 


Plaintiff is the owner of the registered mark “hi-g” for valves and control systems which 
it sells for use on mobile ground equipment and aircraft. Although it has registered the mark 
“hi-g” independently, it never has used that word alone, but always in a combined form, also 
registered, in which “hi-g” appears on the crest of a shield which also bears the initials Gc and 
is in turn superimposed on a wing configuration bearing the words GENERAL CONTROLS. Defen- 
dant is in the business of manufacturing electric relays and associated products, most of which 
are sold to manufacturers for incorporation into complicated machines, and many of which are 
specially designed for the customer. Plaintiff contended that use of the defendant’s corporate 
name HI-G INC. in connection with the sale and advertising of these products was an infringe- 
ment of plaintiff’s mark. Held: judgment for defendant. The term “hi-g” is descriptive. The 
letter “g’” is commonly used to refer to the force of gravity, and “high’g” and “hi-g” generally 
refer to a higher than normal gravitational force and to products capable of functioning despite 
such force. Thus plaintiff's mark is very weak. Moreover, it is always used in conjunction 
with the plaintiff's primary mark, Gc, and its full corporate name, and therefore, has not 
acquired any secondary meaning. The products of the two companies are different and the 
buyers highly sophisticated so there is no likelihood of confusion. Nor was there actual con- 
fusion. The court also pointed out that other tests of infringement would have to be resolved 
in defendant’s favor. First, it had adopted its name in good faith and without notice of plain- 
tiff’s mark (electric relays were not included in plaintiff’s registration) ; second, there was no 
claim or evidence that defendant makes an inferior product or has a poor business reputation 
that could hurt plaintiff; third, there was no indication that plaintiff is likely in the course of 
normal expansion to start making similar goods under its “hi-g” mark, since for over 20 years 
plaintiff had not used the mark in connection with those relays it does make and, in turn, they 
do not compete with defendant’s products. Finally, the court held plaintiff barred by laches. 
Plaintiff learned of defendant’s existence in 1954, the year defendant was formed, but it 
adopted a “wait and see” attitude to determine “if this newcomer was going to bother our 
business.” It did not protest until December 1958 and did not sue until a year after rejection 
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of its protest. The court ruled that plaintiff could not wait and see if its alleged competitor 
would be successful and then destroy the business years later with judicial help. A parallel 
claim of unfair competition was also dismissed since it was found that no new issues were 
raised under this claim. 940 


HERITAGE (Plaintiff) for furniture. 
HERITAGE (Defendant) for interior window shutters, louvered doors, room dividers, etc. 


Judgment for plaintiff. The court found that defendant’s products bore such a relationship 
to plaintiff’s furniture and room dividers that when sold under the same name confusion was 
likely. It is not necessary for plaintiff to show loss of sales or actual injury to reputation in 
order to gain relief since plaintiff is entitled to protection against the use of the same name by 
defendant in a manner which tends to dilute the distinctive significance of plaintiff’s mark. 
Defendant’s counterclaim for cancellation on the ground that plaintiff’s mark HERITAGE was 
descriptive was dismissed because the court found the word had a sufficient degree of fancifulness 
to serve as a trademark. 1094 


PAUL SACHS ORIGINAL and DON SACHS ORIGINAL (Plaintiff) for petite size ladies’ dresses. 
SACHS OF CALIFORNIA (Defendant) for young missy dresses. 


Judgment for defendant. Court found no confusion to exist in this trademark infringement 
and unfair competition case. Plaintiff produces petite size dresses, sizes 8-18 under the trade- 
marks DON SACHS ORIGINAL and PAUL SACHS ORIGINAL. Defendant sells young missy dresses 
which envisions a different type figure of a young career girl under the trademark sACHS OF 
CALIFORNIA. The court found that because of the definite recognizable division in the dress field 
that the goods were not identical. Further, that the marks when considered as a whole were 
not similar in appearance or sound and that the women who purchase the garments are dis- 
cerning and familiar with the distinction in the dress line. Plaintiff attempted to argue that 
SACHS was the dominant feature of the marks, but the court noted in passing that neither party 
ever used the word saAcHs alone nor in any other combination and that sacHs was given no 
predominance. The word orIGINAL although it was disclaimed in plaintiff’s registration was not 
to be disregarded. It had equal importance to PAUL or DON SACHS with which it always appeared 
as an integral mark. Further the court notes that the surname sacHs would not be accepted 
alone for registration. Defendant had done nothing to attach itself to plaintiff’s advertising and 
was not guilty of unfair competition. Finally, there was no evidence of actual confusion, which 
of course is not a prerequisite to relief, but which constitutes strong evidence. 1176 


Application by Van Brode to register r1vAL for molded plastic spoons was opposed by 
Rival Manufacturing, owner of RIVAL for a wide variety of kitchen utensils including various 
types of aluminum pots and pans, can openers and electric cooking utensils. Applicant contended 
that there could be no confusion as the goods are different, RIVAL is a weak mark (it introduced 
39 third-party RIVAL registrations in evidence), and applicant sells its RIVAL spoons, in bulk, 
to the institutional trade, not to the consumer. Held: opposition sustained. The other RIVAL 
marks are not in housewares and do not indicate that opposer’s mark is lacking in distinctive- 
ness in that field.* Although applicant now sells its RIVAL spoons only in bulk, it would not 
be precluded from changing its merchandising pattern after registration, and if its goods were 
offered in the same stores as opposer’s, confusion would be likely. The Board added: ‘While 
this conclusion is not free from doubt, we believe that in view of opposer’s long and extensive 
use of RIVAL, any such doubt must be resolved by reason thereof with said party.” 1186 





* The Board noted that opposer’s rights in RIVAL extend not only to goods upon which 
the mark has been used but also to such other products which might reasonably be supposed to 
emanate from opposer. 
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700. EFFECT OF REGISTRATION 


700.1 In GENERAL 


Mandamus proceeding to require defendant, Secretary of State of West Virginia, to register 
FLAVOR-SPUN ‘in name of petitioner, W. E. Long Co., and to cancel registration issued to Purity 
Baking Company. Secretary of State had reserved the mark for Purity Baking Company just 
prior to receiving the completed application for registration of FLAVOR-SPUN by petitioner. 
After being told by the office of Secretary of State to submit an application since the office had 
received the application of W. E. Long Co. for the same mark, attorney for Purity Baking 
Company submitted an incomplete application in which the date of first use was omitted since 
the mark had not actually been used at that time. Writ of mandamus was granted. The 
Secretary of State’s authority is derived from the state’s statute; his duties are merely min- 
isterial. The state statute requires the Secretary of State to register a trademark of applicant 
who complies with the statute. He may not reserve a trademark for one who indicates an 
intention to file. No determination of title or ownership can be determined by Secretary of 
State, who has no judicial authority. Petition was granted since petitioner’s completed appli- 
cation was entitled to registration first. Whether the state registration is refused or not com- 
mon law rights in the mark are not affected; state or federal statutes do not create trademarks. 
The general rule is that state trademark statutes affirm common law. Mere registration does 
not confer greater rights than at common law without registration, but only gives a procedural 
advantage. 215 


Refusal of Patent Office to register mark TRIUMPH OF EUROPE for women’s undergarments 
did not deprive German firm role of innocent junior user when it thereafter used mark 
DISTINCTION BY TRIUMPH OF EUROPE in this country. Defendants could have honestly believed 
that, considering their long use abroad and differences in their mark and goods from those of 
plaintiff, a court of competent jurisdiction would uphold their right to use their mark. 357 


Where descriptive words are used as marks, the presumption of validity attaching to a 
registration may be easily overcome. 400 


While registration of a trademark gives certain procedural advantages, it does not con- 
stitute such damage to appellant in pending infringement suit as to support appellant’s opposi- 
tion under § 13 of Lanham Act. Appellant-opposer attempts to argue that its right to use the 
mark in commerce would be impaired if applicant has the procedural advantage of registration 
in the pending litigation which seeks to determine whether opposer has such right to use the 
mark. But, the Board citing a number of prior decisions found that such registration would not 
constitute damage. Dismissal of opposition to application for registration of CHEE. Tos affirmed. 
The notice of opposition alleged that in view of infringement action against opposer based on 
the unregistered mark CHEE.TOS that opposer would be damaged by the registration by reason 
of procedural advantages attached to registration. 670 


Application by Sun Valley Manufacturing Co. to register suN VALLEY for men’s and 
women’s sportswear and skiwear was opposed by Cambridge Rubber, owner of an incontestable 
registration for SUN VALLEY for ladies’ overshoes. Testimony was introduced to show that ap- 
plicant, through its predecessor, had been using the sUN VALLEY mark on its goods since 1936. 
This testimony was corroborated by several advertisements dated 1938, 1939 and 1945 featuring 
the SUN VALLEY mark. Opposer asserted that as owner of an incontestable registration, it 
could rely on the date of first use set forth therein, ie, March 1939, but the Board held that 
absent evidence of earlier use, it could rely only on the filing date of its application, January 
1947. Held: opposition dismissed. The facts here clearly indicate that applicant is prior user 
of the mark. While advertising is not evidence of trademark use it can corroborate oral testi- 
mony as to such use. The fact that opposer’s registration is incontestable does not broaden its 
rights in the mark, and where a registration does not establish prior use “it cannot be further 
considered in the proceeding.” “It is user, not registration, that confers substantive rights in a 
trademark.” 1023 
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700.2 PrINcIPAL REGISTER 


Sunway’s mark FRESHIE may have been registered on the Principal Register and become 
incontestable, but it is nevertheless descriptive, and the assumption of validity cannot be used 
as an offensive weapon where secondary meaning has not been acquired. 84 


Applicant attempted to register its wine bottle on the Principal Register, having already an 
existing design patent covering the bottle. Registration was refused. Even though the decanter 
is the subject of a design patent, it may be capable of distinguishing applicant’s wines and 
therefore, registrable on the Supplemental Register. Supplemental registration does not give 
the owner any presumptive rights as to exclusive use, and could not extend the monopoly of 
the design patent. Use of the subject matter of a design patent during the life of the patent 
cannot be trademark use, and to allow principal registration of the same would be inconsistent 
with the rights of others under the terms of the patent which allows fair use of it after patent 
expiration. The question of secondary meaning as regards the bottle could only be considered 
after the expiration of the patent. 218 


Certificate of registration is prima facie evidence of validity of mark and registrant’s right 
to use it as specified in certificate. The presumption is of course rebuttable. 405 


Owner of valid registration BEAUTY SET is entitled, prima facie, to exclusive use of it in 
connection with the goods named in the registration, i.e., hair conditioning creme and color 
rinse, but if applicant’s request for registration for BEAUTY NET for hair spray were granted, 
applicant would be entitled to exclusive use of it in connection with hair spray, thus depriving 
prior registrant of BEAUTY SET from engaging in what would be a natural extension of its 
business to hair spray. 446 


Plaintiff sought to enjoin defendant from interfering with its importation of CABANAS and 
H. DE CABANAS Y CARBAJAL Cigars, and sought a judgment declaring that defendant Cuban 
Tobacco is not the rightful owner of the marks in question. Defendant counterclaimed for a 
temporary injunction preventing plaintiff from infringing its mark by importing and distributing 
the trademarked cigars in the United States. Both plaintiff's and defendant’s motions for 
temporary injunction were denied. The trademark H. DE CABANAS Y CARBAJAL was first regis- 
tered in 1906 by De Cabanas, a New Jersey corporation, wholly owned by Cuban Tobacco. 
In 1952 this subsidiary was liquidated and Cuban Tobacco succeeded to ownership, subsequently 
renewing the registration under the 1946 Act and registering a second trademark CABANAS. 
The cigars were produced in New Jersey in the 1930’s, but in 1934 manufacture was shifted to 
Cuba where it continued until 1961. In 1951 before its liquidation, the owner of the United 
States trademark De Cabanas agreed with Tabacalera Cubana, wholly owned by Cuban Tobacco 
and the owner of the brand rights in Cuba and the actual manufacturer of the cigars since 1934, 
to allow Tabacalera to market the trademarked cigars throughout the world. The agreement 
provided for supervision by De Cabanas of the quality of the cigars and the right to inspection. 
The agreement also stated that De Cabanas was the owner of the trademarks and the Tabacalera 
had no title to them. De Cabanas also reserved the right to manufacture or market all brands 
of cigars throughout the world. In 1952 Cuban Tobacco succeeded to all rights of DE CABANAS 
and both Cuban Tobacco and Tabacalera were governed by the agreement until 1960. In 1960 
Tabacalera was nationalized by the Castro government which took over full control denying to 
Cuban Tobacco any right to control the quality of the product. Plaintiff R. C. W. went into the 
business of importing Cuban cigars in the United States which included those marked CABANAS 
and H. DE CABANAS Y CARBAJAL. A load of these cigars were shipped to New York and placed 
in a bonded warehouse where they remained until the bringing of this action. Defendant about 
a week before had recorded the trademarks with the Treasury Department and the notice of 
recordation had alerted all customs men who declined to accept duty for the release of the 
cigars which violated Cuban Tobacco’s interest in their registered and recorded trademarks. 
In respect to plaintiff’s motion for injunction, the court said that registration is prima facie 
evidence of validity and ownership of the mark and that the party claiming invalidity had the 
burden of proof. Plaintiff had not sustained that burden. Further, trademarks properly regis- 
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tered may be recorded and such recording may be attacked by motion for preliminary injunction 
only if the facts show that there was no justification for issuance. The plaintiff’s “minimal” 


showing was not enough to carry the burden or to show the court probability of success at 
trial. 1097 


Nonuse by a foreign registrant for more than two years effectively rebuts the presumption 
of validity attached to the principal registration and establishes abandonment by registrant of 
this presumptive right. Therefore, the foreign registration is subject to cancellation by one who 
believes himself to be damaged by such registration. Since respondent admits to nonuse since 
1956, and since DEB and DEBBIE are so substantially similar that confusion would be likely, the 
Board found that petitioner was damaged by the registration and ordered the registered mark 
canceled. 1183 


700.21 Constructive Notice 


Registrant’s registration of GOLDEN FLAKE on the Principal Register is constructive notice 
of exclusive ownership of the mark applied to the goods recited in the application. However, 
the courts permit concurrent use of a similar trademark in areas different from those in which 
registrant has used his mark, providing there is no likelihood of confusion. The Act protects 
registrant only in those areas in which it has used the mark on the goods through sale and 
advertisement, or in areas where there is evidence of expansion. In this case, there was no 
evidence of intent to expand into areas where defendant used the mark RAINBO GOLDEN FLAKE on 
dinner rolls. The court relied on the decision in the Dawn Donut case (267 F.2d 358, 121 
USPQ 430 (49 TMR 631)) and restricted the injunction against defendant to the area of 
plaintiff’s trade territory, without prejudice to rights or parties in areas not included in the 
injunction. 664 


700.22 Evidence 


Pleaded registration, and cancellation petitioner’s record are sufficient to establish peti- 
tioner’s ownership and priority in its registered marks. 473 


Application by Dumas Milner Corporation to register Mystic Mist for a silicone fabric 
spray to render fabrics, furniture, wallpaper and clothes, stain and water resistant was opposed 
by Knapp-Monarch, owner of MAGIK MIST for insecticides packaged in aerosol containers and 
MAGIK-GLO for spray-dispensed liquid wax. Held: opposition dismissed. Opposer’s contention 
that it has a family of marks is not supported by the evidence. Opposer’s position seems to be 
that because of its use of MAGIK MIST on a household product dispensed in an aerosol container, 
all other household products sold under similar marks are barred from registration regardless 
of how dissimilar the product may be. But considering that MisT is descriptive, that the goods 
are different, that Macic has been extensively adopted for other household products, as shown 
by numerous third-party registrations, and considering the overall differences between the marks, 
the Board found that confusion is unlikely. Opposer had filed as its chief evidence documentary 
exhibits made of record under Rule 1.282, a copy of its registration, its combined Section 8 and 
15 affidavit, the label showing its mark originally filed with its application, and the exhibit at- 
tached to its above-mentioned affidavits. The Board stated that these documents could show the 
registration and its incontestability, but could not be used as evidence of use unless identified 
and introduced in evidence as required by Rule 2.126. Moreover, the labels and exhibits were 
not official records or printed publications within Rule 1.282. 1187 


700.23 Incontestability 


Sunway’s mark FRESHIE may have been registered on the Principal Register and become 
incontestable, but it is nevertheless descriptive, and the assumption of validity cannot be used 
as an offensive weapon where secondary meaning has not been acquired. 84 


Petition to cancel registration of “Hy-cross” (quotation marks being part of the mark) for 
live poultry and eggs was denied since registration had become incontestable by reason of the 
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mark having been used more than 5 years after registration. Affidavits were filed under Section 
8(a) and 15 of the Lanham Act. In order for petitioner to prevail in cancellation action after 
registration had become incontestable, it must meet one of the requirements of Section 14(c), 
which permits cancellation “at any time.” Having chosen abandonment under Section 14(c), 
petitioner must prove it. 425 


Application by Sun Valley Manufacturing Co. to register sUN VALLEY for men’s and 
women’s sportswear and skiwear was opposed by Cambridge Rubber, owner of an incontestable 
registration for SUN VALLEY for ladies’ overshoes. Testimony was introduced to show that ap- 
plicant, through its predecessor, had been using the SUN VALLEY mark on its goods since 1936. 
This testimony was corroborated by several advertisements dated 1938, 1939 and 1945 featuring 
the SUN VALLEY mark. Opposer asserted that as owner of an incontestable registration, it 
could rely on the date of first use set forth therein, i.e, March 1939, but the Board held that 
absent evidence of earlier use, it could rely only on the filing date of its application, January 
1947. Held: opposition dismissed. The facts here clearly indicate that applicant is prior user 
of the mark. While advertising is not evidence of trademark use it can corroborate oral testi- 
mony as to such use. The fact that opposer’s registration is incontestable does not broaden its 
rights in the mark, and where a registration does not establish prior use “it cannot be further 
considered in the proceeding.” “It is user, not registration, that confers substantive rights in a 
trademark.” 1023 


This is an interlocutory appeal under Rule 54(b) of Federal Rules of Civil Procedure 
from a judgment dismissing complaint; affirmed. Plaintiff alleged trademark infringement and 
inducement to breach contractual relations with its local affiliated member cooperatives. National 
Cooperative, the third-party defendant, is the owner of the contested collective trademark 
co-op; plaintiff is its licensee having only the trademark rights granted by its membership in 
National. Any use of co-op by plaintiff, a related company, inures to the benefit of the registrant, 
National. No express exclusive territorial right was ever given to plaintiff to use the mark, 
and as a general rule none will be implied. The trial court held that plaintiff had been given 
no exclusive territory in the license agreement and that after a license expired or was revoked, 
the licensee can set up the claims against licensor adverse to the terms of the license and actual 
use. No equitable rights are created in licensee to recover loss of profits. 1175 


Application by Dumas Milner Corporation to register Mystic Mist for a silicone fabric 
spray to render fabrics, furniture, wallpaper and clothes, stain and water resistant was opposed 
by Knapp-Monarch, owner of MAGIK mMisT for insecticides packaged in aerosol containers and 
MAGIK-GLO for spray-dispensed liquid wax. Held: opposition dismissed. Opposer’s contention 
that it has a family of marks is not supported by the evidence. Opposer’s position seems to be 
that because of its use of MAGIK MIST on a household product dispensed in an aerosol container, 
all other household products sold under similar marks are barred from registration regardless 
of how dissimilar the product may be. But considering that mist is descriptive, that the goods 
are different, that maGic has been extensively adopted for other household products, as shown 
by numerous third-party registrations, and considering the overall differences between the marks, 
the Board found that confusion is unlikely. Opposer had filed as its chief evidence documentary 
exhibits made of record under Rule 1.282, a copy of its registration, its combined Section 8 and 
15 affidavit, the label showing its mark originally filed with its application, and the exhibit at- 
tached to its above-mentioned affidavits. The Board stated that these documents could show the 
registration and its incontestability, but could not be used as evidence of use unless identified 
and introduced in evidence as required by Rule 2.126. Moreover, the labels and exhibits were 
not official records or printed publications within Rule 1.282. 1187 


700.3 IMPORTATIONS 


Plaintiff sought to enjoin defendant from interfering with its importation of CABANAS and 
H. DE CABANAS Y CARBAJAL cigars, and sought a judgment declaring that defendant Cuban 
Tobacco is not the rightful owner of the marks in question. Defendant counterclaimed for a 
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temporary injunction preventing plaintiff from infringing its mark by importing and distributing 
the trademarked cigars in the United States. Both plaintiff's and defendant’s motions for 
temporary injunction were denied. The trademark H. DE CABANAS Y CARBAJAL was first regis- 
tered in 1906 by De Cabanas, a New Jersey corporation, wholly owned by Cuban Tobacco. 
In 1952 this subsidiary was liquidated and Cuban Tobacco succeeded to ownership, subsequently 
renewing the registration under the 1946 Act and registering a second trademark CABANAS. 
The cigars were produced in New Jersey in the 1930’s, but in 1934 manufacture was shifted to 
Cuba where it continued until 1961. In 1951 before its liquidation, the owner of the United 
States trademark De Cabanas agreed with Tabacalera Cubana, wholly owned by Cuban Tobacco 
and the owner of the brand rights in Cuba and the actual manufacturer of the cigars since 1934, 
to allow Tabacalera to market the trademarked cigars throughout the world. The agreement 
provided for supervision by De Cabanas of the quality of the cigars and the right to inspection. 
The agreement also stated that De Cabanas was the owner of the trademarks and the Tabacalera 
had no title to them. De Cabanas also reserved the right to manufacture or market all brands 
of cigars throughout the world. In 1952 Cuban Tobacco succeeded to all rights of DE CABANAS 
and both Cuban Tobacco and Tabacalera were governed by the agreement until 1960. In 1960 
Tabacalera was nationalized by the Castro government which took over full control denying to 
Cuban Tobacco any right to control the quality of the product. Plaintiff R. C. W. went into the 
business of importing Cuban cigars in the United States which included those marked CABANAS 
and H. DE CABANAS Y CARBAJAL. A load of these cigars were shipped to New York and placed 
in a bonded warehouse where they remained until the bringing of this action. Defendant about 
a week before had recorded the trademarks with the Treasury Department and the notice of 
recordation had alerted all customs men who declined to accept duty for the release of the 
cigars which violated Cuban Tobacco’s interest in their registered and recorded trademarks. 
In respect to plaintiff’s motion for injunction, the court said that registration is prima facie 
evidence of validity and ownership of the mark and that the party claiming invalidity had the 
burden of proof. Plaintiff had not sustained that burden. Further, trademarks properly regis- 
tered may be recorded and such recording may be attacked by motion for preliminary injunction 
only if the facts show that there was no justification for issuance. The plaintiff’s “minimal” 


showing was not enough to carry the burden or to show the court probability of success at 
trial. 1097 


Ownership of trademark rights exist appurtenant to manufacturing or marketing business 
in the United States, however, a wholly owned subsidiary and parent corporation are related 
companies and manufacturing by a subsidiary inures to the benefit of the parent corporation 
which retains ownership of the mark. Therefore, plaintiff’s contention that defendant did not 
own the trademarks since they were not manufacturing under them when recorded is not valid. 
Plaintiff’s further contention of abandonment could not prevail, since there was no factual 
showing of intent to abandon the mark. While naked licensing may constitute abandonment, 
controlled licensing does not constitute abandonment, and it is a question of fact upon which the 
language of the license agreement is not decisive and on which the party claiming abandonment 
has the burden of proof. The mere delay of a few months between the time the subsidiary was 
nationalized and the owner began manufacturing does not establish abandonment. Plaintiff’s 
motion denied and in so denying the motion, defendant is adequately protected. This is particu- 
larly so in view of the Presidential proclamation, which, among other things, places an embargo 
upon importation of all Cuban tobacco products. The granting of a preliminary injunction is 
not required or appropriate. 1098 


700.4 SUPPLEMENTAL REGISTER 


Watkins’ mark FRESH-AID is admittedly descriptive by reason of its registration on the 
Supplemental Register. 84 
Applicant attempted to register its wine bottle on the Principal Register, having already an 
existing design patent covering the bottle. Registration was refused. Even though the decanter 
is the subject of a design patent, it may be capable of distinguishing applicant’s wines and 
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therefore, registrable on the Supplemental Register. Supplemental registration does not give 
the owner any presumptive rights as to exclusive use, and could not extend the monopoly of 
the design patent. Use of the subject matter of a design patent during the life of the patent 
cannot be trademark use, and to allow principal registration of the same would be inconsistent 
with the rights of others under the terms of the patent which allows fair use of it after patent 
expiration. The question of secondary meaning as regards the bottle could only be considered 


after the expiration of the patent. 218 
Registration of FEATHERLIGHT on Supplemental Register will be canceled. This will not 
prevent defendant’s use of the term in purely descriptive sense. 341 


As to the ex parte question of respondent’s right to maintain its registration for E-z OPEN 
PAK, the Board found that the mark would be associated by the purchaser with the container 
and not the meat product within, and that respondent had not been entitled to register the mark 
E-Z OPEN PAK for luncheon meat at the time of its application. Section 24 of the Statute pro- 
vides that supplemental registration will be canceled if the Board finds that registrant had not 
been entitled to register the mark at the time of his application. Supplemental registration can- 
celed ex parte. 511 


700.5 Prior Acts 


Civil action to compel the Commissioner of Patents to register PASTEURIZED for facial creams 
despite the refusal of the Trademark Trial and Appeal Board to register the mark. The Patent 
Office refusal had been based on the fact that the mark was so highly descriptive of the product 
as to be incapable of indicating origin of applicant’s cream. Held: for defendant. Plaintiff's 
cream is indeed pasteurized and the mark is merely descriptive of the goods. Although plaintiff 
is the assignee of a prior registration taken out under the 1905 Act, and republished under the 
1946 Act, the term PASTEURIZED was disclaimed therein—an apparent admission of descriptive- 
ness—and therefore, that registration “cannot be deemed prima facie evidence of distinctiveness 
or of any evidentiary value with respect to applicant’s claim of secondary meaning.” The fact 
that for over thirty years only plaintiff has used the term PASTEURIZED in connection with face 
creams does not in itself establish secondary meaning. 1177 


750. OWNERSHIP OF TRADEMARK RIGHTS 
750.1 IN GENERAL Articles: 553, 687 


Respondent’s affirmative defense of laches if established would not be enough to preclude 
petitioner from obtaining relief where likelihood of confusion is found to exist. Both parties 
used substantially identical marks, GENIE and GENIE SWITCH for identical goods. However, in 
this case, petition to cancel was dismissed since petitioner was not entitled to benefit from its 
prior use of the mark as a distributor. The garage door openers marked GENIE had been 
distributed by petitioner for the manufacturer who was the owner of the mark. Petitioner’s 
own use of the mark was found to be subsequent to respondent’s, and, therefore respondent’s 
rights were held superior. 673 

Where the term “thermos” has been appropriated by the general public as a generic and 
descriptive term for vacuum bottles, but a minority still recognizes the term “Thermos” as 
having trademark significance, plaintiff is entitled to continued ownership of its registered 
trademarks, but defendant is permitted to use the term “thermos” descriptively, subject to 
specified restrictions. 931 

Legal expenses incurred by a trademark owner in the prosecution of a trademark infringe- 
ment action resulting in settlement wherein the validity of title of trademark owner was not 
involved are considered as capital outlay and not necessary business expenses for purposes of 
income tax, as these disbursements were made to secure the right to increased income for an 
indeterminate period. 1099 
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750.2 ABANDONMENT 


Opposer discontinued sale of Lyon kitchen equipment at retail, but continued to sell kitchen 
equipment on a contract basis. The fact that opposer changed the channel of distribution in 
which it sold its goods does not constitute abandonment, per se. Opposer could resume use of 
the mark in the retail field at any future time. Assuming that opposer had abandoned mark, 
the question remains as to whether after opposer’s long continued use and substantial commer- 
cial success in sales under the mark, another can enter the field and use a substantially similar 
mark on closely related goods within six months of opposer’s discontinuance without causing 
confusion of source. The Board said that there is a residual good will in the mark until such 
time as the public no longer associates the mark with the first party. That is true here, partic- 
ularly since the first party continues to use the mark even though it is used on different goods. 


201 
Change in the form of which a word mark was displayed did not constitute abandonment 
since it did not create a different commercial impression or a new mark. 201 


Plaintiff consistently has always used BONNIE on its blue, but following a merger, added 
the word prox for a few years to identify the blue with the previous corporation, and then 
dropped the use of prox. Plaintiff continued to use the word BONNIE, however. Dropping the 
word prox did not work an abandonment of the trademark since abandonment will not usually 
be inferred in absence of intent to abandon. The court points out that even if there was an 
abandonment, plaintiff’s use of BONNIE for such an extended time created common law rights 
under unfair competition, thus giving the court jurisdiction. Not only registered marks are 
protected, the court said, since the exclusive right to use a trademark rests on common law. 

212 


Ritz-Carlton Restaurant & Hotel Company, predecessor of defendant, attempted to license 
the use of the name RITZ TOWER for an apartment, hotel and restaurant to plaintiff’s predecessor 
for a certain fee. There was no express assumption of this agreement by the plaintiff, present 
owner of the building. In any event, the court held that the original agreement was void since 
there was no supervision of the nature and quality of the operation of plaintiff’s building or 
restaurant by defendant, therefore, purported license was a “naked license” which was void. A 
naked license has the tendency to confuse the public which most likely would expect the building 
and restaurant to have the services of the same nature and quality as defendant’s own restaurant, 
the Carlton House. A licensee is not estopped from asserting that the licensing agreement is 
a “naked license” and void. Since the license agreement was void, there was no basis for 
enjoining plaintiff on other grounds from using the name RITZ TOWER in view of the facts that 
defendant stipulated that confusion did not exist in the public mind, the naked license was an 
abandonment of defendant’s right to use the name, and additional evidence of abandonment by the 
defendant in that the word Ritz has been omitted from the name of defendant’s present building, 
the Carlton House which replaced the old Ritz-Carlton Hotel, and the widespread use of the 
word Ritz on establishments in the City not connected with defendant. Summary judgment was 
granted to plaintiff. Plaintiff was allowed to continue to use the name RITZ TOWER without de- 
fendant’s consent and without payment of any fee. 214 


The lower court’s finding of abandonment under §45 of the Lanham Act was supported by 
substantial evidence and was certainly not clearly erroneous since there was no evidence of any 
sales after 1956. Testimony of one of plaintiff’s salesmen as to sales in 1957 and 1958 was not 
conclusive evidence of lack of intention to abandon. Such sales may have been to dispose of 
stock of an abandoned line of merchandise. Failure to follow up protest to defendant’s use of 
the mark and failure to modernize the style of its BARODA line was also considered as evidence 
of abandonment. 337 


A mere change in the form of the mark or its use in combination with another name does 
not constitute abandonment. Registration is prima facie evidence of continued use as well as 
ownership, and the burden is on the party asserting abandonment to prove it. No facts of 
abandonment or the essential fact of intent to abandon could be inferred from the evidence. 405 
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There was no evidence to show that the trademark had been abandoned prior to assignment. 
Further, the court refused to hold that an invalid assignment, ipso facto, was an abandonment 
of the mark, but held that the assignment containing the exact words of the Lanham Act, 
Section 10, was valid to transfer rights to the mark in spite of petitioner’s claim that it was 
invalid and merely a naked assignment because no business connected with the use of the mark 
was transferred. Although there was no actual sale of chicks or eggs to assignee, the assignor 
gave up his right to sell “Hy-cross” chicks which had been part of his business, and that right 
to sell “Hy-cross” chicks became part of assignee’s business. Because one kind of chick was 
sold by assignor and another kind by assignee, the public was not likely to be deceived by the 
changes since type of chicks was indicated by means other than the trademark, such as by 


number. There was no obligation on assignee not to change breed of chicks sold under the 


mark. 425 


DAISY MAID (Applicant) for ready-to-use fruit flavored soft drinks. 
patsy (Cited Registration) for nonalcoholic maltless, concentrated syrups used in the prepara- 
tion of soft drinks. 


Registrant’s failure to file a Section 8 affidavit which indicates abandonment of one regis- 
tration of the mark patsy for syrups for soft drinks does not carry over to a second registration 
for the same mark on the same goods owned by the same registrant. Refusal to register DAISY 
MAID for syrups for soft drinks was affirmed on the basis of the prior registration of patsy for 
syrups for soft drinks. 676 


Petition to cancel LULL-A-BABE registered for nursing bottles by the owner of the mark 
LULLABY first used for nursing nipples, but later abandoned on nursing nipples and used on 
musical bottle holders was dismissed. Petitioner’s nonuse for eleven years created a strong pre- 
sumption of abandonment which only convincing evidence to the contrary would have overcome. 
Further, petitioner indicated abandonment by later registering LULLABY for a musical bottle 
holder, a use which was entirely different from the original use on nipples. 680 


Ownership of trademark rights exist appurtenant to manufacturing or marketing business 
in the United States, however, a wholly owned subsidiary and parent corporation are related 
companies and manufacturing by a subsidiary inures to the benefit of the parent corporation 
which retains ownership of the mark. Therefore, plaintiff’s contention that defendant did not 
own the trademarks since they were not manufacturing under them when recorded is not valid. 
Plaintiff’s further contention of abandonment could not prevail, since there was no factual 
showing of intent to abandon the mark. While naked licensing may constitute abandonment, 
controlled licensing does not constitute abandonment, and it is a question of fact upon which the 
language of the license agreement is not decisive and on which the party claiming abandonment 
has the burden of proof. The mere delay of a few months between the time the subsidiary was 
nationalized and the owner began manufacturing does not establish abandonment. Plaintiff’s 
motion denied and in so denying the motion, defendant is adequately protected. This is particu- 
larly so in view of the Presidential proclamation, which, among other things, places an embargo 
upon importation of all Cuban tobacco products. The granting of a preliminary injunction is 
not required or appropriate. 1098 


DEB (Respondent) for cleaning preparation for upholstery and furniture. 
DEBBIE (Petitioner) for household liquid and synthetic detergent. 


Petition to cancel granted. Petitioner filed an application to register DEBBIE for household 
detergents which was refused in view of the existence of respondent’s pEB for furniture cleaner. 
Respondent, British corporation, filed for a registration of DEB in 1954 and obtained it in 1956. 
But, while respondent used the mark continuously in Great Britain, it had not shipped any 
goods in commerce in the United States since 1954. The issue was whether or not respondent 
had abandoned its right in the mark in the United States. The statute provides a procedural 
advantage to a national or a resident of a party to the International Convention of Paris for 
the Protection of Industrial Property 1883 (revised 1958), in that such national having a bona 
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fide business in any foreign country may register his marks in the United States without alleg- 
ing use in commerce as long as the mark is duly registered in the country of origin. Having 
once obtained a registration however, a foreign registrant is subject to the same treatment and 
conditions as a U.S. citizen as to maintenance of his registration including having his mark 
canceled on the grounds of abandonment and nonuse. Under U.S. law, two years is a reasonable 
period within which a mark must be used or deemed prima facie abandoned and may be 
canceled. This applies equally to marks of foreign registrants or those of U.S. registrants. 
For a mark not to be deemed abandoned (without other excuse) it must be used “in commerce” 
(within the jurisdiction of the U.S.), so that respondent’s argument that the mark was in use, 
in Great Britain rather than within the U.S. jurisdiction, was held of no avail: 


“registrant must after the issuance of said registration use the mark in the U.S. or in 
other commerce which may be lawfully regulated by Congress, and failure to make such 
use for a two-year period in the absence of excusable non-use, contributes an abandonment 
of the rights acquired by the registration and makes the registration subject to cancella- 
tion.” 1182 


750.3 ASSIGNMENT 


After the United States entered the First World War, the Alien Property Custodian seized 
Farbenfabriken’s assets, which included stock of Bayer, and sold them to defendant. Plaintiff 
admits the sale, but says that the trademarks were restricted to pharmaceuticals manufactured 
or controlled by Farbenfabriken, and that they are entitled to concurrent use. The court found 
that there was no restriction on defendant’s use of trademarks. Since defendant owns the 
trademarks, it has exclusive right to use it and plaintiff may not use it concurrently. 491 


750.4 LIcENSES Articles: 519, 1130 


Defendant entered into a franchise agreement or trademark license contract with patent 
licensee of plaintiff under which royalties were to be paid to plaintiff. Plaintiff instituted this 
action to recover the royalties. The defendant raised the defense of misuse of patent which the 
court held was inappropriate since it found that the agreement was not a patent license. 
Although, by reason of the agreement, defendant had to use the patented freezer, such use being 
in accordance with trademark law, in that the nature and quality of the goods was regulated, 
such restriction was only incidental to the main purpose of the agreement. The obligation to 
pay royalties is coextensive with the enjoyment of the benefits under the contract regardless of 
the expiration date of the patent. 95 


Ritz-Carlton Restaurant & Hotel Company, predecessor of defendant, attempted to license 
the use of the name RITz TOWER for an apartment, hotel and restaurant to plaintiff’s predecessor 
for a certain fee. There was no express assumption of this agreement by the plaintiff, present 
owner of the building. In any event, the court held that the original agreement was void since 
there was no supervision of the nature and quality of the operation of plaintiff’s building or 
restaurant by defendant, therefore, purported license was a “naked license” which was void. A 
naked license has the tendency to confuse the public which most likely would expect the building 
and restaurant to have the services of the same nature and quality as defendant’s own restaurant, 
the Carlton House. A licensee is not estopped from asserting that the licensing agreement is 
a “naked license” and void. Since the license agreement was void, there was no basis for 
enjoining plaintiff on other grounds from using the name RITZ TOWER in view of the facts that 
defendant stipulated that confusion did not exist in the public mind, the naked license was an 
abandonment of defendant’s right to use the name, and additional evidence of abandonment by the 
defendant in that the word Ritz has been omitted from the name of defendant’s present building, 
the Carlton House which replaced the old Ritz-Carlton Hotel, and the widespread use of the 
word Ritz on establishments in the City not connected with defendant. Summary judgment was 
granted to plaintiff. Plaintiff was allowed to continue to use the name RITZ TOWER without de- 
fendant’s consent and without payment of any fee. 214 
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Plaintiff-appellee, Spring-Air, had a legal right to establish a trademark, to license it and 
even extend to its own operations into new territory by licenses subject to his control. The 
licensee has a right to use the trademark limited by the fact that title and right to control 
remain with licensor. The right to use a trademark is not limited, but extends to the whole 
country, and, unless the owner places a restriction on use, the licensee’s right to use extends to 
the whole country. 367 

There was no evidence to show that the trademark had been abandoned prior to assignment. 
Further, the court refused to hold that an invalid assignment, ipso facto, was an abandonment 
of the mark, but held that the assignment containing the exact words of the Lanham Act, 
Section 10, was valid to transfer rights to the mark in spite of petitioner’s claim that it was 
invalid and merely a naked assignment because no business connected with the use of the mark 
was transferred. Although there was no actual sale of chicks or eggs to assignee, the assignor 
gave up his right to sell “Hy-cross” chicks which had been part of his business, and that right 
to sell “ty-cross” chicks became part of assignee’s business. Because one kind of chick was 
sold by assignor and another kind by assignee, the public was not likely to be deceived by the 
changes since type of chicks was indicated by means other than the trademark, such as by 


number. There was no obligation on assignee not to change breed of chicks sold under the 


mark. 425 


Opposer is not estopped from contesting applicant’s right to register the mark for milk 
because of an agreement between opposer’s predecessor and present applicant-assignee granting 
said applicant the exclusive right to use the mark on bread and rolls, and agreeing to assist in 
the registration of this mark for these goods, as applicant is not seeking registration for bread 
and rolls, and further, applicant is engaged in the advertising business and is not now and never 
has been engaged in sale of any products recited in the application and applicant intended to 
reassign at a later date. Applicant has acquired no rights against opposer because of terms of 
a prior agreement. 952 


Ownership of trademark rights exist appurtenant to manufacturing or marketing business 
in the United States, however, a wholly owned subsidiary and parent corporation are related 
companies and manufacturing by a subsidiary inures to the benefit of the parent corporation 
which retains ownership of the mark. Therefore, plaintiff’s contention that defendant did not 
own the trademarks since they were not manufacturing under them when recorded is not valid. 
Plaintiff’s further contention of abandonment could not prevail, since there was no factual 
showing of intent to abandon the mark. While naked licensing may constitute abandonment, 
controlled licensing does not constitute abandonment, and it is a question of fact upon which the 
language of the license agreement is not decisive and on which the party claiming abandonment 
has the burden of proof. The mere delay of a few months between the time the subsidiary was 
nationalized and the owner began manufacturing does not establish abandonment. Plaintiff's 
motion denied and in so denying the motion, defendant is adequately protected. This is particu- 
larly so in view of the Presidential proclamation, which, among other things, places an embargo 
upon importation of all Cuban tobacco products. The granting of a preliminary injunction is 
not required or appropriate. 1098 


This is an interlocutory appeal under Rule 54(b) of Federal Rules of Civil Procedure 
from a judgment dismissing complaint; affirmed. Plaintiff alleged trademark infringement and 
inducement to breach contractual relations with its local affiliated member cooperatives. National 
Cooperative, the third-party defendant, is the owner of the contested collective trademark 
co-op; plaintiff is its licensee having only the trademark rights granted by its membership in 
National. Any use of co-op by plaintiff, a related company, inures to the benefit of the registrant, 
National. No express exclusive territorial right was ever given to plaintiff to use the mark, 
and as a general rule none will be implied. The trial court held that plaintiff had been given 
no exclusive territory in the license agreement and that after a license expired or was revoked, 
the licensee can set up the claims against licensor adverse to the terms of the license and actual 
use. No equitable rights are created in licensee to recover loss of profits, 1175 
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Applicant contended that opposer actually had not exercised any control over the nature 
and quality of the sausage marketed by the licensee and cannot rely on the use by the licensee. 
However, the licensing agreement did have provision for exercise of control from time to time 
by opposer and since the agreement was only in effect two months, the Board held that it 
could not be said that opposer failed to exercise control. 1192 


750.5 RicHT To REGISTER 


Opposition sustained. Applicant had acknowledged opposer’s right of ownership in POWER 
KING for air conditioning units under a distributorship agreement, and upon termination of the 
agreement applicant’s use of POWER KING was in derogation of opposer’s rights. 1103 


Petitioner is a German resident and national of Germany who licenses patents and trade- 
marks to a single licensee in Britain. He does not have a place of business there nor does he 
have a bona fide industrial or commercial establishment there. Under Section 44(c) and 
44(e) of the Act, petitioner was not entitled to registration of the mark in the United States 
based solely on the registration in Britain without fulfilling the requirement of having a bona 
fide industrial or commercial establishment here. 1197 


750.6 TITLE 


After the United States entered the First World War, the Alien Property Custodian 
seized Farbenfabriken’s assets, which included stock of Bayer, and sold them to defendant. 
Plaintiff admits the sale, but says that the trademarks were restricted to pharmaceuticals 
manufactured or controlled by Farbenfabriken, and that they are entitled to concurrent use. 
The court found that there was no restriction on defendant’s use of trademarks. Since defen- 
dant owns the trademarks, it has exclusive right to use it and plaintiff may not use it con- 
currently. 491 


Ownership of trademark rights exist appurtenant to manufacturing or marketing business 
in the United States, however, a wholly owned subsidiary and parent corporation are related 
companies and manufacturing by a subsidiary inures to the benefit of the parent corporation 
which retains ownership of the mark. Therefore, plaintiff’s contention that defendant did not 
own the trademarks since they were not manufacturing under them when recorded is not valid. 
Plaintiff’s further contention of abandonment could not prevail, since there was no factual 
showing of intent to abandon the mark. While naked licensing may constitute abandonment, 
controlled licensing does not constitute abandonment, and it is a question of fact upon which the 
language of the license agreement is not decisive and on which the party claiming abandonment 
has the burden of proof. The mere delay of a few months between the time the subsidiary was 
nationalized and the owner began manufacturing does not establish abandonment. Plaintiff’s 
motion denied and in so denying the motion, defendant is adequately protected. This is particu- 
larly so in view of the Presidential proclamation, which, among other things, places an embargo 
upon importation of all Cuban tobacco products. The granting of a preliminary injunction is 
not required or appropriate. 1098 


Houze Glass, the manufacturer of technical and art glass products, contracted with MPI 
to sell its fiber glass products. HI-Mop was the trademark for the fiber glass material, but the 
contract made no mention as to ownership of the mark. The mark was devised by an employee 
of Houze and an officer of MPI, but it was devised for the benefit of Houze and MPI and the 
trade recognized this mark to be Houze’s trademark. The Board ruled that Houze was entitled 
to registration and MPI was refused. 1188 


800. OTHER STATUTES 


800.1 ANTITRUST Articles: 519, 1130 


There is no violation of the Antitrust Act where the motive in the tie-in arrangement is a 
legitimate business justification as opposed to an improper motive. The requirement that motel 
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owners who display the SIMMONS sign possess SIMMONS products was not improper and not a 
violation of the Antitrust Act. 70 


The court found that a division of territory, in this case, was not violative of antitrust laws 
since control and not division was the central purpose of the agreement. A licensor may lose 
his rights in a mark by constructive abandonment if he allows others to misuse it. Trademark 
owner has the duty to control licensees as to quality of mattresses on which his mark is used. 
The requirements that licensees purchase ticking, inner springs and labels from a certain source 
was not an unlawful tie-in agreement. There was no requirement to buy another different 
product from Spring-Air; actually another supplier was named. The requirement was made to 
protect the quality of the mattress. In suggesting prices, Spring-Air did not attempt to price 
fix. The requirement that licensee not sell competing goods except Denison’s private brand 
name products, not using licensor’s specifications, was not a violation of the antitrust laws, 
especially since the license could be terminated without cause with six months notice. That 
trademarked products and labels be sent to licensor on termination of license are not in viola- 
tion of the antitrust statute. An agreement which strengthens and promotes competition is not 
a violation of the law. Judgment for plaintiff affirmed. 367 


In this action for violation of Sherman Act, judgment dismissing complaint was reversed. 
The court held that the Sherman Act had been violated by a course of dealings between the 
parties implicitly amounting to conspiracy between Swiss, Italian and United States corpora- 
tions wherein the Swiss corporation assigned its patent for a zigzag sewing machine to Singer, 
the United States corporation, so that Singer could use the patent to prevent the importation 
of infringing Japanese machines for the benefit of all three conspiring corporations. Singer 
could not contend that the assignment was merely to protect its own machine, since it was 
already protected by cross licensing agreements with the other corporations. The court found 
a concerted action to restrain trade established by the dealings of the parties which is con- 
demned by the Sherman Act, irrespective of the deleterious effect the decision may have on 
Singer’s position as the only domestic producer of zigzag machines in a market which is 
increasingly preempted by foreign manufacturers. It is the courts’ province to apply the law, 
and the law imposes strict limitations on concerted activities in which patent owners may 


lawfully engage, which limitations were exceeded in this case. 1013 
800.3 FepERAL TRADE CoMMISSION Article: 865 
800.4 Foreign Law Articles: 1, 43, 46, 117, 139, 153, 545, 560, 625, 


651, 887, 900, 916, 963, 996, 1039, 
1046, 1071, 1086, 1105, 1109, 1169 
800.41 Statutory 


Trademark Rule 124(a) does not provide for taking testimony before a foreign court, how- 
ever, Federal Rules govern the procedure and practice in inter partes proceedings whenever 
applicable. Since the Federal Rules authorize it, Rule 1.124(a) was waived and Letters Roga- 
tory were issued. Switzerland has a law prohibiting the taking of testimony of one of its 
nationals in that country before a representative of a foreign government, usually the U.S. 
Consular Officer. The alternative was to issue Letters Rogatory whereby a foreign court takes 
the testimony in the foreign country and returns it to the court which requested them under 
the rules of international comity. 


800.42 Treaties 


The Commissioner of Patents found that although the International Convention for the 
Protection of Industrial Property provides that if a mark has already been registered in one 
country, a second country cannot object to the mark itself with respect to its nature except on 
grounds specified in the Articles of the Convention but that such Articles did not control the 
formalities required by a country for obtaining registration. 577 
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800.5 PaTENTS 


Petitioner on writ of certiorari sought to vacate judgment of Florida Supreme Court which 
permanently enjoined him from engaging in activities which amounted to the practice of law. 
The petitioner attacked the injunction only insofar as it prohibited him from engaging in 
specific activities before the Patent Office. Petitioner is registered to practice before the United 
States Patent Office, but has never been admitted to practice before the Florida Bar or any 
other bar. Under Florida law, preparation and prosecution of patent applications for others 
constitutes practice of law. However, under 35 U.S.C. 31 Congress has expressly permitted the 
Commissioner of Patents to allow non-lawyers to practice before the Patent Office. When 
State law is incompatible with federal legislation, the State must yield. No State law can 
hinder or obstruct a license granted by Congress. Judgment vacated and case remanded. 1093 


800.6 State STATUTES 


800.61 In General Article: 17 


Mandamus proceeding to require defendant, Secretary of State of West Virginia, to register 
FLAVOR-SPUN in name of petitioner, W. E. Long Co., and to cancel registration issued to 
Purity Baking Company. Secretary of State had reserved the mark for Purity Baking Company 
just prior to receiving the completed application for registration of FLAVOR-SPUN by petitioner. 
After being told by the office of Secretary of State to submit an application since the office had 
received the application of W. E. Long Co. for the same mark, attorney for Purity Baking 
Company submitted an incomplete application in which the date of first use was omitted since 
the mark had not actually been used at that time. Writ of mandamus was granted. The 
Secretary of State’s authority is derived from the state’s statute; his duties are merely min- 
isterial. The state statute requires the Secretary of State to register a trademark of applicant 
who complies with the statute. He may not reserve a trademark for one who indicates an 
intention to file. No determination of title or ownership can be determined by Secretary of 
State, who has no judicial authority. Petition was granted since petitioner’s completed appli- 
cation was entitled to registration first. Whether the state registration is refused or not 
common law rights in the mark are not affected; state or federal statutes do not create trade- 
marks. The general rule is that state trademark statutes affirm common law. Mere registration 
does not confer greater rights than at common law without registration, but only gives a 
procedural advantage. 215 


Plaintiffs are in the business of enfranchising bakeries to bake and sell ARCHWAY HOME 
STYLE cookies. Franchisees receive plaintiffs’ recipes, formulas and techniques. Defendants are 
former franchisees. When plaintiff terminated defendants’ franchise, defendants began to put 
out a similar line of cookies called GURLEY’s HOME STYLE cookies. Plaintiffs claimed that de- 
fendants were using its secret recipes; that they were guilty of unfair competition and “palming 
off” in that the GURLEY cookies were of the same appearance and were wrapped similarly to the 
ARCHWAY cookies; and that the plaintiffs’ trademark HOME STYLE was being infringed. Plain- 
tiffs’ present franchise holder also joined in these allegations claiming that its business was being 
injured. The court rejected all three claims. Defendants satisfactorily proved that there was 
no such thing as a secret cookie recipe and that they had in fact used new recipes. Evidence 
indicated that many cookies of the HOME STYLE type were of similar size, color and texture and 
were packaged in similar type containers. Defendants prominently used the name GURLEY on a 
different color label from plaintiffs and this would prevent deception. The fact that defendants 
were selling their new line of cookies to former customers under the old franchise was not in 
itself unlawful; customers had been notified this was a new product. Finally even assuming 
that HOME STYLE is sufficiently unique to be the subject of trademark protection, examination 
of the two sets of labels indicated that defendants’ use of that term would not create confusion 
in the minds of prospective purchasers. Plaintiffs’ state registration did not add to be common 
law rights. 495 
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District Court’s granting of summary judgment to plaintiff in action for declaratory judg- 
ment reversed on appeal with direction to dismiss complaint. Summary judgment was granted 
to defendant in declaratory judgment action brought by plaintiff whose application to register 
its trademark topp-coca for cola beverages in Puerto Rico was opposed by defendant there. 
Declaratory judgment may be brought by one who is subjected to trademark infringement and 
threat of legal proceedings, but who is prevented from refuting it by the other party who 
withholds suit. However, all defendant has done is file an opposition in the local registration 
proceeding and this is not itself a charge of infringement. The Court of Appeals held District 
Court in New York has no right to enjoin local proceedings in Puerto Rico since Puerto Rico 
has the same right as any state to enact trademark legislation and determine whether or not 
plaintiff is entitled to registration. Plaintiff’s right to federal registration is not concerned in 
the opposition proceedings. An applicant for local registration may not be the basis for a declara- 
tory judgment action to remove a local opposition proceeding to federal courts. 937 


Plaintiff was first to use the service mark SECURANCE for the operation of his insurance 
business in 1955. In August 1956, articles of incorporation were approved for the corporate 
name SECURANCE SERVICE INC. Registration of plaintiff’s mark was accepted by the State of 
Ohio in 1960. In 1960 when plaintiff filed application to register the mark in the U. S. Patent 
Office, plaintiff was opposed by defendant whose use of SECURANCE dates only from March 1960. 
Plaintiff brought an action for unfair competition and the Court of Appeals in reversing the 
lower Ohio court, enjoined defendant from the use of the word SECURANCE in Sandusky County, 
Ohio. Both plaintiff and defendant appealed. Judgment for plaintiff was affirmed, and injunction 
extended to include the entire State of Ohio. Consideration of the law by the court included, 
that a trade name identifies the source of the product or service and need not be affixed to 
the product, although it may serve to identify not only the business, but also the product; that 
service marks are primarily trademarks relating to services and the same law applies; that the 
rights in trademarks are acquired by use; that a trade name where it has become so identified 
with the product is equivalent to a trademark; that the same is true of a corporate name which 
will be protected against the use of the same name by another. The court found that the domi- 
nant word in plaintiff’s corporate name is SECURANCE, and that, the dominant word used together 
with other unimportant words does not defeat plaintiff’s rights. Further, evidence of confusion 
was found and the court affirmed the injunction against defendant’s use of SECURANCE and ex- 
tended the injunction to the entire state. Since there was probability of expansion throughout the 
State of Ohio, plaintiff was entitled to an injunction encompassing the entire state. The court 
noted that the statutory provision permitting the Secretary of State to consider a mark dis- 
tinctive and grant registration if used for five years prior to the filing of the application is not 
a limitation on the right to register such name but merely a rule of evidence. Thus, use for 
less than the five year period is not a requirement for holding a mark distinctive and hence 
registrable. 1178 


800.63 Dilution 


POLAROID (Plaintiff) for optical devices, photograph products, camera films and television 
devices. 
POLARAID (Defendant) for installing heating and refrigerating systems. 


Judgment for defendant reversed. Trial court found erroneously for defendant holding that 
there was a lack of proof of confusion or diversion of customers and a lack of competition 
between the products. In reversing the lower court’s decision, the appeal court pointed out 
that equity will enjoin the appropriation and use of the name of a corporation where the re- 
semblance is so close that confusion is likely damaging the corporation to which the name 
belongs. It is immaterial that defendant had no intent to trade upon plaintiff’s name. Lack of 
proof of confusion, diversion of customers and lack of competition does not preclude a finding of 
unfair competition. The court also found for plaintiff under the Illinois Anti-dilution Statute. 
The Anti-dilution Statute states in effect, that if there is dilution of the distinctive quality of a 
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mark or trade name, such as POLAROID, which is coined, and which has acquired widespread 
reputation and good will, although there is no competition with the defendant’s product and no 
proof of confusion, plaintiff is entitled to relief. It lays a heavy hand on those who adopt a 
trademark or trade name closely resembling another’s. In view of its holding that unfair 
competition and dilution existed, the court did not reach or decide the issue of trademark 
infringement set forth in plaintiff’s first cause of action. 1093 


800.7 TarirF Act oF 1930 


Plaintiff sought to enjoin defendant from interfering with its importation of CABANAS and 
H. DE CABANAS Y CARBAJAL Cigars, and sought a judgment declaring that defendant Cuban 
Tobacco is not the rightful owner of the marks in question. Defendant counterclaimed for a 
temporary injunction preventing plaintiff from infringing its mark by importing and distributing 
the trademarked cigars in the United States. Both plaintiff’s and defendant’s motions for 
temporary injunction were denied. The trademark H. DE CABANAS Y CARBAJAL was first regis- 
tered in 1906 by De Cabanas, a New Jersey corporation, wholly owned by Cuban Tobacco. 
In 1952 this subsidiary was liquidated and Cuban Tobacco succeeded to ownership, subsequently 
renewing the registration under the 1946 Act and registering a second trademark CABANAS. 
The cigars were produced in New Jersey in the 1930’s, but in 1934 manufacture was shifted to 
Cuba where it continued until 1961. In 1951 before its liquidation, the owner of the United 
States trademark De Cabanas agreed with Tabacalera Cubana, wholly owned by Cuban Tobacco 
and the owner of the brand rights in Cuba and the actual manufacturer of the cigars since 1934, 
to allow Tabacalera to market the trademarked cigars throughout the world. The agreement 
provided for supervision by De Cabanas of the quality of the cigars and the right to inspection. 
The agreement also stated that De Cabanas was the owner of the trademarks and the Tabacalera 
had no title to them. De Cabanas also reserved the right to manufacture or market all brands 
of cigars throughout the world. In 1952 Cuban Tobacco succeeded to all rights of DE CABANAS 
and both Cuban Tobacco and Tabacalera were governed by the agreement until 1960. In 1960 
Tabacalera was nationalized by the Castro government which took over full control denying to 
Cuban Tobacco any right to control the quality of the product. Plaintiff R. C. W. went into the 
business of importing Cuban cigars in the United States which included those marked CABANAS 
and H. DE CABANAS Y CARBAJAL. A load of these cigars were shipped to New York and placed 
in a bonded warehouse where they remained until the bringing of this action. Defendant about 
a week before had recorded the trademarks with the Treasury Department and the notice of 
recordation had alerted all customs men who declined to accept duty for the release of the 
cigars which violated Cuban Tobacco’s interest in their registered and recorded trademarks. 
In respect to plaintiff's motion for injunction, the court said that registration is prima facie 
evidence of validity and ownership of the mark and that the party claiming invalidity had the 
burden of proof. Plaintiff had not sustained that burden. Further, trademarks properly regis- 
tered may be recorded and such recording may be attacked by motion for preliminary injunction 
only if the facts show that there was no justification for issuance. The plaintiff's “minimal” 
showing was not enough to carry the burden or to show the court probability of success at 
trial. 1097 


800.8 Taxes 


Legal expenses incurred by a trademark owner in the prosecution of a trademark infringe- 
ment action resulting in settlement wherein the validity of title of trademark owner was not 
involved are considered as capital outlay and not necessary business expenses for purposes of 
income tax, as these disbursements were made to secure the right to increased income for an 
indeterminate period. 1099 





